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Summary of Facts and Subm ssi ons

The applicant filed an international patent application
PCT/ EP2005/ 054976 with 27 clains. |ndependent clains 1
and 23 read as foll ows:

"1. A conbination of a male incontinence product and a
package accommodating the incontinence product in a
roll ed-up configuration thereof, the incontinence
product conpri sing:

- a penile sheath, which during use is unrolled to
define a cavity for a length of the user's penis, and
which, in the rolled-up configuration of the

i nconti nence product, is rolled up to forma proxinmal
collar portion of the incontinence product; and

- a drainage portion for connecting the cavity of the
sheath to a urine-collecting device;

whereby at | east one of the penile sheath and the
drai nage portion is sufficiently flexible to allow
col l apsing of the incontinence product when in its
roll ed-up configuration;

t he conbi nation further conprising at |east one
retention element, which retains the rolled-up

i ncontinence product in a collapsed state when the
package is closed.”

"23. A method for manufacturing a conbination of nmale
i nconti nence product and a package therefor, wherein
mal e i nconti nence product conpri ses:

- a penile sheath, which is rolled up to forma

proxi mal collar portion of the incontinence product,
and a drainage portion for connecting a cavity of the
sheath to a urine-collecting bag, whereby at |east one
of the penile sheath and the drainage portion is
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sufficiently flexible to allow coll apsing of the

i ncontinence product when in its rolled-up
configuration;

t he nethod conprising the steps of:

- providing the package in an open state thereof;

- placing the incontinence product in the package;

- collapsing the incontinence product; and

- closing the package in such a way that the

i ncontinence product is retained in its collapsed state
in the closed package."

Dependent clainms 2 to 22 and 24 to 27 relate to
preferred enbodi nents of the product or the nethod set

out in claim1l or claim23, respectively.

. On 7 April 2006, the EPO acting as an Internationa
Search Authority (1SA) sent to the applicant an
invitation to pay three (3) additional search fees
pursuant to Article 17(3)(a) and Rule 40.1 PCT.

On the extra sheet enclosed with the invitation to pay
addi tional search fees, the | SA stated that the clai ned
subj ect matter |acked novelty in view of docunent

D1: US-A-3 520 305

whi ch di sclosed all the technical features set out in
product claim1l and nethod claim23. In consequence

t hereof, a technical relationship involving one or nore
of the same correspondi ng special technical features no

| onger existed between the subject matter of the
foll owi ng groups of dependent clains: 2-4 and 7, 8; 5-6;
9-21; 22. This finding applied also to the independent
met hod claim 23 and t he dependent clains 24-25 and
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26-27. As this stage, the ISAidentified four (4)

groups of inventions:

claims 1-4, 7, 8, 23
clainms 1, 5, 6, 23,
claims 1, 9-21, 23-25
clainms 1, 22, 23, 26, 27

RE8R-A

each group relating to a different problem

In the ISA's view, the different inventions were not

i nked by a single general inventive concept and hence
did not neet the requirenents of unity of invention
pursuant to Rule 13.1 and 13.2 PCT.

On 4 May 2006, the appellant paid three (3) additional
search fees under protest pursuant to Rule 40.2(c) PCT.
In support of the protest, the appellant submtted the

foll owi ng argunents:

Docunent D1 di scl osed the conbination of a male

i nconti nence product (10) conprising a penile sheath
(14) and a drai nage section (16), and a package
accommodating the product in a rolled-up configuration
(cf. D1, colum 4, lines 3 to 11). However, D1 did not
di scl ose that the conbination conprised at |east one
retention el ement which retained the rolled-up

i ncontinence product in a collapsed state when the
package was cl osed. Consequently, the conbination set
out in claim1l was not anticipated by the disclosure of
docunent D1 and therefore novel.

As to the problemto be solved by the clained
conmbi nation, the retention element featuring in the
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claiml1 of the application ensured that the

i ncontinence product was retained in its coll apsed
state and allowed for storage of the product in a
col | apsed state thus occupying | ess space than known
hitherto. Since the prior art failed to give any

i ndi cation for providing such a retention elenment, the
subject matter of claim1 also involved an inventive

st ep.

On 1 Septenber 2006, the internal review panel of the
EPO acting as | SA concl uded after exam nation of the
protest that the invitation was justified in part.
Contrary to its initial assessnent, the | SA concurred
inits reviewwth the appellant's position that the
subject matter of claim1 was novel over the technical
teachi ng of docunment D1 which did not disclose a
retention elenment. Regarding the extent to which the
invitation was found to be unjustified, two (2)

addi tional search fees paid under protest were refunded.

The |1 SA, however, also stated that the clained

conbi nation of a nmale incontinence product and a
package accommodati ng the product set out in claiml

| acked an inventive step with respect to the disclosure
of document D1 taken in conbination with that of
docunent

D2: US-A-4 972 850.

G ven this situation, unity no | onger existed between
the foll owm ng groups of inventions:

group 1: clainms 1-19, 22-4, 26, 27 and
group 2: clainms 20, 2, 25.
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The applicant was invited to pay the protest fee within
one nonth pursuant to Rule 40.2(e) PCT.

On 27 Septenber 2006, the applicant paid the required
protest fee.

Reasons for the Decision

1

2.1

0525.D

The appeal is adm ssible.

Procedural matter:

G ven that the international application under
consideration has an international filing date of

3 Cctober 2005, the protest is subject to the
Regul ati ons under the PCT as in force from1 April 2005.
Concerning non-unity findings in the international
search, amended Rule 40.1 PCT requires that the
“Invitation to pay additional fees provided for in
Article 17(3)(a) shall:

(i) specify the reasons for which the
international application is not considered as
conplying with the requirenent of unity of invention;

(i1) invite the applicant the pay the additional
fees within one nonth fromthe date of the invitation
and indicate the anobunt of those fees to be paid; and

(iti) itnvite the applicant to pay, where
applicable, the protest fee referred to in Rule 40.2(e)
within one nonth fromthe date of the invitation, and
i ndi cate the anount to be paid".
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Pursuant to Rule 40.2(c) PCT, second sentence

"Such protest shall be exam ned by a review body
constituted in the framework of the International
Search Authority, which to the extent that it finds the
protest justified, shall order the total or partial

rei nbursenent to the applicant of the additional fees."

Therefore, the anmendnents to Article 17(3) and

Rul e 40.1,2 PCT have the effect that the forner
requirenent to carry out a review of the justification
for the invitation to pay additional search fees under
Article 17(3)(a) PCT prior to requiring paynment of a
protest fee (Rule 40.2(e) PCT) has been del eted, and
that the applicant is sinmultaneously invited to pay the
protest fee and the additional search fee within a tine

limt of one nonth.

These anmendnents aimto make the protest procedure
before the respective | SA nore concise and sinple.
Accordingly, Article 154(3) and Rule 105(3) EPC have
been anended by the EPC 2000 whi ch, however, is not yet

in force.

A situation of conflict may arise between the anended
Regul ati ons under the PCT and the yet not anmended
Article 154(3) and Rule 105(3) EPC. Such a particul ar
situation is envisaged in Article 150(2) second
sentence EPC, which states:
"in the case of conflict, the provisions of the
Cooperation Treaty shall prevail."
It follows fromthe above that the Regul ati ons under
the PCT overrul e any non-conplying provisions of the
EPC or other instructions given by the EPO
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As regards Article 154(3) EPC, the Board does not see
any reason why this provision could at present
contravene Article 17(3) PCT or Rule 41.1,2 PCT, even
if Article 154 EPC w Il no | onger be applicable when
EPC 2000 enters into force.

Each Board of Appeal, as an organisational part of the
Eur opean Patent O fice (EPO, constitutes a revi ew body
within the framework of the EPO as | SA in conpliance
with Rule 40.2(c), second sentence PCT, having the
conpetence to decide not only on refunds of additional
fees paid after invitation but also on the
justification of the inpugned invitation to pay these
addi tional fees.

The |l atter conpetence was not given to the review body
by the fornmerly valid Rule 40.2(e) PCT and Rul e 105(3)
EPC. Thus, despite of the use of the identical terns
"review' in Rule 105(3) EPC and the now valid

Rul e 40.2(c) second sentence PCT, according to

Article 154(3) EPC, only the Boards of Appeal fulfil
the qualification required for the review body in

Rul e 40. 2(c)second sentence PCT.

The Board notes that, irrespective of the anended
regul ations referred to above in detail, the I SA
carried out for the present application a prior
"internal review' on a so-called voluntary basis as a
service of the EPO (see QJ EPQO, 3/2005, 226). In doing
so, the applicant had not been invited to pay the
protest fee in the invitation to pay additional fees
(PCT Article 17(3)(a) and Rule 41.1) as required in
Rule 40.1(iii), but was invited to pay by the
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comuni cation dated 1 Septenber 2006 of the "interna
revi ew body".

The | egal question of whether or not Rule 105(3) EPC is
still applicable either directly or by neans of a
voluntary service, or whether it nust be interpreted in
the Iight of the amended provisions of the PCT in order
to avoid a conflict between the provisions of the EPC
and the PCT is not decisive in the present case and is,
t herefore, not addressed by the Board.

Factual matters of the Protest:

The I SA's non-unity objection was based on the
di scl osure of document D1 US-A-3 520 305 and thus was

made "a posteriori”. As stated in the decision G 1/89
(A3 EPO, 1991, 155), the ISAis enpowered to raise an
objection for lack of unity "a posteriori", i.e. after

havi ng taken the prior art into consideration. Decision
G 1/ 89 makes al so clear that an objection of this kind
can only be based on a provisional opinion on novelty
and inventive step which is in no way bindi ng upon the
authorities subsequently responsible for the
substantive exam nation (cf. G 1/89, point 8.1 of the
grounds).

The Board has verified the novelty objection to

claims 1 and 23 and finds that the cl aimed conbination
of a male incontinence product and package is not
anticipated by the disclosure of docunment D1 and is

t heref ore novel .
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Specifically, the male urinary device depicted in D1,
Figures 1 and 2 and described in colum 3, lines 41
to 50 conprises

- (a) a penile sheath (14) which is unrolled during
use to define a cavity and is rolled up to forma
proxi mal collar portion (ring 24) and

- (b) a drainage portion (16) including a bow and
[ip portion (18, 20) connecting the cavity to the
sheath of the urine collecting device.

As further set out in D1, colum 4, lines 6 to 11, the
urinary device can forma ring (24) in the rolled-up
condition, which is advantageous when device (10) is to
be stored or packaged at a m ni num space.

In contrast to the clainmed conbination, docunent Dl is
silent regarding the design of the package itself. Mre
inmportantly, D1 fails to disclose a retention el enent
provided in the package for retaining the roll ed-up

i ncontinence product in a collapsed state when the
package is closed, as it is specified in clains 1

and 23 of the present application. The Board therefore
concludes that the appellant's assessnment inits
protest is correct, according to which the subject
matter of claim1l is novel vis-a-vis the technical

di scl osure of docunment D1. This finding also applies to
i ndependent cl aim 23 which defines the step of
retaining the incontinence product in its collapsed
state in the cl osed package.

As previously noted, the novelty of the clained subject
matter in view of D1 was acknow edged in the I SA s
internal review dated 1 Septenber 2006
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G ven that novelty cannot be definitely called into
question, an objection of non-unity "a posteriori”
requires further explanation on the basis of a problem
to be defined against the cited prior art and the
claimed solution(s) within the framework of an
inventive step exam nation. The problen(s) identified
inthe ISA's invitation are of no inmedi ate assi stance
here. However, starting from docunment D1 as the cl osest
prior art and taking into account the explanations set
out on page 2, lines 13 of the application, the problem
addressed by the invention appears to reside in
proposi ng a package for a male incontinence product

whi ch occupi es | ess space, is as discrete as possible
and convenient to use and which can be manufactured at
reasonabl e costs. Gven that D1 does not deal with the
package, this docunent could not be hel pful in solving
t hese problens. Hence, the subject matter of claiml

al so involves an inventive step.

Since the reasons given in the ISA' s invitation of

7 April 2006 for finding non-unity are thus

unconvi ncing, the appellant's protest was entirely
justified. Consequently, one additional search fee and
al so the protest fee are refunded to the applicant
pursuant to Rule 40.2(c) PCT.

Al t hough the | SA wai ved the objection of |ack of
novelty vis-a-vis the disclosure of document D1 in its
review of the protest enclosed with the invitation to
pay the protest fee according to Rule 40.2(e) PCT dated
1 Septenber 2006, the clainmed conbination of a

i nconti nence product and package was - in a second |ine
of argument - held to lack an inventive step on the
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basi s of docunent D1 taken in conbination with the
t echni cal disclosure of document D2.

According to Rule 40.2(c) PCT, second sentence, the
Board's task is limted to the exam nation of the
protest against the invitation to pay additional search
fees. In so doing, the Board nust not assess any new
reasons brought forward in the I1SA' s internal review of
the justification for the invitation, which is not in
line with the provisions of Rule 40.2(c)(d)(e) PCT as
in force from21 April 2005, in particular since any
such new reasons were unknown to the applicant and
therefore could not have been considered in his protest
agai nst the invitation.

It should be further noted that under Rule 40.2(c) PCT
the Board only had to exam ne whether, considering the
reasons given by the ISA's invitation to pay additional
fees and the subm ssions nmade in support of the protest,
the retention of one additional fee was justified. The
Board coul d not investigate ex officio whether an
objection of lack of unity would have been justified
for reasons other than those given, e.g. after taking
into consideration further docunents found during the
search. It is therefore possible that the objection of
| ack of unity could be raised again on different
grounds in the event of subsequent proceedi ngs under
PCT Chapter 11.
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Or der

For these reasons it is decided that:

Rei mbur senent of the additional search fee and of the protest

fee paid by the applicant is ordered.

The Regi strar: The Chai r man:

V. Commar e T. K H Kriner
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