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Summary of Facts and Subm ssi ons
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| nt ernati onal application PCT/EPO1/11131 entitled
"Process for the preparation of ethylene pol yners”
conprising 14 clains was filed on 24 Septenber 2001.
| ndependent Clains 1, 13 and 14 of the application as

filed read as foll ows:

"1.
copol yrmeri zi ng et hyl ene and one or nore ol efins

A process for honopol yneri zi ng et hyl ene or

conpri sing contacting under polynerization condition
et hyl ene and optionally one or nore olefins with a
cat al yst system obt ai nabl e by contacti ng:

A) a bis am do conpound of forrmula (1)

wherein

Ti is titaniun

Nis atrivalent nitrogen atom the Y atons, the sane
are selected fromthe
Ge and Sn; t he

sane or different fromeach other, are selected from

or different from each other,

group consisting of Si, t he X groups,

| i near or

Ci- G

t he group consisting of hydrogen, hal ogen,

branched, saturated or unsaturated C-GC, al kyl,

al koxyl, GC;-C, cycloal kyl, G-C, aryl, G-C, aryl oxyl,
C-Cy al kylaryl and C,-C, aryl al kyl radicals, optionally

containing one or nore Si, Ge, O S, P, B or N atons;
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or two X groups forma ring having from4 to 8 nenbers;
R, R, R, R, R and R, equal to or different from each
other, are selected fromthe group consisting of
hydrogen, |inear or branched, saturated or unsaturated
C-Cyp alkyl, GC;-GCy cycloal kyl, G-GCyp aryl, G-Cy

al kylaryl or C,-GC, arylal kyl radicals, optionally
containing one or nore Si, G, O S, P, B or N atons;

or are Si(R); groups, wherein the groups R/, the sane or
different fromeach other, are linear or branched,
saturated or unsaturated C-C, al kyl, GC;-C, cycl oal kyl,
G-Cs aryl, C-C; al kylaryl or C,-Cj aryl al kyl groups;

or two or four substituents of R, R?, R, R, R and R,
linked to two vicinal atons, formone or two rings
having from4 to 8 nenbers;

Qis a neutral Lewis base; and mis an integer ranging
fromO to 2; said bis-am do compound being optionally
present in the formof a diner;

B) one or nore activating cocatal ysts selected from
conpounds having formula UZ, wherein U is a cation
able of reacting irreversibly with a substituent X of

t he conpound of fornula (1), and Z is a conpatible non-
coordi nating anion conprising at |east one boron atom
and neutral strongly Lewi s acidic conmpounds conpri sing
at | east one boron atom and when in the conpound of
formula (1) X is hal ogen

C) one or nore alum num al kyl s or al unoxanes. "

"13. A copol yner of ethylene and an ol efin having from

4 to 30 carbon atons characterized in that at |east 80%
of the polynmer chains are termnated with the foll ow ng
structure:
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wherein Wrepresents an hydrocarbon group of general
formula G, .iHyy.1y+1, Wherein v is the nunber of carbon
atons of the conmononmer and f is 2 or 3 and P represents
t he pol yner chain."”

"14. A copol ynmer of ethyl ene obtainable by the process
of any one of clainms 1 to 12."

Clains 2 to 12 are dependent on C aim 1.

On 14 August 2002 the European Patent O fice (EPO),
acting as International Searching Authority (ISA), in
conpliance with Article 17(3)a) PCT issued an
“Invitation to pay Additional Fees" (hereinafter
"Invitation") stating that the application did not
fulfil the requirements of unity of invention
stipulated in Rules 13.1, 13.2 and 13.3 PCT and
inviting the Applicant to pay, within a tine limt of
30 days, 1 (one) additional search fee.

This "Invitation” resulted fromthe EPQ | SA' s

concl usion that the general concept underlying the

cl ai med subject-matter, i.e. the use in olefin

(co)pol ynerisation processes of catal ytic conpositions
conprising an ionising cocatalyst and al kyl al um ni um
plus a "procatal yst" conprising a titaniumnetal centre
and (Si),-bridged diamde |igands, was known from WO A-
99 52631 (hereinafter WO-A), inter alia because the
term"oligomerisation" in Claim1l of the WO A neant
concom tant oligonerisation and pol ynerisation.
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It followed, according to the "lInvitation", that "the
probl em arising from such production of polyol efins can
be solved in tw ways, as grouped bel ow but, according
to the above reasoning, there is no single general

i nventive concept (Rule 13.1 PCT) and no sane or
correspondi ng special technical feature (Rule 13. 2,

PCT) |inking these groups:

Group 1: the subject-matter of clains 1-12

Group 2: the subject-matter of clains 13 and 14".

On 4 Septenber 2002 the Applicant paid under protest
one additional search fee and sinultaneously requested
rei nbursenent of this fee.

In the letter announcing the afore-nentioned paynent
t he Applicant argued as foll ows:

(1) Annex B of the Admi nistrative Instructions Under
t he Patent Cooperation Treaty (as in force from
July 1998) (hereinafter "Adm nistrative
I nstructions"), page 42, point (e), item (i) set
out that unity of invention was net for the case
that there is "in addition to an i ndependent
claimfor a given product, an independent claim
for a process specially adapted for the
manuf acture of said product and an independent
claimfor a use of the said product".

(i) In contrast to the WD A which disclosed the
oligonerisation of ethylene by using {1,2 bis(t-
but yl am de) t et ranet hyl di sil ane}-zirconi um
di benzyl, the present invention conprised the
production of ethyl ene honp- and copolyners by
usi ng
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{1,2 bis(t-butylam de)tetranethyl di sil ane}-
titani um di benzyl.

(iiti) In view of these differences unity of invention
anmong clainms 1 to 12 and 13 to 14 could not be
guest i oned.

(1v) Furthernore, the process for the preparation of
et hyl ene copol yners according to Clainms 1 to 12
was specially adapted for the provision of the
et hyl ene copol yners according to Clainms 13 and
14.

On the basis of this analysis, unity of invention
shoul d al so be recogni zed in view of Exanple 16 on

page 47, Annex B of the "Adm nistrative Instructions”
whi ch acknow edged unity of invention for clainms of the

type:

Claim 1: An insecticide conmposition conprising conpound
A (consisting of a;,, a, ...) and a carrier,

Claim 2: Conpound a,

provided that a, had the insecticidal activity which was
al so the special technical feature for conpound Ain
claim1l; in the present case the special technical
feature |inking hono- and copol ynmer was that they are
different from oligoners.

On 27 January 2003 the EPA/I SA issued a "Notification
regardi ng Review of Justification for Invitation to pay
Addi tional Search Fees" (hereinafter "Review
Notification").
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In its paragraph 1 the Applicant is notified that after
review of the protest the "lInvitation" was considered
justified (see also paragraph 2.3.4) and is invited

wi thin one nonth to pay a protest fee.

I n paragraph 2.3.2 the "Review Notification"
essentially confirns the reasoning of the "lInvitation”

The reference in paragraph 2.1 of the Reasons of the
"Review Notification”™ to an "lInvitation" to pay eight
(inlieu of one) additional search fees is an obvious
m stake (cf. Section Ill supra).

The International Search Report (ISR), also issued on
27 January 2003, confirms that, as a result of the
prior review under Rule 40.2(e) PCT, no additional
search fees are to be refunded.

On 27 February 2003 the Applicant paid the protest fee
requested by the "Review Notification" and submtted
the foll ow ng additional comments:

(1) The WO-A related to ethylene oligonerisation
et hyl ene honopol yners were reported only as
undesi rabl e by-products in anmounts of fromO.3
to 6.3 % by weight. The skilled person would not
contenpl ate the use of these catal yst systens
for produci ng pol yethyl ene.

(i) Furt hernore, the polyethylene honopol yners were
not characteri zed.
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(iiti) Cdains 13 and 14 of the application related to
et hyl ene copol yners; the by-products of the WO A
wer e honmopol ymers. There was thus no possible
antici pation of copolyners and no |ack of unity
a posteriori.

(i1v) A igonerisation and pol yneri sation were
conpletely different ternms: cf. "The Ransom
House Dictionary of The English Language".

(v) Al so, according to Gl/89 and &/89, additional
fees should be required only in clear cases.

Reasons for the Decision

1

1559.D

The protest is adm ssible.

Claim1l1l of the application in suit is directed to a
process for honopol ynerising ethylene or copol ynmerising
et hyl ene and one or nore olefins with a catal yst system
obt ai nabl e by contacting (A) a bis am do titanium

conpl ex, (B) an activating boron containing cocatal yst
and, optionally (C alum num al kyls or al unoxanes (cf.
Section Il supra).

According to the worked Exanpl es of the application
"inventive" ethyl ene honopol yners have a nunber average
nol ecul ar wei ght M of between 17200 ( Exanple 14) and
26500 (Exanple 11) and "inventive" ethyl ene/ propyl ene
copol ynmers have nunber average nol ecul ar wei ghts W of,
respectively, 6115 (Exanple 23) and 1750 (Exanple 24)
(cf. Tables 3, 4a and 6).



1559.D

- 8 - W 0008/ 03

Claim1l of the WA is directed to a catal yst system
for a-olefin oligonerisation conprising three
conmponents (A), (B) and (C) whose chem cal constitution
over|l aps those of the correspondi ng conponents of
Claim1l1l of the present application. In particular,
conponent (A) conprises a bis am do conplex of the
formul a

el
sk

wherein Mis Ti, Zr or Hf.

Claim 26 of the WO-A relates to a process for the
(co)oligonerisation of certain a-olefins in the
presence of a catalyst systemas decribed in Caiml.

According to the description the oligonerisation
product is a mixture of a-olefins having a chain length
ranging from4 to 30 carbon atons (cf. page 18, | ast
par agr aph; Table 2) from which a maxi mum nol ecul ar

wei ght of about 420 of a linear oligonmer having one
unsat urated C=C bond can be cal cul at ed.

Al'l worked Exanples are concerned with the

ol i gonerisation of ethylene and use {1, 2-bis(t-

but yl am de) t et ranet hyl di sil ane}-zirconi um di benzyl) as
catal yst conmponent (A). Apart fromthe desired oligoner
product small amounts of polyethylene, i.e. fromO0.1 to
6.3 wei ght percent (page 26, Table 2, Exanples 10, 15)
are obtained as by-product.
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The pol ynerisation process of Claim1l of the present
application is different fromthe oligonerisation
process of Claim26 of the WO-A by the different

nol ecul ar wei ghts of the products resulting from
(co)polynerisation on the one hand and
(co)oligonerisation on the other hand as referred to in
t he precedi ng paragraphs 2 and 3. These different

nol ecul ar wei ghts establish that, in the present
circunstances, the products of the (co)polynerisation
carried out according to the application in suit and
t he products of the oligonerisation carried out
according to the WO- A are distingui shed from one

anot her.

The disclosure in the WO A of the formati on of snal
anount s of pol yet hyl ene honopol yner as by-product of

t he et hyl ene oligonmerisation reaction cannot be equated
with a process for honopol ynerising ethyl ene as
specified in present Caim1l. The skilled person being
t he addressee of a patent specification will not

consi der the undesired formation of mnor amobunts of a
by- product as a relevant teaching for its preparation
as a main product. However, the |anguage of present
Claim11: "A process for honopol ynerizing ethyl ene or
copol ynmeri zi ng ethyl ene and one or nore olefins" is
clearly directed to the preparation of ethylene hono-
and copol yners as mai n products.

In the Board's view, the subject-matter of present
Claim1l is therefore novel over the disclosure of the
WO A

The sane applies for the sane reasons to the subject-
matter of Clains 13 and 14, i.e. the ethyl ene
copolyners referred to in these clains which are
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furthernore distinguished fromthe pol yet hyl ene
honopol ynmer by-products disclosed in the WO- A by the
presence of further repeating units.

In view of the novelty of the subject-matter of present
Clains 1, 13 and 14 over the WO-A, and since the
process of present Claim1l and the copol yners of
present Clainms 13 and 14 are conceptually |inked by the
use of the catal yst systemspecified in Claim1l, either
directly by reference (Claim14) or by its
responsibility for the desired unsaturation structure
(Cdaim13), this catalyst systemqualifies as unifying
"special technical feature”" within the neaning of Rule
13. 2 PCT.

The subject-matters of Claim1l on the one hand, and of
Clainms 13 and 14 on the other hand, are therefore so
linked as to forma single general inventive concept
within the nmeaning of Rule 13.1 PCT.

In summary, the reasons of the "lnvitation" do not
warrant the proposed |ack of unity objection and the
Applicant's protest against the paynent of one

addi tional search fee is therefore justified.
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Or der

For these reasons it is decided that:

The refund of the additional search fee and the protest fee is

or der ed.
The Regi strar: The Chai r man:
E. Gorgmaier R Young

1559.D



