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Summary of Facts and Subm ssi ons
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I nt ernati onal patent application PCT/EP 01/ 14296 was
filed on 5 Decenber 2001 with 25 cl ai ns.

On 19 April 2002 the European Patent O fice, acting as
an I nternational Searching Authority (1SA), inforned the
Applicant that the | SA had carried out a parti al
international search on this part of the international
application which related to the invention nentioned in
claims Nos. 1 to 23 and that the application did not
conply with the requirenent of unity of invention since
there were two inventions clainmed. The international
search report on the other part of the international
application would be established only if an additional
fee was paid. Thereby the ISA invited the applicant to
pay one additional search fee pursuant to

Article 17(3)(a) and Rule 40.1 PCT within a period of 30
days.

In an annex to this invitation the | SA submtted that
the application related to two inventions, nanely:

(1) Clains 1 to 23 relating to conpounds of the
formula I, their preparation and their use; and

(i) Clains 24, 25 relating to internmedi ates of the
formula I-1.

The |1 SA was of the opinion that the two inventions were
not |inked by a single general inventive concept
according to Rule 13.1 PCT, since the internedi ates of
formul a
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(A ains 24 and 25) did not share an essenti al
structural element with the final products of fornula

R ‘@W—K—Y-T

R2

in that the only structural elenment they shared was not
a special technical feature, but nmerely a conponent
part of the final products.

By a letter of 23 April 2002, the applicant paid one
addi tional fee under protest pursuant to Rule 40.2(c)
PCT. In his statenment he put forward the argunent that
the internmediates of Cainms 24 and 25 had al nost al
essential properties of the final products and that the
internedi ates were a part of one and the sane invention,
whi ch al so enbraced the final products.

On 1 July 2002, the ISA issued the international search
report. Also on 1 July 2002, the |ISA issued a

comuni cation notifying the Applicant that the I SA had
reviewed the justification for the invitation to pay an
additional search fee. The Revi ew Panel was of the

opi nion that the statenent that the internediates of
Clainms 24 and 25 had al nost all essential properties of
the final products and that the internmedi ates were a
part of one and the sane invention, which also enbraced
the final products, did not appear relevant to the
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guestion whet her essential structural elenents were
shared by the internediates of Clains 24 and 25 and the
final products of Claim1l. Thus, the letter of protest
did not conprise a reasoned statenment to the effect that
the international application conplied with the
requirenments of unity. As the Review Panel came to the
conclusion that the invitation to pay additional fees
was justified, the Applicant was invited under

Rul e 40.2(e) PCT to pay a protest fee within one nonth.

The protest fee was paid with letter of 15 July 2002.

Reasons for the Decision

3156.D

Rul e 40.2(c) PCT requires that the paynment of an
additional fee is acconpanied by a reasoned statenent to
the effect that the international application conplies

with the requirenment of unity of invention.

According to the instructions concerning unity of

i nvention, as described in Annex B to the Adm nistrative
Instructions, there is unity of invention between
internediate and final products if two requirenents are
fulfilled, nanely:

(A) the internediate and final products have the sane

essential structural elenent, in that

(1) t he basic chemi cal structures of the
internediate and the final products are the

sane, or
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(2) the chem cal structures of the two products
are technically closely interrelated, the
i nternedi ate i ncorporating an essenti al
structural elenent into the final product,
and

(B) the internediate and final products are
technically interrelated, this neaning that the
final product is manufactured directly fromthe
internediate or is separated fromit by a smal
nunber of internmediates all containing the sane

essential structural el enent.

The I SA's objection to the unity of invention on the
ground that the internediates of Clains 24 and 25 did

not share an essential structural elenment with the final
products was related to requirenent (A) in point 2 above.

Since the Applicant neither provided any information as
to where the sane essential structural elenment could be
seen nor how the basic chem cal structures of the

i nternedi ates and the final products could be considered
the sane, the protest did not conprise a reasoned
statenent to the effect that the application conplies

with the requirenment of unity of invention.

Therefore, the protest does not fulfil the requirenents
of Rule 40.2(c) PCT and is inadm ssible.
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Or der

For these reasons it is decided that:

1. The protest under Rule 40.2(c) PCT is rejected as
i nadm ssi bl e.

2. The protest fee is to be reinbursed.
The Regi strar: The Chai r man:
N. Maslin A. Nuss
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