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Summary of Facts and Subm ssi ons

3232.D

Follow ng the filing of international application

No. PCT/I N 01/00005 the EPO acting as |ISA on

26 Septenber 2001 issued an invitation to pay within
45 days an additional search fee (Article 17(3)(a) and
Rul e 40.1 PCT).

The said international application contained 19 cl ai ns.
Claims 1 to 5 and 8 were directed to b-aryl -a-
substituted propanoi c acids having general fornula (1)
and clainms 9 to 14 to the use of the latter compounds or
to a pharmaceutical conposition conprising those
conpounds, respectively. Clains 6 and 7 referred to
processes for preparing the conpounds of formula (1)
starting inter alia fromthe conpounds of fornulae (1c)
and (1le). Cainms 15, 16 and 17 were directed to the

i nt ermedi ate conmpounds of fornulae (1h), (1c) and (1le),
respectively, and claim 18 to a process for preparing

t he conpounds of formula (1h). Cdaim19 related to a
nmet hod for preparing the internediate conpounds of
formul ae (1c) and (le) starting fromthe conpound (1a).

The | SA stated in the invitation to pay additional fees
(I PAF) that the international application related to two
groups of inventions, nanely:

group 1: clains 1 to 18 and

group 2: claim19.

The | SA held that group 1 concerned the conpounds of

formula (1) useful in the treatnent of several diseases,
processes for their preparation and internediate
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conmpounds, while group 2 related to a further process

for the preparation of conmpounds of fornulae (1c) and

(1e) which were already known fromthe follow ng

docunents, the relevant passages therein being given in

detail in the annexed search report:

(1) EP-A-114 632,

(2) EP-A 133 247,

(3) GB-A2 141 709,

(4) US-A-4 229 352,

(5) EP-A-41 711,

(6) US-A-4 232 038,

(7) US-A-4 410 534,

(8) EP-A 163 559,

(9) US-A-5 418 242,

(10) WO A- 94/ 12165,

(11) EP-A-507 696,

(12) US-A-4 505 920,

(13) US-A-3 980 089,

(14) US-A-4 252 724,
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(15) US-A-4 235 777 and

(16) US-A-4 224 330.

The second inventive concept was obviously different
fromthe first one. There existed no technical feature
whi ch coul d be considered as to be common to both

i nventions. Both inventive concepts thus solved
different technical problens in the sense of Rule 13.2
PCT. Therefore there was no single inventive concept
underlying the plurality of clained inventions of the
present application. Consequently, there was a | ack of
unity.

On 28 January 2002 the Applicant paid the additional
search fee under protest (Rule 40.2(c) PCT). In support
of the protest the Applicant submtted that according to
claim6 conpounds of inter alia formulae (1c) and (1le)
were useful internediates in the preparation of the
conmpounds of fornmula (1). Regardl ess of whether the
former were novel or known per se, the internedi ates as
wel |l as the final conpounds of formula (lI) related to a
single invention. It appeared that the only reason for
hol ding claim 19 to be distinct was that the

i nternedi ates of fornulae (1c) and (le) were held to be
known per se. However, they were not(entirely) known.
Even if the conmpounds of formulae (1c) and (le) were
known, they would still not cease to be relevant for the
preparation of the final conmpounds of formula (1).

Rule 13.2 PCT, for establishing unity, required nerely
that a group of inventions should involve a "speci al
technical feature". The technical contribution made in

t he preparation of conpounds of forrmula (1) by the
conmpounds of formulae (1c) and (1le) was very identical
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to the technical contribution nade by the internedi ate
of formula (1h). Simlarly, claim219 which was directed
to the preparation of internediates of fornulae (1c) and
(1e) made an identical technical contribution as did
claim 18 which was directed to the preparation of

i nternedi ates of formula (1h).

The Applicant reiterated that the internedi ates of
formul ae (1c) and (1le) were not entirely known as there
was only certain overlapping with the prior art.
Therefore he m ght consider restrictions to clains 16
and 17 after receipt of the Witten Opinion, fornulated
by way of exanple in the formof 15 disclainers. The
Appl i cant enphasi sed that none of the prior art
docunent cited by the I SA anticipated in entirety
clainms 16 and 17 directed to the internedi ates of
formul ae (1c) and (le). Therefore the technical
contribution of the invention clained in clainms 19, 18
and 16 and 17 was identical so that they were unitary
with clains 1, 6 and their dependants, i.e. unity of

i nvention exi sted between both groups of cl ains.

The Applicant requested that the additional search fee
be refunded.

On 28 January 2002 the I SA's Revi ew Panel inforned the
Applicant that, after having perforned the prior review
pursuant to Rule 40.2(e) PCT, it found the | PAF
conpletely justified and invited the Applicant to pay
the protest fee within one nonth. It confirnmed the
reasoning given in the | PAF and stated that the | ack of
unity lay in the finding that conpounds of fornulae (1c)
and (1e) were known in the art. It followed that any
further process for the preparation of such conpounds
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useful as internediates in the preparation process of
the end products of formula (1) did not nmake any
technical contribution as far as the main inventive
concept was concerned. The main inventive concept could
not include processes for the preparation of known
conpounds since for the present overall preparation
process it was possible sinply to start fromthese known
conmpounds of fornulae (1c) and (1le). Consequently the
provi sion of a further process for the preparation of
known conpounds represented a different inventive
concept non-unitary with the main inventive concept.

Ref erence was made to the Adm nistrative Instructions
under the PCT, Annex B, Part 1, (c)(ii) and (g)(v). Thus
the present lack of unity was caused by the fact that

i ndi vi dual conpounds of fornulae (1c) and (1le), to be
prepared in the process of claim 19, were described in
the prior art and, hence, not novel. There did not exist
a common concept between claim 1l and claim19. For this
reason, non-unity existed between the subject-matter of
t hese cl ai ns.

On 22 February 2002 the Applicant paid the protest fee.

Reasons for the Decision

1

3232.D

The protest is adm ssible.

The conmuni cation containing the result of the prior
review and inviting the Applicant to pay the protest fee
does not reveal the conposition of the Review Panel

Al t hough this information should be available to the
Applicant and to the Board in order to have a basis to
see whet her the review has been nmade by the appropriate
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body as prescribed by the President of the EPO (see QJ
EPO 1992, 547), such invitation is to be considered
correct if the correct conposition has been shown

ot herw se (see decision W6/96, 15 April 1997, point 1
of the reasons). In the present case, the copy in the
search file SA (E) 333 992 indicates the three nenbers
of the Review Panel and bears their signatures. Thus,
that Revi ew Panel was correctly conposed and was
conpetent for inviting to pay the protest fee.

The Applicant submtted that he m ght consider
amendnents to clains 16 and 17 after receipt of the
Witten Opinion and fornul ated by way of exanple 15
di sclaimers to those clains.

The Board notes that the Applicant did not request to
base the review proceedi ngs and/or the protest
proceedi ngs on any anended claim 16 or 17. The Board
observes nevertheless that it has no power anyway to
exam ne the unity of present invention on the basis of
any fresh claimas its powers derive fromArticle 154(3)
EPC in conjunction with Rule 40.2(c) PCT which provide
for it to exam ne exclusively the protest against the
invitation by the I SAto pay an additional search fee.
This the Board can only do on the basis of the clains
present when the | SA issued said invitation; there is no
provi sion for amendnents during proceedi ngs before the

| SA (see decisions W3/94, QJ EPO 1995, 775, point 3 of
the reasons; W6/94, point 4 of the reasons, not
published in QJ EPO).

Therefore, the present decision is based on the clains
as originally filed.
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According to Rule 13.1 PCT, the international
application shall relate to one invention only or to a
group of inventions so linked as to forma single
general inventive concept. If the I SA considers that the
clainms lack this unity, it is enmpowered to invite the
Applicant to pay additional fees pursuant to

Article 17(3)(a) PCT.

Lack of unity of invention may be directly evident

a priori, i.e. before the exam nation of the nerits of
the clains in conmparison with the state of the art
reveal ed by the search. Alternatively, the ISAis also
enpowered to raise that objection a posteriori, i.e.
after having taken into account the state of the art
reveal ed by the search (see decision G 1/89, QJ EPO 1991
155). In the present case, the | SA raised the objection
of non-unity based on the prior art docunents (1) to (16)
and was thus nmade a posteriori.

The objection of non-unity was based by the | SA on the
ground that there is no common inventive concept |inking
the subject-matter of clains 1 to 18 (group 1) and that
of claim19 (group 2) since the internedi ate conpounds
of formulae (1c) and (le) common to both groups of
clainms are not novel. Wiile the Applicant enphasized

t hat both groups share the conpounds of fornulae (1c)
and (1e), the Board, nonethel ess, holds in the present
case that the nere fact that those conpounds are
starting conmpounds in the preparation process of claim®6
of group 1 and that those compounds can be obtai ned by

t he process of claim19 of group 2, is not in itself
sufficient to establish unity of invention.
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The 1 SA's conclusion is correct that numerous

i nt ernedi ate conmpounds of fornulae (1c) and (le) are

di scl osed in docunents (1) to (16) at those passages
specified in the search report annexed to the | PAF and
that therefore conpounds having these fornul ae are known
in the prior art. This fact has been conceded i ndeed by
t he Applicant when submtting that the conpounds of
formul ae (1c) and (1le) showed "certain overlapping with
the prior art" and that these conmpounds were not known
"in entirety" fromthe prior art. Hence, the conpounds
of fornulae (1c) and (1le) cannot serve as a conmon

i nventive concept between clains 1 to 18 (group 1), on
the one hand, and claim 19 (group 2), on the other.
Furthernore, the technical problemto be solved by the
second group of inventions was to provide an alternative
to the known process for preparing conpounds of fornmnulae
(1c) and (1le) (application page 23, lines 25 and 26),
whereas the first group of inventions was intended to
solve the different technical problemof providing novel
b-aryl - a- substituted propanoic acids, their use, their
pharmaceutical conpositions, processes for their
preparation and internediates therein, as indicated in
the application on page 1, lines 6 to 11

According to Rule 13.2 PCT one and the same

international application may relate to a group of
inventions if there is a "technical relationship" anong

t hose inventions involving one or nore of the sane or
correspondi ng "special technical features", i.e. such
technical features that define a contribution which each
of the clained inventions nmakes over the prior art.
However, a technical feature which already forns part of
the prior art, as do conmpounds of fornulae (1c) and (le),
cannot by definition nake a contribution over the art



3232.D

-9 - W 0011/ 02

and therefore disqualifies as a unifying elenment in the
sense of Rule 13.1 PCT. Thus, the fact that nunerous
conmpounds of formulae (1c) and (1le) are part of the
prior art destroys the |ink between the contributions
over the prior art nmade by the clainmed invention
according to group 1, on the one hand, and according to
group 2, on the other.

For those reasons, in the circunstances of the present
case, the Applicant's subm ssion based on the conpounds
of forrmulae (1c) and (le) fails to establish unity of
invention for the present international application, as
does the lack of any common technical probl em underlying
bot h groups of inventions.

The I SA relied noreover on the Adm nistrative
I nstructions under the PCT to object to non-unity of the

present international application.

Pursuant to Article 2 of the Agreenent between the EPO
and WPO dated 7 Cctober 1987 (QJ EPO 1987, 515) the
international search shall be carried out in accordance
with the Patent Cooperation Treaty, its Regul ations and
the Adm nistrative Instructions; when carrying out the
international search under the PCT, the International
Search Guidelines shall guide it. Chapter VII-1 of

t hose Search Guidelines stipulates that when assessing
unity of invention in accordance with the provisions
laid down in Rule 13.1 to 13.4 PCT, inter alia Annex B
of the Adm nistrative Instructions under the PCT are to
be observed. It follows therefromthat in the
assessnment of unity the Adm nistrative Instructions are
bi nding not only for the I SA but also for the Board
acting as the "three-nenber board" according to
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Rul e 40.2(c) PCT (see decisions G 1/89, loc cit.;
W3/94, loc cit., point 10 of the reasons).

Wth respect to the unity of invention relating to the
particul ar situation involving internedi ate and fi nal
products, which is generally governed by Rule 13.2 PCT,
the Adm nistrative Instructions under the PCT stipulate
in Part 1, (g)(v) of Annex B in particular that "the
internedi ate and final products shall not be separated,
in the process leading fromone to the other, by an
internedi ate which is not new' wherein the term
"internediate” is intended to nean internedi ate or
starting products, as defined in section (g)(i) of that
Part 1.

In the present case, the conpounds of fornulae (1c) and
(1e) are both, the product obtained in the preparation
process of claim19 of group 2, which starts from
conpound (la), and the starting product in the process
of claim6 of group 1 for preparing the final b-aryl-a-
substituted propanoic acids of fornmula (1) according to
claim11. Hence, the overall process |eading fromthe
starting compound (1a), which is an "internmedi ate" in

t he sense of Annex B, Part 1, (g)(i), via the conpounds
of forrmulae (1c) and (le) to those final conpounds of
formula (1) represents "the process |eading fromone to
the other” in terns of Annex B, Part 1, (g)(v) of the
Adm ni strative Instructions, the conpound of fornul ae
(1c) and (1e) being internedi ates therein.

However, conpounds of forrmulae (1c) and (1le) are
di sclosed in the prior art docunents (1) to (16) and
therefore not novel. Thus, in the overall process
| eading fromone to the other, the starting and the



- 11 - W 0011/ 02

final products are separated by internedi ates of
formul ae (1c) and (1le) which are not new, with the
consequence that the requirenments of unity of invention
as set out in particular in Annex B, Part 1, (g)(v) of
the Admi nistrative Instructions are not satisfied. Thus,
this instruction on non-unity governs in particular the

present situation.

9. For the foregoing reasons, the Board cones to the
conclusion that the inventions according to group 1 and
group 2 are not part of a single general inventive
concept and, consequently, that the invitation nade
under Article 17(3)(a) and Rule 40.1 PCT to pay one
addi tional search fee was justified.

Or der

For these reasons it is decided that:

The protest is dism ssed.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

3232.D



