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Summary of Facts and Subm ssi ons
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The applicant filed an international patent application
PCT/ GB 01/01928 conprising a set of 19 clains, the
i ndependent clains of which read as foll ows:

"1. An anbient stable beverage that contains a
preservative systemthat conprises cinnamc acid, one
or nore essential oils and one or nore pasteurisation
adj uncts that beconme fungicidal when activated by
heat . "

"19. A method for preparing an anbi ent-stable tea based
beverage suitable for cold filing conprising addi ng
cinnam c acid, one or nore essential oils and one or
nore pasteurisation adjuncts that becone fungicidal
when activated by heat."

Clainms 2 to 18 relate to preferred enbodi nents of the
cl ai med bever age.

By the conmmunication dated 3 August 2001, the European
Patent Ofice, acting as an International Searching
Authority (1SA), invited the applicant pursuant to
Article 17(3)(a) and Rule 40.1 PCT to restrict the
clainms or to pay six additional prelimnary exam nation
f ees.

Referring to docunent (1) (US-A-6042861), the |ISA found
the subject matter of claiml to be known fromthe
prior art docunent (1), and inferred fromthis finding
that there was |ack of unity, the clains covering seven
different inventions or groups of inventions:
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Goup 1: clains 1 to 19 in as far as they relate to
non-aromatic C6 to Cl4 al cohols or esters of non-
aromatic C6 to Cl4 carboxylic acids, as defined in
clainms 11 to 13, as pasteurisation adjuncts that becone
fungi ci dal when activated by heat.

Goup 2: clains 1 to 19 in as far as they relate to
benzoi n, benzyl benzoate, isoanyl salicylate, benzyl
salicyl ate, beta-caryophyl ene or 2-phenoxyl et hyl

i sobutyrate as pasteurisation adjuncts that becone
fungi ci dal when activated by heat.

Goup 3: clainms 1 to 19 in as far as they relate to C6
to Cl4 al dehydes, as defined in clains 11 to 13, as
pasteuri sation adjuncts that becone fungicidal when
activated by heat.

Goup 4. clains 1 to 19 in as far as they relate to C6
to Cl4 ketones, as defined in clains 11 to 13, as
pasteuri sation adjuncts that becone fungicidal when
activated by heat.

Goup 5. clainms 1 to 19 in as far as they relate to C6
to Cl4 | actones, as defined in clains 11 to 13, as
pasteuri sation adjuncts that becone fungicidal when
activated by heat.

Goup 6: clainms 1 to 19 in as far as they relate to C6
to C15 al cohols, as defined in clains 11 to 13, as
pasteuri sation adjuncts that becone fungicidal when
activated by heat.

Goup 7: clains 1 to 19 in as far as they relate to C6
to C15 carboxylic acids, as defined in clains 11 to 13,
as pasteurisation adjuncts that becone fungicidal when
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activated by heat.

By its reply dated 31 August 2001, the applicant paid
si x additional search fees under protest pursuant to
Rul e 40.2(c) PCT.

In support of the protest, the applicant argued in its
"Statenment under Rule 40.2(c)" that docunent (1) did
not di scl ose whet her the nenbrane perturbers disclosed
t herein woul d beconme sufficiently fungicidal when
activated by heat as required by the clainmed invention,
so that clainms 1 to 19 conplied with the requirenent of
unity of invention.

In a prior review pursuant to Rule 40.2(e) PCT dated
14 Novenber 2001, the ISA found the invitation to pay
additional fees to be justified and invited the
applicant to pay the protest fee. In substance the
Revi ew Panel al so considered that docunent (1)

di scl osed all the technical features of claiml.

By a letter of 23 Novenber 2001, the applicants paid
the protest fee according to Rule 40.2(e) PCT and
submtted a "Suppl enental Statenent under Rule 40.2(e)"
containing detailed argunents as to why docunent (1)
did not anticipate the subject matter of claiml.
Consequently, it was held that clains 1 to 19 nust be
considered unitary.

Reasons for the Deci sion

0381.D

Ceneral requirenments of protest proceedi ngs pursuant to
Rul e 40.2 PCT
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Pursuant to Rule 40.2 PCT, the Board nust exam ne the
protest and, to the extent that it finds the protest
justified, shall order the total or partial

rei nbursenent to the applicant of the additional fees.

According to the established practice of the Boards of
Appeal , the exami nation in protest proceedings has to
be carried out in the light of the reasons given by the
ISAinits invitation to pay additional fees under

Rul e 40.2 PCT and the applicant's subm ssions in
support of the protest. The Board cannot investigate of
its own notion whether an objection relating to
non-unity of invention mght be justified for other
reasons not considered in the ISA's invitation to pay
additional fees (see W3/93, QJ EPO 1994, 931).

A conpl ete and conprehensive reasoning in the SA s
invitation to pay additional fees is therefore
mandatory. The necessity of setting out "a logically
presented, technical reasoning containing the basic
consi derations behind the finding of lack of unity in
accordance with Annex B to the Adm nistrative

I nstructions” is underlined in the PCT Search

Qui delines (see Chapter VII, 2(a), WPO edition 1998)
whi ch are bi nding on the EPO when acting as an | SA and
on the Boards of Appeal when deciding on protests

agai nst the charging of additional fees (see G 1/89,
EPO 1991, 155, point 6).

Sufficiency of reasoning in the ISAinvitation

In the present case, the ISA's invitation to pay
additional fees is based on the allegation that
docunent (1) discloses all the features of the subject
matter of claiml (see item2 of said invitation). This
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al | egati on has been contested by the applicant in its
above-nentioned "Statenent” under Rule 40.2(c) PCT.
Therefore, the Board has to exam ne the rel evance of
the prior art identified.

Al t hough docunent (1) discloses an anbient stable
beverage that contains a preservative systemthat
conprises cinnamc acid, and one or nore essential oils
(eg Exanple 10), and recites that nmenbrane perturber
adj uncts can be added in order to increase the
stability of the beverage (colum 5, line 54 to

colum 6, line 8), this docunment is silent about the
ability of the nmenbrane perturber adjuncts to becone
fungi ci dal when activated by heat.

In the absence of any element in the ISA's invitation
showi ng that the nmenbrane perturber adjuncts described
in docunent (1) nevertheless intrinsically possess this
particul ar property and that the skilled person readi ng
docunent (1) would be aware of that, the Board can only
conclude that this functional feature of becom ng
fungi ci dal when activated by heat is either not

di scl osed in docunment (1) or was overl ooked by the |ISA
when anal yzing the features of the clained invention.

In that respect, the Board notes al so that the
conpounds specifically listed in the application
(Table 1) as fulfilling this functional technical
requirenent are different fromthe ones disclosed in
docunent (1) (colum 5, line 54 to colum 6, |ine 8).

As a matter of fact, the reasoning in the invitation to
pay further fees does not consider the above-nentioned

aspect at all and the comunication of the Revi ew Panel
also nerely states that "the nenbrane perturber of (D1)
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is a pasteurisation adjunct in the sense of the present
application” w thout any conment or explanation as to
the functional feature of becom ng fungicidal when
activated by heat.

As stressed by the applicant in its letter dated

23 Novenber 2001 (page 1, second paragraph) and as
apparent fromthe application, this aspect is however a
key feature of the clained invention and, consequently,
of the common inventive concept (see, page 3, lines 24
to 29 and page 11, line 35 to page 12, line 14).

Thi s aspect should therefore have been dealt with in

t he reasoning of |lack of unity of the invention. In the
absence of such a reference, the objection raised does
not conply with the requirenents of Rule 40.1 PCT which
stipulates that the invitation to pay additional fees
"shall specify the reasons for which the international
application is not considered as conplying with the
requi rement of unity of invention", in that it is not
sufficiently reasoned (see W17/99 dated 13 January
2000) .

2.3 The Board therefore finds the applicant’s protest
entirely justified so that the additional fees and the
protest fee nust be refunded in accordance with
Rul e 40. 3(e) PCT.

Or der

For these reasons it is decided that:

The additional search fees and the protest fee are to be

0381.D Y A
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rei nbur sed.

The Regi strar: The Chai r man:

E. Gorgnmaier U Oswald
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