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Summary of Facts and Subm ssi ons

2719.D

Follow ng the filing of international application

No. PCT/ GB 00/04203 the EPO acting as |ISA
(I'nternational Search Authority), on 12 February 2001
issued an invitation to pay within 30 days four (4)
additional fees (Article 17(3)(a) PCT and Rule 40.1
PCT) .

The said international application contained 35 clains.
The clains were considered to include five separate

al | eged inventions/groups of alleged inventions which
wer e:

Goup 1 (clains 1 to 10) directed to a blade for a
di ggi ng assenbly, said blade having a base portion and
a termnal portion, the base portion being w der than
the term nal portion.

Goup 2 (clains 11 to 17) referred to a blade for a
di ggi ng assenbly, said blade having a base portion and
a termnal portion, the term nal portion being w der

t han the base portion.

Goup 3 (clains 18 to 32) relate to a noveabl e vehicle
havi ng a di ggi ng assenbly, a hopper and a conveyor.

Goup 4 (Cains 33 and 34)referred to a nethod of
clearing a mnefield, and

Goup 5 (claim35) directed to a nethod of clearing
ordnance from ordnance-i nfested soil

The ISA held in the Invitation to Pay Additional Fees
(I PAF) that the technical features of both independent



2719.D

- 2 - W 0023/ 01

bl ade clainms 1 and 11 of groups 1 and 2, respectively,
were nutual ly exclusive. Either the base was w der than
the termnal portion or the termnal portion was w der
t han the base; there was no bl ade concei vabl e t hat
could satisfy both requirenents at the sane tine.
Consequently, there was no unity of invention between
claims 1 to 10 of group 1 and clains 11 to 17 of

group 2.

None of the independent vehicle or nethod clainms 18, 33
and 35 of groups 3, 4 and 5 respectively, conprised in
their wording the special technical features of the

bl ades according to either group 1 or group 2 of

clainms. Consequently there was no unity of invention
bet ween the subject-matter of the clainms according to
group 1 or 2 on the one hand and the subject-matter of
the clains according to groups 3, 4 and 5 on the other
hand.

| ndependent vehicle claim18 of group 3 of clains
conprised a digging assenbly, a hopper and a conveyor,
whi ch technical features were not present in any of the
i ndependent clains of the other groups of clains.
Consequently there was no unity of invention between
the vehicle according to group 3 of clains and the

ot her groups of clains.

The i ndependent method clains 33 and 35 of groups 4
and 5, respectively, had no special technical features
in common. Whilst independent claim33 referred to the
separation of debris created by the digging assenbly,

i ndependent method claim35 related to the effect of
the (unspecified) blades and tines on the transport of
the debris created by said bl ades. Hence there was no
unity between independent nethod clains 33 and 35.
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The | SA further stated in | PAF that the subjects of the
group of clains, defined by the problens posed and
their means of solution were so different from each
other, if not nutually exclusive, that no technical
relationship or interaction (beside the conmon feature
of the application in digging operations, which was
known per se, see for exanple DE-A-197 24 753 for

m necl earing) could be appreciated to be present in the
wor di ng of the groups of clains so as to forma single
general inventive concept.

On 13 March 2001 the Applicant paid four additional
search fees of which two, namely for group 2 and

group 4 of clainms, were paid under protest pursuant to
Rul e 40.2(c) PCT.

I n support of the protest the Applicant submtted that
t he common technical principle of clains 1 and 11, ie
groups 1 and 2 of clains, respectively, was based on
the presence of conparatively broad flanks resulting
froma tapered bl ade shape, which broad fl anks gave
rise toalifting effect on the rotation of the bl ade
t hrough soil. The Applicant referred to lines 18 to 23
on page 14 and lines 5 to 13 on page 19 as well as to
Figures 4 and 5 of the application docunents, with
respect to clains 1 and 11 according to the groups 1
and 2 of clains, respectively.

The Applicant further pointed out that the nethod of
claim 33 of group 4 of clains was a neans of operating
a vehicle as defined in claim18 of group 3 of clains.
Therefore, the unity of inventions existed between
group 3 and group 4 of said clains.

The Applicant requested that the additional fees in
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respect of group 2 and group 4 of clains be refunded.

On 2 May 2001 the Applicant was notified that, with
regard to the protest filed on 13 March 2001 the

I nt ernati onal Searching Authority ,after the Review
Board had perfornmed the prior review pursuant to

Rul e 40.2(e) PCT of the justification for the
invitation to pay 4 additional search fees, found that
t he common technical feature of the subject-matter of
the clains according to group 1 and group 2, nanely the
presence of conparatively broad flanks resulting froma
t apered bl ade shape, was known fromthe docunents cited
in the search report (W-A-0045 119 and GB- A-827 999),
so that the common technical feature was part of the
state of the art and that said common feature thus was
not special anynore as required by Rule 13.2 PCT.
Therefore, there was no comon technical principle
underlying groups 1 and 2 of said clains.

As to clainms 18 to 32 of group 3 and to clains 33

and 34 of group 4 the Review Board found that said
groups of clains should be considered as one invention
as they clainmed a device and a nethod for operating
sai d devi ce.

The Revi ew Board further noticed that the Applicant did
not contest the objections of non unity concerning
claim35 (group 5).

The Applicant was invited on 2 May 2001 to pay a
protest fee pursuant Rule 40.2(e) PCT for further
exam nation of the protest because the invitation to
pay additional search fees was justified in part. To
the extent the invitation was not justified, 1 (one)
addi tional search fee concerning clains 33 and
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34 (group 4) paid under protest would be refunded.

V. The Applicant paid the protest fee on 31 May 2001.

Reasons for the Decision

1. The protest is adm ssible.

2. According to Rule 13.1 PCT, the international patent
application shall relate to one invention only or to a
group of inventions so linked as to forma single
general inventive concept.

Pursuant to Rule 13.2 PCT the requirenent of unity of
invention referred to in Rule 13.1 shall be fulfilled
only when there is a technical relationship anong those
i nventions involving one or nore of the same or
correspondi ng special technical features. The
expression "special technical features" shall nean

t hose technical feature that define a contribution

whi ch each of the clained inventions, considered as a
whol e, makes over the prior art.

If the | SA considers that the clainms |lack this unity,
it is enpowered, under Article 17(3)(a) PCT, to invite
the Applicant to pay additional fees.

3. Lack of unity may be directly evident a priori, ie
before the exami nation of merits of the clains in
conparison with the state of the art reveal ed by the
search (c.f. for exanple, decision WO0006/90, QJ EPO
1991, 438).

Al teratively, having regard to decision G 0001/89 of

2719.D Y A
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t he Enl arged Board of Appeal, dated 2 May 1990

(A EPO 1991, 155), the ISAis also enpowered to raise
an objection a posteriori, ie after having taken the
prior art reveal ed by the search into cl oser

consi deration. The Enl arged Board of Appeal indicated
t hat such consideration represents only a provisional
opi nion on novelty and inventive step which is in no
way bi ndi ng upon the authorities subsequently
responsi bl e for the substantive exam nation of the
application (point 8.1 of the Reasons of the Decision).

This practice is laid down in the PCT International
Search Gui del i nes, Chapter VII, 9 (PCT Gazette, speci al
i ssue, 8 COctober 1998) which are the basis for a
uniformpractice of all International Searching

Aut hori ti es.

The clains of the present application may be grouped in
groups 1 to 5 of clains specified in point Il above.

Since the review of justification for invitation to pay
addi ti onal search fees pursuant PCT Rule 40.2(e) issued
by the 1SA on 2 May 2001 resulted in finding that the
invitation was justified in part and that the
addi ti onal search fees paid under protest for group 4
regarding clains 33 and 34 should be refunded, only the
remaining group 2 of clains 11 to 17 for which the
additional fee was paid under protest will be taken

i nto consi derati on.

The I SA's non-unity objection was originally based on
the finding that the technical features of independent
bl ade cl ains according to group 1 and group 2,
respectively, were nutually exclusive and was thus nmade
a priori. In the Board's judgenent taken on the basis
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of the contents of the clains as interpreted in the
light of the description and of the draw ngs, there
exi st common technical features underlying the first
subject-matter (clains 1 to 10) according to group 1
and the second subject-matter(clains 11 to 17)
according to group 2, nanely blades conprising a base
portion and a termnal portion renote fromthe base
portion, said blades having conparatively broad fl anks
resulting froma sharpened and tapered bl ade shape,
which flanks give rise to a lifting effect on rotation
of the blades through the soil. The Board hol ds that

t he afore-nenti oned conmmon features constitute a prior
the Iink between group 1 and 2.

The invitation to pay additional fees

(PCT Article 17 (3)and Rule 40.1) issued by ISA on

12 February 2001 unhel pfully contai ned no reasoni ng as
to why the docunents cited in the search Report should
destroy novelty of the subject-matter of the main claim
of group 1 of the clainms being searched. Thus it could
not be determned fromthe invitation which of the
citations the | SA considered to be novelty destroying.

It is clear that the reasoning for inviting an
Applicant to pay an additional search fee or fees nust
be contained already in the invitation. Reasoning
contained in the prior review according to Rule 40.2(e)
PCT reaches the Applicant only after he has decided to
pay the additional search fee or fees and thus only
hel ps himto deci de whether or not to pay the protest

f ee.

I ndeed in the present case it was only after the
Applicant had paid (on 13 March 2001) the disputed
additional search fees that he received the prior
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review (issued on 2 May 2001) which drew attention to
WD- A-45 119 (docunent 1) and GB- A-827 999 (docunent 2).

A cl oser exam nation of said docunents by the Board
reveal s that docunent 1 belongs to the category of
Certain Published Docunents which pursuant to Rule 64.3
PCT shall not be considered part of the prior art for

t he purpose of Article 33(2) and (3) PCT related to

Rel evant Prior Art for the International Search.
Docunent 2 discloses shear plates 23 which Iift the
soil so that the rotating knives 52 can cut up the
weeds, roots and large organic matter in the soil into
smal | pieces (see page 4, line 84 ff). There is no
suggestion that the tapered knives can lift any objects
and i ndeed on page 4, line 95, reference is nmade to the
fact that the degree to which the knives enter the soi
may be adjusted so that they do not destroy the soi
structure. This clearly is not what is required to lift
obj ects. Therefore, the common feature referred to in
paragraph 5.1 are not known from docunent 2 so that the
a posteriori objection of lack of unity to groups 1 and
2 of clainms was not justified.

Thus the invitation by the ISA to pay the disputed
search fee concerning group 2 of clainms was
unjustified. Thus in addition to the additional search
fee for group 4 of clains the rei nbursenent of which
has al ready been ordered by the Review Board, the
additional search fee for group 2 of clains is to be
rei nbursed as wel | .

The protest was thus entirely justified. Accordingly,
the protest fee is to be refunded (Rul e 40.2(e) PCT).
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Or der

For these reasons it is decided that:

1. The protest is entirely justified.

2. The additional search fee for group 2 of clains paid
under protest shall be reinbursed.

3. The protest fee shall be refunded.
The Regi strar: The Chai r man:
A. Counillon C. T. Wlson
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