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Summary of Facts and Subm ssi ons
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I nternati onal patent application PCT/DKOO/ 00382 was
filed with fourteen clains. Caim1l is worded as
foll ows:

"Si gma-del ta nodul ator wherein delta is differential
adapted to the input and/or output signal."

Clainms 2 to 14 are dependent on claiml.

The European Patent O fice (EPO, acting as the

I nternational Searching Authority (ISA), issued a
comuni cation pursuant to Article 17(3)(a) PCT dated

8 Decenber 2000 inform ng the applicant that the
application did not conply with the requirenent of
unity of invention (Rule 13.1, 13.2 and 13.3 PCT) and
invited the applicant to pay three additional fees. The
annex to the invitation indicated the follow ng as an
essential part of the reasons:

"The invention according to claiml relates to a sigma-
del ta nodul ator wherein the signal delta is adapted to
t he i nput signal of the nodulator circuit."

"The search has reveal ed that the sigma-delta nodul ator
of clainms 1 and 11 is not novel since it is disclosed
in any of the foll owi ng docunents:

D1) US 5 471 209 A
D2) US 5 311 181 A"

On the basis of this finding, it was then reasoned that
clainms 8, 10 and 12 related to inventions which were
not so linked as to forma "single general inventive



- 2 - W 0019/ 01

concept" according to PCT Rule 13.2 and that therefore,
a posteriori, the application conprised 4 inventions
not fulfilling the requirements for unity of invention.

L1, Wth a letter dated 5 January 2001, the applicant paid
three additional fees under protest (Rule 40.2(c) PCT).

| V. The | SA, pursuant to Rule 40.2(e) PCT, issued a
conmuni cation dated 30 May 2001 inform ng the applicant
that the 1 SA had reviewed the justification for the
invitation to pay additional search fees and invited
the applicant to pay a protest fee because the
invitation was justified. The review panel confirned
the reasoned statenent given in the invitation to pay
and noted, inter alia, that the applicant had not
contested the finding that claim1 | acked novelty with
regard to either of the two prior art docunents cited.

V. The applicant paid the protest fee and pointed out in a
letter faxed on 2 July 2001 that claim1l stated a
"Si gma-del ta nodul ator wherein delta is differential
adapted to the input and/or output signal" and argued
that the nodul ator according to claim1l was new and
i nvol ved an inventive step over the prior art according
to D1 or D2, because in the prior art nodul ators delta
was not varied differentially.

A/ The applicant requests reinbursenent of all the
additional search fees and the protest fee.

Reasons for the Deci sion

1. The EPO Boards of Appeal have jurisdiction in this
matter pursuant to Article 155(3) EPC.

0439.D Y A
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The protest is adm ssible.

| f, pursuant to Article 17(3)(a) PCT, the ISA invites
the applicant to pay additional fees, it nust,
according to Rule 40.1 PCT, specify the reasons for
whi ch the international application is not considered
as conplying with the requirenment of unity of

i nvention.

The Board notes that in the reasons given in the ISA s
invitation to pay additional fees, claim1 of the
present application was paraphrased thus: "The

i nvention according to claim1 relates to a sigma-delta
nodul at or wherein the signal delta is [differential]
adapted to the input [and/or output] signal of the
nodul ator circuit.” (Bold italics and square brackets
mark insertions and del etions respectively in the | SA
par aphrase vis-a-vis the actual wording of claim1). It
is an established principle of ordinary prudence in
patent practice that a claimshould not be paraphrased,
since a conclusion which is true for the paraphrase may
not be true for the claim Nevertheless it has to be
admtted that insofar as a paraphrase serves the

pur pose of declaring an interpretation of the claim it
enables a msinterpretation to be nore easily detected.

In the present case it appears that the term ' 'delta
has not been interpreted by the I SA in accordance with
the way in which it is used in the present application,
the description of which as filed includes at page 3,
lines 22 to 28, the following definition: "It should
nor eover be noted that delta in a sigma-delta nodul at or
represent the anal ogue quantisation step-size in the

f eed-back |l oop(s)." , and "According to the invention,
delta defines the anal ogue step size of the anal ogue
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f eed- back(s) of the sigma-delta converter." By
contrast, the use of the term"signal delta” in the

| SA' s paraphrase of claim1l suggests rather the out put
signal of the D/ A converter in the feedback | oop

(out put signal of block marked A in Figures 1 and 6 of
t he drawi ngs of the present application).

The ISA's invitation nerely alleged that the search had
reveal ed that the sigma-delta nodul ator of claim1l was
not novel since it was disclosed in D1 or D2, w thout
any explanation. It is established jurisprudence of the
EPO Boards of Appeal that a nere citation of docunents
acconpani ed by an assertion that the subject-matter of
a claimis not new does not normally discharge the

| SA's duty under Rule 40.1 PCT to specify the reasons;
cf W26/91, W3/92 and W3/96. In the present case, D1
and D2 appear to disclose systens in which the "signal
delta”™ in the sense of the | SA's paraphrase is adapted
by a loop filter but they do not appear to disclose
systens in which "delta" in the sense of quantisation
step-size, ie as neant in claiml, is adapted.

It is clear that the reasons given in the invitation to
pay additional fees do not show that the subject-matter
of claim1l1l is not new This remains true whether or not
t he applicant contested the finding that the subject-
matter of claim1l was not new.

For the above reasons the board finds the protest to be
entirely justified within the neaning of
Rul e 40.2(e) PCT.
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Or der

For these reasons it is decided that:

The rei nbursenent of the three additional search fees and of
the protest fee is ordered.

The Regi strar: The Chai r man:

M  Hor nel | W J. L. \Weeler
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