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Summary of Facts and Subm ssi ons
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I nternational patent application PCT/US00/ 14031 was
filed with sixty-two clains including several

i ndependent clains relating to matching systens and one
i ndependent cl ai m specifying a badge devi ce.

Caim1l reads as foll ows:

"A parent and infant matching and security system
conpri si ng:

a first transmtter adapted to be secured to a newborn
infant, the first transmtter including a first radiant
energy transmtter and a second radi ant energy
transmtter, each of the first radiant energy
transmtter and the second radi ant energy transmtter
bei ng operable to transmt an infant identification

si gnal ;

a second transmitter adapted to be secured to a parent
of the newborn infant, the second transm tter including
at | east one radiant energy transmtter, the at |east
one radi ant energy transmtter being operable to
transmt a parent identification signal

a plurality of receivers distributed at least within a
maternity ward of a hospital, at |east one of the
plurality of receivers being operable to receive the
infant identification signal and the parent
identification signal, the at |east one of the
plurality of receivers being further operable to
determne fromthe infant identification signal and the
parent identification signal that the newborn infant is
correctly matched with its parent; and
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wherein the plurality of receivers are arranged wthin
the hospital to determne a continued presence of the
infant within the maternity ward."

Claim 35 reads as foll ows:

"A dual node badge conpri sing:

a housi ng;

an adjustable strap secured the [sic] housing;

a dual node transmitter disposed within the housing,

t he dual node transmtter operable to transmt a signa
using a first radiant energy transm ssion and to
transmt the signal using a second radi ant energy
transm ssi on, wherein the signal conprises a coded
identification data; and

wherein the housing is separable fromthe strap and
reusabl e.”

Wth communi cation dated 7 March 2001 t he European
Patent O fice (EPO, acting as an International
Prelimnary Exam ning Authority (IPEA), pursuant to
Article 34(3)(a) and Rule 68.2 PCT, inforned the
applicant that the application did not conply with the
requi renent of unity of invention (Rule 13.1, 13.2

and 13.3 PCT) and invited the applicant to restrict the
clainms or to pay one additional exam nation fee. The
reasons given in the annex to the invitation may be
sunmari sed as foll ows:
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Clainms 1 to 34 and 45 to 62 related to an entity

mat chi ng system conprising two transmtters and a
plurality of receivers. Clains 35 to 44 related to a
dual node badge. The two clainmed inventions shared the
foll ow ng features:

"Atransmtter, being able to transmt a first and a
second radi ant energy transm ssion conprising
identification data."

Such transmtters were well-known before the priority
date, eg in the formof "cell phones, in particular
dual - band cell phones". Therefore the two inventions
were not so linked as to forma single general

i nventive concept.

By fax dated 19 March 2001, the applicant paid the
additional fee under protest (Rule 68(3)(c) PCT) and
argued as fol |l ows:

The single inventive concept was the utilization of at
| east two differing types of radi ant energy

transm ssion for providing both matchi ng and
surveil |l ance of persons and/or articles. As such, the
claimed inventions shared the sane or correspondi ng
speci al technical features of including, as
appropriate, sources or receivers of the two differing
types of radiant energy transm ssion. Dual node badge
devices as clainmed were not well-known before the
priority date in view of cellular tel ephone technol ogy.
Cel lul ar tel ephones utilized in each node of operation
radi ant energy in the radio frequency spectrum Such
operation was not consistent with the inventive concept
of the application.
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The | PEA, pursuant to Rule 68.3(e) PCT, issued a
conmuni cation dated 18 April 2001 inform ng the
applicant that, after a prior review of the
justification for the invitation to pay the additional
fee, the requirenment of paynent of the additional fee
was uphel d. The applicant was thus invited under

Rul e 68.3(e) PCT to pay the protest fee. Awitten
opi nion under Rule 66 PCT was sent with the sane date
of mailing 18 April 2001. The conmuni cation of the
revi ew panel repeated the reasons given in the
invitation and included additional observations which
may be sunmarized as foll ows:

A transmtter having the features shared by claim1 and
claim 35 was al so disclosed in D1, page 3, lines 6 and
7 (D1 apparently refers to WO A-95/01617). Clainms 1 and
35 did not share the features of utilizing different
types of radiant energy transm ssion or the other
features nmentioned in the applicant's fax and they did
not exclude that the radiant energy emtted was within
the radi o frequency band, as it was the case for the
cited nobil e phones. Radi ant energy transm ssion of a
first infrared type and a second radi o-frequency type
was not specified in claim35. The two radi ant energy
transm ssions of the one transmtter specified in
claim35 could well be identical in respect to their
frequency, nodul ation, etc.

The written opinion under Rule 66 PCT expressed, inter
alia, the opinion that the subject-matter of claiml
was i nventive over Dl because it was not obvious to
include, within a first transmtter, two different
radi ant energy transmtters which solved conflicting
probl enms: the matching of an infant and a parent
required energy radiation over a relatively short
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di stance, and the detection of the presence of an
infant within the maternity ward needed highly reliable
energy transm ssion throughout the entire ward. The
term "dual node" in claim35, however, was not clear
and the subject-matter of claim35 differed from D1
only in that it had an adjustable strap instead of a
bracel et, and thus was not inventive. Any other
portable transmtter transmtting radi ant energy bursts
and having an adjustable strap, such as a nobile phone,
woul d be covered by the wi de scope of claim 35.

By fax received on 1 May 2001, the applicant paid the
protest fee.

Reasons for the Deci sion

0199.D

According to Article 155(3) EPC, the Board of Appeal is
conpetent to decide upon the present protest.

The protest conplies with the requirenents of
Rul e 68.3(c) and (e) PCT and is therefore adm ssible.

According to Rule 68.2 PCT, an invitation to restrict
or pay additional fees "shall specify at |east one
possibility of restriction which, in the opinion of the
International Prelimnary Exam ning Authority, would be
in conpliance with the applicable requirenent, and
shal | specify the anmount of the additional fees and the
reasons for which the international application is not
considered as conplying with the requirenent of unity
of invention."

Rule 13.1 PCT requires that the international
application shall relate to one invention only or to a
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group of inventions so linked as to forma single
general inventive concept. According to Rule 13.2 PCT,
this requirenment of unity of invention is "fulfilled
only when there is a technical relationship anong those
i nventions involving one or nore of the same or
correspondi ng special technical features”. The
expression "special technical features" is defined as
"those technical features that define a contribution
whi ch each of the clained inventions, considered as a
whol e, makes over the prior art". The PCT Internationa
Prelim nary Exam nation Guidelines (as in force from

9 Cctober 1998; paragraphs I11-7.5 and I11-7.6) set out
that the reasoning in the invitation to pay additional
fees should reflect the provisional opinion regarding
novelty and/or inventive step for the purposes of an
effective exam nati on when an objection is nade a
posteriori, that is, after taking the prior art into
consi deration, for exanple, a docunent cited, and that
an objection should be raised in clear cases, not on
the basis of a narrow, literal or academ c approach
There should be a broad, practical consideration of the
degree of interdependence of the alternatives presented
with the benefit of any doubt being given to the
appl i cant.

It follows fromthese definitions in the Regul ations
Under the PCT and the PCT International Prelimnary
Exam nati on Cui delines (which are binding on the EPG
see G 1/89, QJ 1991, 155, point 6) that it is normally
not sufficient to nerely define and exam ne the common
core of a group of inventions, for exanple by
indicating the features which are specified in all the
clainms defining the inventions of the group. Rule 13.2
PCT requires an exam nation of the technical

rel ati onshi p anong the inventions of the group. Such a
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rel ati onship may exist even if the inventions do not

i nvol ve the sane technical features if they involve
correspondi ng special technical features. The
definition of the "special technical features” given in
Rule 13.2 PCT requires an analysis of the contribution
whi ch each of the clainmed inventions nmakes over the
prior art. As a first step, this requires an analysis
as to which of the features distinguish the clained
inventions fromthe cited prior art before their
contribution can be examned in the light of the
description, in particular the problens solved and
effects achieved by the clainmed inventions. Only in
sinple cases where it is clearly inplicit froma nere
listing of the common and di stingui shing features that
there is no technical relationship anong the clained

i nventions involving the sane or correspondi ng speci al
technical features, may such a listing be considered as
a sufficient reasoning for the non-conpliance with
Rule 13.1 and 13.2 PCT. This is in line with
established jurisprudence of the boards of appeal (see
W 3/93, QJ EPO 1994, 931, points 3.1 and 3.2, W11/99,
Q) EPO 2000, 186, points 2.1 and 2.7 and W6/97,
points 6.1 and 6. 2).

In the present case, the invitation of the | PEA set out
the features which claim1l and claim 35 have in conmon,
ie the features which are explicitly recited in these
claims and shared by them (see paragraph Il above).
Thi s concept was stated to be well-known and found for
exanpl e in dual -band cell phones. No consideration of
any "special technical features" was given in the
invitation of the I PEA, nor any consideration of the
probl em sol ved by each of the alleged inventions. For
exanple, it was not indicated whether a dual node badge
conprising a dual node transmtter was consi dered by
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the I PEA as differing froma dual -band cell phone at
all.

It should be renenbered that according to the PCT

Gui delines, paragraph I11-7.5 (see point 4 above), an a
posteriori objection is an objection which is nmade
after taking prior art into consideration. Although the
invitation of the IPEA did not refer to a docunent of
the search report, it did take sonme prior art into
consi deration, nanely dual -band cell phones. The fact
that the I PEA did not cite a specific prior art
docunent does not relieve it of the obligation to

consi der the possible contribution that each of the

cl ai med i nventions makes over the prior art referred to
by the | PEA.

For these reasons, the IPEA's invitation to restrict or
pay an additional fee did not give sufficiently
detail ed reasons as to why there was no technical

rel ati onship anong the clained i nventions such that
they were not so linked as to forma general inventive
concept within the nmeaning of Rule 13.1 and 13.2 PCT.
Contrary to what is required by Rule 68.2 PCT, it did
not specify a possibility of restriction either. The
addi tional observations made by the review panel and
the reasoning set out in the comunication under

Rul e 66 PCT (see point |V above) cannot cure these
defects, but they show that consideration of the
probl em nmentioned in the description (see eg pages 3
and 4) and a restriction to two different radiant
energy transmtters within the first transmtter to be
secured to an infant, to solve the conflicting problens
of matching and detecting the presence of an infant,
coul d have rendered the paynent of the additional

exam nation fee and the protest fee unnecessary.
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Mor eover, since the PCT Guidelines require the
applicant to be given the benefit of doubt, the term
"dual node transmtter” as interpreted in the |ight of
t he description could have been considered as a
"special technical feature" distinguishing the dual
node badge froma transmitter which is nerely capable
of emtting a signal in different frequency bands. O
course, such a "broad, practical consideration of the
degree of interdependence of the alternatives
presented" as required by the PCT Cuidelines for the
exam nation of unity of invention, would not prevent
the I PEA fromraising other objections, eg concerning
clarity or inventive step of a claimwhich is not
sufficiently delimted with respect to the prior art
(as was done in the witten opinion of the | PEA, see
poi nt |V above).

9. For these reasons, the invitation to pay an additi onal
fee for one of the clainmed inventions is not legally
effective, and the protest is entirely justified.

Or der

For these reasons it is decided that:

The refund of the additional exam nation fee and the protest
fee i s ordered.

The Regi strar: The Chai r man:

0199.D Y A
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