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Summary of Facts and Subm ssi ons

3000.D

I nternational patent application PCT/EP 00/ 05873 was
filed on 23 June 2000 with 27 cl ai ns.

On 20 Novenber 2000 the European Patent Ofice (EPO),
acting as an International Search Authority (ISA),
informed the applicant that the I SA had carried out a
partial international search on those parts of the
international application which related to the
invention nmentioned in clainms Nos. 1 to 11, 21 to 27
(partially) and that the application did not conply
with the requirenment of unity of invention since there
were four inventions clainmed. The international search
report on the other parts of the international
application would be established only if, and to the
extent to which, additional fees were paid. Thereby the
| SA invited the applicant to pay 3 additional search
fees pursuant to Article 17(3)(a) and Rule 40.1 PCT
within a period of 30 days.

In an annex to this invitation the | SA submtted that
the application related to four inventions, nanely:

(1) Claims 1 to 11, 21 to 27 (partially) relating to
a two step process for preparing a pignent, the
application of this process to Cl Pignment Violet
23 (1) and the use of pignents prepared with the
cl ai med process;

(i) dainms 12 to 15, 21 to 27 (partially) relating to
a pignment (1) characterized by col ouristic val ues
in a gravure printing ink and its use;
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(tiit) Cainms 16 to 18, 21 to 27 (partially) relating to
pigments fromvarious famlies, e.g. a specific
pigment (I11), characterized by particles
paraneters and the use thereof; and

(tv) dainms 19 to 20, 21 to 27 (partially) relating to
a pignent of formula (11) characterized by
paraneters of a dispersion of this pigment in a
met hacrylic resin and its use.

In the group of Clainms 1 to 11, the independent clains
read as foll ows:

"1. A process for preparing a pignment, which conprises

C subjecting a crude pignent or m xture of crude
pigments and a crystalline inorganic salt or m xture of
crystalline inorganic salts together, essentially in

t he absence of other constituents, to the action of a
rotor having a tangential speed of at least 10 m's, so
that a tenperature of at least 80°C is attained by
means of friction effects; and subsequently

C kneadi ng the product of this treatnent with an organic
liquid, during which it is possible if desired to add
addi ti onal substances selected fromthe group

consi sting of inorganic salts, inert additives and
colorants.”

"3. A process for converting a crude pignent into an
substantially anorphous fine-particled form which
conprises subjecting a crude pignent and a crystalline
inorganic salt or mxture of crystalline inorganic
salts together, essentially in the absence of other
conponents, to the action of a rotor having a
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tangential speed of at least 10 nis, so that by neans
of frictional effects a tenperature of at |east 80°Cis
reached. "

"5. A process for preparing a pignment by kneading a
conposition consisting essentially of a conmpound of
formul a

Cl [‘D

Ne A O A NC,H,
H,C,N O o);(;t‘n O ®.
9

a crystalline inorganic salt or m xture of crystalline
inorganic salts and an organic liquid, wherein

C at the beginning of kneading, the conpound of the
formula (1) is in substantially anorphous form

C the organic liquid contains at |east one oxo group in
its nol ecul e; and

C the proportion of organic liquid to inorganic salt is
froml m:6 gto 3 nmM:7 g, and the proportion of
organic liquid to the overall weight of inorganic salt
and conpound of the formula (1) is froml mM:2.5 g to
1mM:7.5g."

"10. A pignent obtainable by a process according to
claim2."

"11. A pignent of the fornmula (1) obtainable by a
process according to claimb5b."

Claim2 was dependent on Claim1, Caim4 dependent on
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Caim3 and Clains 5to 9 were directly or indirectly
dependent on C ai m 5.

The sol e i ndependent claimin the group of Clains 16 to
18 read as foll ows:

"16. A substantially crystalline organic pignment of the
qui nacri done, anthraqui none, perylene, indigo,

gui nopht hal one, i ndant hrone, i soi ndolinone,

i soi ndol i ne, dioxazine, azo, phthal ocyanine or

di ket opyrrol opyrrol e series consisting of particles of
average size from0.01 umto 0.12 um characterized in
that the total quantity of particles of size greater
than 0.12 pmand smaller than 0.01 pmis fromO to 8%
by wei ght, based on the weight of particles of size
from0.01 pmto o.1 uym and the full wdth at half
maxi mum of a a CuK; radi ation X-ray powder diagramis
fromO to 0.68°2e."

Clainms 17 and 18 were dependent on C ai m 16.

Clains 21 to 27 were related to printing ink
concentrates, printing inks, colour filters,
conpositions for making colour filters and nass-

col oured, high nolecular mass organic materi al
conprising a pignent obtained according to a clained
process or as defined in any of the previous clains.
Clains 27 was related to a process for col ouring high
nol ecul ar mass organic material in the mass, which
conprises incorporating therein a pignment according to
any claim10 to 20.

Since the inventive concept in the group (i) clains
consisted in providing a process for preparing pignents
with better colouristic properties and the clains in
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groups (ii), (iii) and (iv) were not related to such
process, the | SA was of the opinion that the four
inventions were not |inked by a single general

i nventive concept according to Rule 13.1 PCT.

Wth letter of 29 Novenber 2000, the applicant paid one
additional fee under protest pursuant to Rule 40.2(c)
PCT for the group (iii) clainms and in his reasoned
statenment he submtted that the groups (ii), (iii) and
(tv) clains were closely related with the inventive
concept of the group (i) clains, since Clainms 12, 16
and 19 defined pignents as obtai ned by the process of
Claim1. Although Cains 12, 16 and 19 were witten in
an i ndependent form they could be nmade dependent from
group (i) clainmns.

On 24 January 2001, the |ISA issued the International
Search Report covering only the group (i) and (iii)
clainms, as only one additional search fee had been
tinmely paid by the applicant for the group (iii)
clainms. The applicant was also inforned that, as a
result of the prior review under Rule 40.2(c) PCT, no
additional fees were to be refunded. Also on 24 January
2001, the I SA issued a conmunication notifying the
applicant that the | SA had reviewed the justification
for the invitation to pay additional search fees and,
as the Review Panel cane to the conclusion that the
invitation to pay additional fees was justified, the
applicant was invited under Rule 40.2(e) PCT to pay a
protest fee wi thin one nonth.

The protest fee was paid with |etter of 14 February
2001.
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Reasons for the Decision
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According to the agreenent between the EPO and W PO
under the PCT (QJ EPO 1987, 515) and Article 155(3)
EPC, the Board of Appeal is conpetent to deci de upon
the present protest.

The protest conplies with the requirenents of
Rul e 40.2(c) and (e) PCT and is therefore adm ssible.

The conmuni cation containing the result of the prior
review and inviting the applicant to pay the protest
fee appears not to reveal the conposition of the review
panel . Al though this information should be available to
the Applicant and to the Board in order to have a basis
to see whether the review has been nmade by the
appropriate body as prescribed by the President of the
EPO (see QJ EPO 1992, 547), such invitation is to be
considered correct if the correct conposition has been
shown ot herwi se (see decision W6/96 of 15 April 1997,
point 1 of the reasons). In the present case, a copy of
the Review Nr. 00/ SIS06/1221/13 in the search file
SA(E) 298034 indicating the three nmenbers of the Review
Panel and bearing their signatures is available to the
Board. Thus, the Review Panel was correctly conposed
and was conpetent for inviting to pay the protest fee.

According to Rule 13.1 and 13.2 PCT the requirenent of
unity of invention may only be fulfilled if a group of
inventions is so linked as to forma single general

i nventive concept, ie if there is a technical

rel ati onship anong the inventions involving one or nore
of the same or corresponding technical features that
define a contribution which each of the clai ned

i nventions, considered as a whole, nmakes over the prior
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art.

The objection of a-priori non-unity was based by the

| SA on the ground that there is no conmon inventive
concept linking the clainmed process for preparing

pi gments having i nproved colouristic properties and the
cl ai med pignments having i nproved col ouristic
properti es.

Pursuant to Article 2 of the Agreenent between the EPO
and WPO dated 7 Cctober 1897 (QJ EPO 1987, 515) the

i nternational search shall be carried out in accordance
with the PCT, its Regulations and the Adm nistrative

I nstructions; when carrying out the international
search under the PCT, the International Search

Gui delines shall guide it. Chapter VII-1 of those
Search Gui delines stipulates that when assessing unity
of invention in accordance with the provisions |aid
down in Rule 13.1 to 13.4 PCT, inter alia Annex B of
the Adm nistrative Instructions under the PCT are to be
observed. It follows therefromthat in the assessnent
of unity the Adm nistrative Instructions are binding
not only for the I SA but also for the Board acting as
the "three-nmenber board" according to Rule 40.2(c) PCT
(see W3/94 QJ EPO 1995, 775, point 10 of the reasons).

Wth respect to the unity of invention relating to the
particul ar situation involving conbinations of
different categories of clains, the Adm nistrative

I nstructions under the PCT stipulate in part 1, (e)
that the nmethod for determ ning unity of invention
under Rule 13 shall be construed as permtting the
conbi nati on of an independent claimfor a given product
and an i ndependent claimfor a process specially
adapted for the manufacture of the said product, it
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bei ng understood that a process is specially adapted
for the manufacture of a product if it inherently
results in the product.

Thus, in the present case, the question arises whether
t he processes according to the group (i) clains
inherently result in the pignments according to the
group (iii) clains.

Nowhere in the application in suit any indication can
be found that the process according to the group (i)
clainms inherently results into the pignments according
to the group (iii) clains. Even nore, fromthe teaching
in the paragraph bridging pages 16 and 17 of the
application in suit, that the organic pignents obtai ned
by the instant process and their use in colour filters
are an object of the invention, and the teaching in the
penul ti mat e paragraph on page 17 of the application in
suit, that the invention also pertains to the use of
the instant pignents in colour filters, it follows that
the applicant ab initio did not consider that the

pi gnents of the group (iii) clainms corresponded with

t hose obtained by a process according to the group (i)
claims. Consequently, the process of the group (i)
clainms do not inherently result in the pignments
according to the group (iii) clainms.

As support of his subm ssion that the process of
Claim1l leads to the products of Claim 16, the
applicant referred to the passage on page 9, line 10 to
page 10, line 10 of the application and to Exanpl es Cl,
Cl2, D1 and E2.

However, fromthe passage on page 9, line 10 to
page 10, line 10 of the application, which concerns the
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preferred pignments and pigment classes in the process
according to Caim3, it may not be deduced that the

pi gnents according to Claim 16 are obtai ned accordi ng
to a process as defined in Claim3. Mreover, it is

i rrel evant whet her Exanples Cl, Cl2, D1 and E2 descri be
pi gments according to Caim 16, which are prepared
according to a nethod in any of the processes according
to the group (i) clains.

The only rel evant question is whether the process of
the group (i) clainms inherently results in the pignents
according to the group iii) clains. As this is not the
case here, the group (i) clainms and the group (iii)
clainms may not be considered to be based on the sane

i nventive concept.

The applicant also argued that the splitting of process
and product clains which are clearly related together
into different inventions would clearly be in
contradiction with the principle of decision W11/99
(QJ EPO 2000, 186).

In point 2.4 of the reasons of that decision it is said
that a manufacturing process and its product may not be
regarded as | acking unity of invention by virtue of the
fact that the manufacturing process is not restricted
to the manufacture of the clained product. However,

what is at | east necessary according to the above cited
Adm ni strative Instructions (see above under 4), is,
that the process according to the group (i) clains
inherently results into the pignents according to the
group (iii) clainms, a requirenent which is not
fulfilled in the present case.

For the foregoing reasons, the Board cones to the
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conclusion that the inventions according to group (i)
clainms and group (iii) clains do not forma single
general inventive concept and, consequently, that the
invitation nmade under Article 17(3)(a) and Rule 40.1
PCT to pay one additional fee was justified.

The Applicant considered that the Revi ew Panel

i nadequately consi dered the subject-matter for which no
addi tional search fee was paid. The protest was
directed against the 1SA's finding of multiple

i nventions as a whole. Wereas the nunber of additional
fees paid determ ned which parts of the application
wer e searched according to Article 17(3)(a) PCT, it had
no i nfluence on the exam nati on of the protest
according to Rule 40.2(c) to (e), as only one protest
and only one protest fee were foreseen by the PCT
regul ati on, even in cases where many additional search
fees are requested.

It is not contested that only one protest and only one
protest fee are foreseen by the PCT regul ation.

However, since Rule 40.2(c) PCT specifies that any
applicant may pay the additional fee under protest,

that is acconpani ed by a reasoned statenent to the
effect that the international application conplies with
the requirement of unity of invention or that the
anount of the required additional fee is excessive, it
follows that the exam nation of the protest is
restricted to the exam nation as to whether the
applicant is entitled to a refund of the additional
search fees paid by himon invitation.

Since, in the present case, the applicant paid only one
additional fee for the group (iii) clainms, the protest
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is restricted to the exam nation whether the invitation
to pay that one additional fee is justified.
Consequently, contrary to applicant’s opinion, neither
t he revi ew panel nor the Board coul d consider the

subj ect-matter for which no additional search fee was
paid. If the applicant wi shed to have all inventions
searched he should have paid under protest all the

addi tional search fees asked for in the invitation. The
Revi ew Panel and the Board woul d then have been
entitled to examine to the full extent how far that
invitation was justified.

Or der

For these reasons it is decided that:

The protest according to Rule 40.2(e) PCT is di sm ssed.

The Regi strar: The Chai r man:

N. Maslin A. Nuss
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