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Summary of Facts and Subm ssi ons

1100.D

On 18 May 1999 the EPO acting as Internationa
Searching Authority (ISA) issued an invitation under
Rule 40.1 PCT to pay four additional fees within

45 days because the international application

No. PCT/ CA 99/00015 contai ned five groups of
inventions (1) to (5).

The applicant paid the additional fees under protest on
3 June 1999 and requested "that the Exam ner reconsider
the separation of claimgroups (2) and (3)". The
reasoned statenent acconpanying the protest was limted
to the issue that in the applicant's view the subject
matter of these two claimgroups related to a single
general inventive concept and that the |imted nunber
of elenents required to be searched in order to cover

t he non-overl appi ng subject matter did "not warrant an
addi tional search fee". The applicant did not contest
the non-unity objection of the |ISA concerning claim
groups (1),(2),(4) and(5).

On 11 Cctober 1999 the ISA issued a "Notification
regarding review of justification for invitation to pay
additional search fees" on form PCT/I SA 228 (January
1994). The printed text of the relevant section of the
formreads as foll ows:

"The applicant is hereby notified that (...) this

| nt ernati onal Searching Authority has reviewed the
justification for the invitation to pay additional
search fees (...) and the applicant is invited to pay a
protest fee, within the time |imt indicated above, for
further exam nation of the protest, in the anmount of
(...) EUR 1.022,00, because the invitation is justified
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in part. To the extent the invitation is not justified,
1 additional search fee paid under protest will be
refunded in due course.

The reasons for this invitation to pay a protest fee
are indicated in the Annex.

Failure to pay the protest fee within the tinme limt
i ndi cated above will result in the protest being
consi dered wi t hdrawn. "

The applicant paid the protest fee on 25 Cctober 1999
wi t hout suppl enenting the reasoned statenent which
acconpani ed the protest or changing its requests.

Reasons for the Decision

1100.D

As all formal requirements of Rule 40.2 PCT (protest
fee, reasoned statenent) were net in due tine, the
protest is adm ssible.

In its notification of 11 Cctober 1999 the | SA after
prior review of the justification for the invitation to
pay additional fees, accepted the applicant's sole
request referring to the refund of only one search fee
for the claimgroups (2) and (3) and announced the
refund of one additional search fee "in due course".
Thus, in effect, the review panel of the | SA considered
the protest which was limted to claimgroups (2)

and (3) as entirely justified.

Neverthel ess, the printed text of the relevant section
of the formused for notification of the result of the
reviewinvited the applicant to pay a protest fee "for
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further exam nation of the protest”. In addition, the
formal so contained at the end of the relevant section
(see paragraph 111, supra) a warning that failure to
pay the protest fee would result in the protest being
considered withdrawn. It is obviously against this
background that the applicant paid the protest fee even
if the review panel had entirely accepted his limted
pr ot est .

It appears that form PCT/1SA 228 (January 1994) used by
the 1SAin the present case is well suited for the
standard cases in which the review panel either finds
that the invitation was not justified or that the
invitation was entirely justified as well as for cases
where a protest can only be accepted in part. However,
the sanme formseens to be less suited for cases |ike
the present one in which alimted protest is entirely
al lowed by the review panel. In these circunstances the
unconditional invitation to pay a protest fee does not
appear to rule out any m sunder st andi ng.

As explained in the Notice fromthe European Patent

O fice dated 26 August 1992 concerning the protest
procedure under the PCT [lack of unity], QJ EPO 1992,
547, if the review panel finds that the invitation was
justified only in part, the applicant is invited to pay
the protest fee if he wishes the protest to be referred
for decision to the Board of Appeal to the extent it
was not all owed (enphasis added). Thus, it is clear
that an applicant whose limted protest was entirely

al | oned does not need to pay a protest fee as a
precondition for the announced partial refund of the
addi tional search fees.

Nei ther could, in these circunstances, paynent of a
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protest fee have any effect for the further exam nation
of the protest. As set out in decision W3/93 (QJ EPO
1994, 931), the Boards of Appeal acting as "three-
menber board" within the neaning of Rule 40.2(c) PCT
only exam ne whet her, considering the reasons stated by
the | SA and the subm ssions nmade in support of the
protest, retaining additional search fees was
justified. If a protest is only directed against a part
of the invitation, as in the present case, the Board
woul d have no reason to examne of its own notion

whet her the uncontested part of the invitation was
justified even if a protest fee was paid. Furthernore,
since such a limted protest will not of course be
substantiated as far as the uncontested part of the
invitation is concerned, a protest fee paid in these
circunstances could never be refunded.

However, in view of the fact that the limted protest
was entirely allowed by the review panel, the Board
considers it equitable to treat the present case as if
the protest was entirely justified, which leads to a
refund of the protest fee under Rule 40.2(e) PCT, |ast
sentence. Ot herw se the applicant woul d have paid the
protest fee wi thout any reason and apparently due to a
m sunder st andi ng not ruled out by the formused by

t he | SA
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Or der

For these reasons it is decided that:

1. The protest is considered justified as far as the
requested refund of one additional search fee is
concer ned.

2. The uncontested part of the invitation to pay

addi ti onal search fees is not exam ned.

3. The protest fee is reinbursed.
The Regi strar: The Chai r man:
G Magouliotis C. Andries
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