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Summary of Facts and Subm ssi ons
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On 10 May 2000 the International Exam ning Authority

(I PEA) dispatched an invitation to the Applicant to pay
two additional fees on the grounds that the

i nternational application contained the follow ng three
separate groups of inventions:

Clains 1 to 17 (first group):

"1l. A dispenser for dispensing nedi canent conprising a
housi ng having a support; a container, |ocatable within
sai d housing, having an outlet menber, wherein said
container is novable relative to the housing to enable
di spensing therefromand said outlet menber is
connectable with said support to prevent relative
novenent therebetween; and an inductive displacenent
transducer including one or nore inductive elenents
wherein said container is conprised of, or has attached
thereto a conponent conprised of, a material capable of
di sturbing the magnetic field creatable by the flow of
el ectric current in said one or nore inductive

el enents. ™

Clains 18 to 24 (second group):

" 18. An actuation indicating device for use with a

di spenser conprising a housing and a cont ai ner,

| ocatabl e within said housing, having an outl et nenber,
t he actuation indicating device conprising an inductive
di spl acenent transducer having nounting neans to enabl e
nmounting to the housing."
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Claim?27 (third group):

"27. An inhal ation device for dispensing nedi canent
conprising a housing support; a container, |ocatable

wi thin said housing, having an outlet nmenber, wherein
said container is novable relative to the housing to
enabl e di spensing therefrom and said outlet nmenber is
connectable with said support to prevent relative
novenent therebetween; and first and second pressure

t ubes, locatable within said housing, wherein each tube
is connectable to a pressure transducer.”

The | PEA stated that the only technical feature conmon
to the first and second group of clainms was represented
by the inductive displacenent transducer (feature A)
whi ch, taken per se, was not new. The only technical
feature comon to the first and third group of clains
was found to be a dispenser for dispensing nedi canent
conprising a housing with a support and a contai ner
with an outl et nenber (features B) which, however, was
al ready di sclosed in docunent W6/ 16686 and,

t herefore, was not novel. No common technical features
were found for groups 2 and 3. Mdireover, all three
groups of inventions were found to address different
pr obl ens.

According to the I PEA, the requirement for unity of
i nvention pursuant to Rule 13.1 and 13.2 PCT,
t herefore, was not net.

The Applicant replied to the invitation in due tinme on
10 June 2000 by paying two additional fees but under

pr ot est .

He argues that it is the "inductive displacenent
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transducer” which defines a contribution that the
clainmed invention, as called for inclains 1 to 17 and
18 to 24, makes over the prior art. The requirenents of
Rule 13.2 PCT are, therefore, satisfied.

Despite the fact that the inhalation device form ng the
subject-matter of claim27 does not conprise the
"inductive displacenent transducer” which is common to
claims 1 and 18, this device neverthel ess conprises
many of the technical features of the invention defined
inclains 1 to 24 and addresses the same techni cal
problem of training the patient in the correct usage of
t he aerosol dispenser. Gven that the subject-matter
claim?27 is so simlar to that of the clained invention
defined in clainms 1 to 24, the demand for a separate
exam nation for this claimis regarded as unfair. As a
consequence the additionally paid fees should be

rei mbur sed.

On 27 Cctober 2000 the Review Panel of the EPO

di spatched the results of a review of the justification
for the invitation to pay additional exam nation fees
and invited the applicant to pay a protest fee for

exam nation of the protest (PCT Rule 68.3(e)). The

Revi ew Panel found that:

- the problens underlying the first and second group
of inventions are different;

- t he inductive di splacenent transducer common to
claims 1 to 24 cannot be considered as being a
speci al technical feature under Rule 13.2 PCT,
because it is known per se and does not nake any
contribution over the prior art;
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- the second and third group of inventions relate to
di fferent problens;

- the technical feature common to the first and
third group of inventions (the dispenser for
di spensi ng nedi canment) is known fromthe prior
art.

No comon special technical features for all three
groups were found to exist which could forma single
general inventive concept, as required in Rule 13.2
PCT.

| V. A letter requesting the exam nation of the protest and
wi t hout giving further argunments was received fromthe
Applicant on 28 Cctober 2000 and the protest fee
(Rule 68.3 e) was paid on this day.

Reasons for the Deci sion

1. The protest is adm ssible.

2.1 In its approach to the question of unity of invention,
the IPEA identified - in a first step - three different
groups of inventions and the technical problens
addressed by each group. In this step, the | PEA did not
base its considerations on a docunment or documents
whi ch were regarded as representing the cl osest prior
art. Therefore, the objection is rated as an "a priori"”
objection wthin the nmeaning of the PCT Prelimnary
Exam ni nati on Cui delines PCT/ G/ 3/1993, Chapter 111,
7.5. In a second step, the IPEA identified the
techni cal features which were common to the three
di fferent groups of inventions and concl uded that

0715.D Y A
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feature A common to the first and second group "clearly
was not new' (w thout citing a docunent) and that
feature B common to the first and third group "was
known fromthe prior art, for exanple from docunent

WO A- 96/ 16686" .

According to the established case | aw of the Boards of
Appeal , determining the unity of invention "a priori”
requires as a mandatory pre-condition an anal ysis of

t he techni cal problem (or problens) underlying the
respective groups of inventions by starting from what
is considered in the description of the application as
havi ng been achieved by the invention. It also has to
be deci ded whether or not the subject-matter clained as
solution to such a problemrepresents a single general

i nventive concept.

According to the I PEA, the technical problem underlying
claims 1 to 17 (the first group), nanely providing a
patient with a nmedicament in the forman aerosol so
that the actuation of the dispenser can be detected, is
different to that addressed by clainms 18 to 24 (the
second group) of training the patient in the correct
usage of the aerosol dispenser.

As set out in the description on page 3, lines 19 to
22, the present application addresses the problem of
provi ding an inhal ation device or dispenser which
allows for the patient or physician nonitoring the
actuation profile and which - in a nore preferred
enbodi nent - can be used in conbination with a system
for training the correct usage of the dispenser.

Ef fective nonitoring is achieved by using an inductive
di spl acenent transducer which
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(1) may be directly attached to the housing of the
di spenser, as shown in Figure 2 and 3, or,
alternatively,

(i) is mounted on a carrier means nountable on the
di spenser but separable therefrom as depicted
in Figures 6 and 7 (cf. description, page 2,
lines 22 to 27).

While the first enbodi nent forns the subject-matter of
claims 1 to 16, the second enbodinent is clained in
clainms 18 to 24. It is, therefore, concluded that the
first and second group of inventions identified by the
| PEA actual ly address and sol ve the sane technical

pr obl em

2.4 Furthernore, it is also possible to discern a single
general concept fromthe common function of the
i dentical structural element which in the present case
is represented by the inductive displ acenent
transducer. On actuation of the device, the novenent of
t he protruding portion of the aerosol container
relative to the housing causes a change in the
i nduct ance of the transducer coil such that the circuit
oscillates at a different frequency which can be
recorded by various nmeans. This inductive displacenent
transducer is common to the clainms 1, 18 and also to
claim24 which relates to a "kit of parts conprising a
di spenser and an actuation indicating device". Hence,
t he subject-matter of clains 1 to 24 (first and second
group) are linked by a single general concept.

2.5 A further issue to examne is whether the identified

singl e general concept is "inventive" as required in
Rule 13.1 PCT. In this connection, the |IPEA has argued

0715.D Y A
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that, given that the inductive displacenment transducer
is not novel "per se", it does not represent a speci al
technical feature since this feature al one does not
make a contribution over the prior art as required in
Rul e 13.2 PCT.

There is, however, no requirenent for the identical
structural part (ie. the inductive displacenent
transducer) to be per se inventive and, therefore,

cl aimabl e as such. Rather nore, it has to be decided
whet her or not the comon technical feature(s) can nmake
a contribution to the inventive step on substantive
exam nation. Only in cases where the possibility of
such contribution nust be excluded beyond reasonabl e
doubt, is the objection of non-unity justified.

The | PEA has not shown that the single general concept
menti oned above was known or bel onged to the general
know edge of a skilled person. Mire specifically, a
docunent has not been identified as representing the
cl osest prior art and no docunents were cited in the
present case which coul d exclude such an inventive
contribution of the inductive displacenent transducer
over the prior art.

In view of these considerations, there is no basis for
concluding or inplying that the subject-matter given in
claims 1 to 24 (first and second group) fails to neet
the requirenments of Rule 13.1 and 13.2 PCT. The
invitation of the IPEA to pay the first additional

exam nation fee, therefore, was not justified.

The inhal ati on device defined in claim27 (group 3
according to the IPEA) would, in its broadest sense,
al so contribute to the problemof "nonitoring the
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actuation profile" of a dispenser. Study of the
description, however, reveals that the inhalation

devi ce designed according to claim27 is nore
specifically concerned with the problem of determ ning
the pressure profile (or release profile) on propelled
rel ease of nedicament fromthe aerosol container. This
problemdiffers fromthat underlying the dispenser
conprising the technical features given in clains 1 to
24 (groups 1 and 2).

The solution to this problemconsists in the use of a
pressure transducer which allows neasuring the pressure
drop in the nouthpiece of the inhalation device and

t her eby enabl es nmeasuring the airflow as the patient

i nhal es. The pressure transducer is, however, unrelated
to the technical features defining the dispenser given
inclains 1 to 24, since a totally different process
paranmeter is nonitored by the pressure transducer.

Mor eover, the inhalation device clainmed in claim?27
does not conprise the technical feature of a inductive
di spl acenent transducer which is common to clains 1 to
24. The applicant's attention is drawn in this context
to the PCT Gazette, S03/1998 (E), Section |V, Annex B,
part 2, |1, exanple 10 which describes an conbi nation
of clainms (a conveyor belt (i) with feature A or (ii)
with feature B, or (iii) wth features A+ B) that is
conparable to the present situation. However, unity was
found not to exist between enbodinent (i) and (ii).

The applicant has argued in this context that the
invention defined in claim27 is in the same techni cal
field and conprises many of the features of the
invention defined in clains 1 to 24.

As can be immedi ately seen, the only technical feature
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common to all clains under consideration is the

di spenser which conprises a housing and a contai ner

wi thin said housing and which is generally known in the
art. However, Rule 13.1 PCT does not sinply require
sonme |ink between a group of inventions claimed in an

i nternational patent application, but a conmon

i nventive concept. This nmeans that there nust be either
a comon technical problemor at least, if there is
nore than one technical problem there nmust be one
singl e techni cal concept behind the solutions to the
different problens. Gven that the problem and the
techni cal concept underlying claim?27 are found to be
different fromthose addressed by clains 1 to 24, it,

t herefore, must be concluded that a "single general

i nventive concept” between clains 1 to 24 and 27 does
not exi st.

3.4 Hence, contrary to the position of the applicant, the
requirenents of Rule 13.1 and 13.2 PCT are not net by
claim?27 (third group of inventions). Consequently, the
invitation of the I PEA to pay one additional fee for
the third group of inventions was justified.

4. G ven that the protest has been successful only in

part, reinbursenment of the protest fee cannot be
or der ed.

Or der

For these reasons it is decided that:

1. The protest is only partly justified.

2. One of the two additional exam nation fees has to be
rei nbur sed.

0715.D Y A
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3. The protest fee shall not be refunded.
The Regi strar: The Chai r man:
V. Commar e W D Wil
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