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Summary of Facts and Subm ssi ons

1523.D

I nternational patent application PCT/US 99/24307 was
filed with the USPTO on 18 Qct ober 1999.

On 25 Septenber 2000, the European Patent Ofice (EPO),
inits capacity as International Prelimnary

Exam nation Authority (I1PEA), indicated that it
considered that there are two inventions clained in the
international application, and invited the applicant to
restrict the clains or to pay an additional fee.

In the invitation, the |IPEA argued that the clains

i ncluded two groups of inventions not so linked as to
forma single inventive concept as required by

Rul e 13.1 PCT.

The first group conprises independent clainms 1 and 3
and dependent clains 2 and 4 to 13. Clains 1 and 3 read
as foll ows:

"1. A single screw extruder for dispersive and
di stributive m xing, said extruder conprising:

a screw having a continuous flight thereon which
defines a channel having a width and a height;

a plurality of baffles disposed in said channel in
a predeterm ned pattern.”

"3. A single screw extruder for dispersive and
di stributive m xing, said extruder conprising:
a screw having a length, said screw including a
first netering stage and a second netering stage
t her eon;
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a first continuous flight having a height and a
wi dth di sposed in said first netering stage which
defines a first channel and having a plurality of first
baffl es di sposed therein in a first predeterm ned
pattern; and

a second continuous flight having a height and a
wi dt h di sposed in said second netering stage which
defines a second channel and having a plurality of
second baffl es disposed therein in a second
predeterm ned pattern.™

The second group conprises independent claim 14 and
dependent clains 15 to 17. Caim 14 reads as foll ows:

"14. A mxing feature for a single screw extruder
conprising a blister ring positioned on said screw
having a plurality of slots and | ands di sposed

t hereon. "

It was argued that the only technical feature common to
bot h groups of inventions is a single screw extruder
and that single screw extruders are generally known as
exenplified by US-A-4 074 362.

The applicant paid the additional fee under protest in
accordance with Rule 68.3(c) PCT on 23 Cctober 2000. It
was accepted that, whilst it may be true that the only
techni cal feature conmon to both groups of inventions
is a single screw extruder, it was pointed out that the
additional feature of claim 14, the sole independent
clai mof the second group of inventions, is also a
feature of claim4, a dependent claimbelonging to the
first group of inventions. It thus did not require any
additional search to search the second group of
inventions. This was further seen as an indication that
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only one inventive concept was present.

An invitation to pay the protest fee was issued on

6 Decenber 2000, in which the review panel confirned
the finding expressed in the communi cation of

25 Septenber 2000, indicating in their reasons that the
guestion of an additional search is irrelevant to the
question of unity of invention.

The applicant paid the protest fee on 5 January 2001.
An anmended set of clains was also filed. No further
reasoni ng has been received fromthe applicant.

Reasons for the Decision

1

1523.D

The protest is adm ssible.

The sole feature of claim14 is that the screw has
positioned thereon a blister ring "having a plurality
of slots and | ands di sposed thereon”. This feature is
absent fromclainms 1 and 3. Thus, as accepted by the
applicant in the response of 23 Cctober 2000, the only
technical feature common to the independent clains of
bot h groups of inventions is a single screw extruder.
Singl e screw extruders are, however, generally known as
exenplified by US-A-4 074 362. There is no technical
rel ati onship involving one or nore of the special
technical features of clainms 1 and 3 on the one hand,
that is, "a screw having a continuous flight thereon
whi ch defines a channel having a width and a height; a
plurality of baffles disposed in said channel in a
predeterm ned pattern” and those of claim 14 on the

ot her hand, as required by Rule 13.2 PCT.
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The fact that the additional feature of claim14, the
sol e i ndependent clai mof the second group of
inventions, is also a feature of claim4 is not

rel evant to the question of whether or not the two
groups of inventions as set out in paragraph Il above
are so linked as to forma single inventive concept.

| ndeed, the fact that the feature of claim 14 appears
in claim4, which is appendant to independent claim 3,
only enphasises that this feature is not an essenti al
feature of the screw extruder of claim 3.

Further, the allegation that, when the search was
carried out, no additional search would have been

requi red, cannot constitute a reason for contesting a
finding of lack of unity by the I PEA (see W9/94). It
may al so be noted that the EPO, when acting as |ISA did
not raise an objection of lack of unity (see search
report of 11 February 2000) and did not request an

addi tional search fee. Wilst the requirenment of unity
of invention nust be judged by both the |ISA and the

| PEA by the sanme objective criteria, the decision of
the ISAis not binding on the IPEA as stated in G 2/89
(A EPO 1991, 166), points 8.1 and 8.2 of the reasons.

The Board has no power to exam ne the question of unity
of invention of the additional set of clains. Its
powers derive fromArticle 155(3) EPC which provides
for it to exam ne a protest which arises out of

Rule 68.3(e) PCT. This it can only do on the basis of
t he docunents avail able when the | PEA issued its
invitation either to restrict the clains or to pay the
protest fee within a period of one nonth (see W3/94).
Since, in the present case, the applicant elected to
pay the protest fee, the Board nust confine its
decision to the set of clains considered by the |PEA
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4. For the foregoing reasons, the Board cones to the
conclusion that the two groups of inventions as set out
in paragraph |1l above are not so linked as to forma
single inventive concept as required by Rule 13.1 PCT.
The invitation under Article 34(3)(a) and Rule 68.2 PCT
was therefore justified.

Or der

For these reasons it is decided that:

The protest according to Rule 68.3(c) PCT is di sm ssed.

The Regi strar: The Chai r man:

M Dai nese W Mbser
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