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Summary of Facts and Submn ssions

0784.D

Eur opean patent no. 0 762 935 was granted in response
to European patent application no. 95 921 830.6 which
was a Euro-PCT-application resulting frominternationa
application no. PCT/EP95/02131. The nention of the
grant of the patent was published on 15 April 1998.

Noti ce of opposition was filed on 15 January 1999. In a
| etter dated 27 January 1999, the Opponent requested

i nspection of files in respect of docunents arising
frominternational prelimnary exam nation. On an
earlier request, he had already received a copy of the
international prelimnary exam nation report (IPER). In
addi tion, he requested copies of all other letters
submtted by the applicant and comuni cations fromthe
International Prelimnary Exam ning Authority (1 PEA).
In particular, he nentioned the first witten opinion
of the | PEA under Rule 66.2 PCT and any further
correspondence.

As a reason for the request, the Opponent submtted
that such inspection was necessary in order to
establish on which substantive basis, in particular on
the basis of which technical information given by the
applicant, the patent had been granted. Havi ng entered
the regi onal phase, a Euro-PCT application was a nor nal
Eur opean application to which Article 128 EPC applied
Wi th the consequence that inspection of the conplete
file was available. This was not contrary to Article
38(1) PCT, since the restriction for inspection of
files in this provision no | onger applied once the | PER
had been establi shed.

In a decision, dated 27 Septenber 1999 and al | owi ng
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separate appeal, a formalities officer acting for the
Qpposition Division rejected the request for file

I nspection. The reason given was that the rel evant
docunents were not part of the public part of the file
of the European patent application accessible by file
I nspection under Article 128(4) EPC. Nor was file

i nspection avail able under the PCT. In the present case
Rule 94 PCT as in force before 1 July 1998 applied

whi ch provision did not oblige the elected Ofice to
al l ow access to the docunents relating to internationa
prelimnary exam nation

V. On 25 Novenber 1999, a notice of appeal was filed, the
prescribed fee being paid on the sane day. In the
statenent of grounds of appeal filed on 18 January
2000, the Appellant (Opponent) el aborated his
subm ssions nmade in first instance proceedings.

VI . In a comruni cation, the Board drew the parties’
attention to the fact that the Opposition Division's
deci sion had been given by a formalities officer whose
responsibility for the contested decision seened
doubtful. A decision exceeding the powers transferred
m ght entail remttal of the case. In addition, the
Board noted that the Proprietor had not been given the
opportunity to coment on the rejected request.

VII. In reply, the Respondent (Proprietor) made clear that
he did not authorize inspection of the docunents
relating to the international prelimnary exam nation

VI1I. The Appellant requested that the witten opinion
according to Rule 66.2 PCT and the responses thereto as
well as further witten opinions and responses be nade
avai l abl e for inspection. Auxiliarily, in case the

0784.D Y A
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request ed docunents were not parts of the file of the
patent, he requested that the EPO inspects the files of
the | PEA according to Article 38(1) PCT and nakes
avai |l abl e the obtainable information. The Respondent
abstai ned fromsubmtting a request.

Reasons for the decison

2.1

0784.D

Mai n request

The Appellant's request is based on Article 128 EPC

Al so the reasons for the request nmake clear that the
request is not directed to the | PEA but to the EPO
acting, after grant of the patent, outside its PCT
functions. Hence, the provisions of the EPC apply.
Accordi ngly, the decision under appeal was not given by
the | PEA but by the Qpposition Division with which
opposition proceedi ngs are pendi ng (Si nger/ Stauder,
2nd ed., Koln 2000, Art. 128 EPC, pt. 14). The
Qpposition Division's decision, although not

term nating proceedings, is subject to appeal (Article
106(1) and (3) EPC). The appeal fulfils the fornmal
requi renents and i s, therefore, adm ssible.

The deci si on under appeal exceeds the conpetence of a
formalities officer.

The Notice of the Vice-President of D rectorate-Cenera
2 of the EPO concerning the entrustnent to formalities
officers of certain duties normally the responsibility
of the Qpposition Divisions of the EPO entrusts
formalities officers with the duty of "granting of

i nspection of files in cases covered by Article 128(2)
to (4) EPC' (Notice dated 28 April 1999, pt. 13, Q) EPO
1999, 506).



2.2

2.3
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The term "granting of inspection” defines apparently
only a positive decision, whereas in the decison under
appeal the request for inspection was rejected.

There is no justification for giving the above

del egation of duties an interpretation beyond its
wor di ng covering also the rejection of file inspection.
This woul d be contrary to the term nol ogy used

el sewhere in the list of delegated duties. Were a

del egation is intended to conprise a positive as well
as a negative decision, this is made clear in the
wor di ng used. For exanple, pt. 12 del egates "deci sions
as to applications under Article 122(4) EPC ..." (see
al so pts. 6, 19, 20 and 21). Consistently, pt. 13 could
be expected to read decisions on requests for

i nspections of files if it were intended also to
conprise a negative decision. In addition, the purpose
of the del egati on speaks against an interpretation
beyond its wording. Inspection of files is in the vast
maj ority of cases a routine task, since the files of
publ i shed applications are open to inspection w thout
restriction with the consequence that inspection
normal |y can be given w thout exam ning the individua
ci rcunstances of the case. Rule 9(3) EPC all ow ng the
del egati on of duties serves the purpose of relieving
Exam ni ng and Qpposition Divisions of duties not
calling for legal or technical expertise. As
illustrated by the situation in the present case,
rejection of a request for inspection of files requires
exam nation of the circunstances of the individual case
and possibly interpretation of the relevant provisions
or evaluation of conflicting interests. Such cases
typically fall outside the scope of Rule 9(3) EPC
restricting delegation to duties involving no technica
or legal difficulties. As far as decision J 38/97
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(dated 22 June 1999, not published in QJ EPO, Reasons,
pt. 2) may be understood differently it has to be noted
that the decision is concerned with a different

problem It does not deal with the extent of delegation
of the duties of the Qpposition Division in its ful
conposition (Article 19(2) EPC) to the formalities

of ficer on the basis of Rule 9(3) EPC but rather with
the question of the entitlement of a DG 2 Director to
decide on a matter within the responsibility of the
Qpposition Division.

Pursuant to Article 10 of the Rules of Procedure of the
Boards of Appeal, a Board shall normally remt a case
to the departnment of first instance if fundanental
deficiencies are apparent in the first instance
proceedi ngs. This principle applies to a decision of
the formalities officer exceeding the powers
transferred on the basis of Rule 9(3) EPC (T 114/82, QJ
EPO 1983, 323). In the absence of any comments of the
parties on this possible conduct of proceedings
mentioned in the Board' s comuni cation, the Board makes
use of the possibility of remtting the case pursuant
to Article 111(1) EPC

In accordance with established case law, it anobunts to
a substantial procedural violation if a decision is
taken by a formalities officer who was not conpetent to
deci de (See the decisions cited in Case Law of the
Boards of Appeal of the EPO, 3d. ed. 1998,

VII1.D. 15.4.6, p. 518 of the English version).
Considering that the Appellant has not obtained a
review i n substance of the decision under appeal,

rei mbursenent of the appeal fee in accordance with

Rul e 67 EPC appears equitable.
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Auxi liary request

5. As far as the auxiliary request can be understood to
relate to a subject different fromthe nmain request,
there is no decision under appeal which has dealt with
such subject. To this extent the request cannot be
subj ect of these appeal proceedings (Article 106(1)
EPC, cf J 12/85, QJ EPO 1986, 155).

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Opposition Division for
further prosecution.

3. Rei nbursenent of the appeal fee is ordered.
The Regi strar: The Chai r man:
C. Ei ckhoff R. Teschemacher
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