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Summary of Facts and Submn ssions

0745.D

The appell ant (proprietor of the patent) |odged an
appeal against the decision of the Qpposition D vision
revoki ng the patent No. 0 556 163.

Two oppositions were filed against the patent as a
whol e and based on Article 100(a) EPC (|l ack of novelty
and of inventive step; invention not susceptible to

i ndustrial application), Article 100(b) EPC
(insufficient disclosure) and Article 100(c) EPC

(subj ect-matter extendi ng beyond the content of the
application as filed).

The Opposition Division held that the priority clained
for claiml1l of the patent as granted is not valid, that
consequently the prior art nmade public after the
priority date clained for the patent but before its

date of filing, i.e.
D1: RE 92 A 000049 together with
D2: Affidavit Battani or

Annex G Affidavit Canorani

is prior art according to Article 54(2) EPC, and that
in viewof this prior art the subject-matter of claim1l
| acks novelty (Articles 100(a), 54(1) EPC).

The appel |l ant requested that the decision under appea
be set aside, that the priority clainmed be considered

valid, and that the patent be maintained as granted.

The respondents | and Il (opponents 01 and 02)
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requested that the appeal be dism ssed.

Caiml of the patent in suit reads as follows:

"1l. A die for ceramc tiles of the type conprising two
hal f-dies (1) and (2) between which the material to be
conpacted is pressed, at |east one of which two hal f-
dies (1) or (2) is of a special type and conprises a
rigid, concave base (3) which defines a cavity (5)
which cavity (5) is filled with an unconpressible fluid
and which cavity (5) is closed by an elastic wall (4)
on which elastic wall (4) external face the inprint of
one of the faces of atile to be realised (6) is

i nscri bed characterised in that a lattice (7) is
arranged in the cavity (5), which lattice (7) divides
said cavity (5) into a plurality of portions (9) and
defines a laying-surface for the said elastic wall (4),
to which laying surface the elastic wall (4) is solidly
anchored; the said inprint is nmade at the position of
the said lattice (7); permtting to obtain atile
havi ng equal overall density and enabling the tile

| ayi ng-surfaces to be kept flat."

The appel |l ant argued essentially as foll ows:

(1) When assessing the validity of a clained
priority the Paris Convention needs to be
consi dered. According to Article 4F of the Paris
Convention a priority cannot be refused on the
basis that the application claimng the priority
contains one or nore elenments which are not
present in the original application, as |ong as
there is inventive unity as far as the local |aw
is concerned. Further according to Article 4H of
the Paris Convention a priority may not be



0745.D

(i)

(iii)

- 3 - T 1084/ 99

refused on the ground that certain el enents of
the invention for which priority is clainmd do
not appear anong the clains fornulated in the
first application, provided that the application
docunents as a whol e specifically disclose such
el enents. Consequently, when assessing the
validity of a clainmed priority in order to
determ ne whether the first application and the
Eur opean patent application concern the sane

i nvention, unity nust exist between the elenents
preci sely disclosed within each of these
appl i cations.

According to a "Report of the Meeting of Menbers
of SACEPO and the Boards of Appeal" (EP

I nformation 1/1998, page 6) in the case that a
characteristic is added to a claimw th the
effect of [imting the protection sought, but

w t hout changing the way in which the invention
solves the technical problem the invention
remains the sane and therefore the priority is
val idly cl ai ned.

According to decisions of the Boards of Appeal
in determning whether the first application and
t he European patent application concern the sane
i nvention sone characteristics of the European
pat ent application do not have to be explicitly
mentioned in the first application as |ong as
the skilled person would be able to deduce such
characteristics fromthe first application
Furthernore, it is not necessary to use

i dentical wording in the European patent
application and the first application. A
priority can be validly clainmed when a
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characteristic introduced into the clains of the
Eur opean patent application does not change the
overal |l character and nature of the invention
when conpared to the invention of the first
appl i cation.

(i1v) The priority clained for the subject-matter of
claiml1l of the contested patent is valid, since
the feature of claim1 that "a lattice 7 is
arranged in the cavity 5, which lattice 7 ..
defines a laying-surface for the said elastic
wal |, to which laying surface the elastic wall
is solidly anchored” corresponds to one of the
solutions literally proposed in the first
application I T-MO 92 A000018. The feature can be
derived directly and unanbi guously fromthe
first application as a whol e.

As regards the literal neaning of the invention
di sclosed in the first application, the
expression "poggiare” used in the Italian
description of the first application to define
the relationship between the elastic wall and
the laying surface defined by the lattice
expresses two alternative nmeanings with respect
to this relationship. One of these alternatives
is that the elastic wall rests on the |laying
surface and the other one is that the elastic
wall is solidly constrained to it.

An indication for these two alternatives being
di sclosed within the first application is given
by the fact that when describing this
relationship neither the expression "apoggiare",
meani ng resting with probably no fixed

0745.D Y A
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constraint, nor an expression nmeaning "solidly
constrai ned" has been used. Consequently, within
the first application it is not expressly
defined whether or not the elastic elenent is
constrained to the laying surface.

The use of the expression "poggiare" within the

context of the first application however clearly
points to the neaning intended by the applicant

that the elastic wall is solidly constrained.

Since the first application discloses two
alternatives concerning the rel ationship between
the elastic wall and the laying surface, the
appl i cant woul d have been entitled to a right of
priority for two distinct European patent
applications, each covering a different one of

t hese alternatives.

Furthernore, a technical analysis of the first
application provides nunerous indications for
the disclosure in the first application that the
elastic wall rests on the lattice, which has to
be understood as disclosing that the elastic
wall is solidly constrained to the |aying
surface of the lattice.

One indication is that for dies for ceramc
tiles working at high pressures it is inpossible
to conceive that their rigid parts are sinply

el ements resting with no constraint one upon the
ot her.

The use of different wording in the first
application with respect to the arrangenent of
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the elastic elenent, by which the elastic wall
is solidly anchored to the edges of the rigid
base and by which the elastic wall rests on the
| atti ce, does not express a structural
difference but results nerely fromdifferent
rel ati onal concepts being used. The first
wor di ng concerns a nmechani cal concept and the
second a functional one. The use of these

di fferent concepts of description however does
not lead to a structural difference being
expressed.

Such a structural difference remai ns unsupported
by the remai nder of the first application. On
the contrary, the drawing, in which the contacts
between the elastic wall and the edges of the
rigid base and the laying surface of the lattice
are shown to be alike, confirms that the elastic
wall is attached to both elenents in the sane
manner .

Furthernore, fromthe description of the first
application it can be derived that the elastic
wall is solidly anchored to the | aying surface
of the lattice. According to this description
the die exerts the sanme pressure over atile
except for the area covered by the lattice where
the die behaves like a traditional rigid die.
The presence of the lattice guarantees perfect
coplanarity and each of the two half-dies can be
used either as bottomor top die. None of which
is possible in the case that the elastic wall is
not solidly constrained to the |aying surface.
According to this description through holes are
provided to place all of the portions, into
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which the lattice divides the cavity, in

comuni cation. The through holes are superfl uous
in the case that the elastic wall is not solidly
constrained to the lattice.

The technical report (which is not further
identified) presented in an infringenent dispute
in ltaly, which was nentioned in the letter
dated 5 July 2000, conprises a drawi ng, nmade on
the basis of figure 2 of the first application.
This drawi ng denonstrates by way of show ng the
defl ected configuration of a portion of the
elastic elenent in broken lines, that the

el astic el enent has not only been anchored to
the edges of the rigid base but necessarily al so
to the lattice, due to the resulting deflected
shape of the nenbrane.

The respondents | and Il argued essentially as foll ows:

(i)

According to the Paris Convention, the "Report
of the Meeting of Menbers of SACEPO and the
Boards of Appeal" and the decisions of the Board
of Appeal nentioned by the appellant to support
the right of priority being validly clained, the
Eur opean patent application nust relate to the
sane invention as the first application. A
characteristic my be added to the European
patent application only if: it does not change
the way in which the invention solves the
problem it does not change the overal

character of the invention, and it can be easily
deduced fromthe first application. Wth respect
to the patent in suit none of these conditions

i s satisfied.
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The expression "poggiare” used in the first
application has in Italien the neaning of "to
rest on" and refers to an object being kept in
pl ace by its own weight. This neaning could be
enlarged to "to be in contact” but not beyond
t hat .

An expression corresponding to "to anchor" and
involving a further constraint is used in the
first application only with respect to the

el astic wall being anchored to the edges of the
rigid base. No indication is given within the
first application that such anchoring al so
applies to the relationship between the elastic
wall and the laying surface of the lattice.

An anal ysis of the behaviour of the elastic wall
for an elastic wall resting on the | aying
surface and one anchored to it shows, that in
bot h cases provision of through holes is
required and that with respect to sone parts of
the tile inferior surface the die works as a
rigid die.

Wth regard to the use of a half-die conprising
an elastic wall as the upper die, it needs to be
recogni sed that the weight of the elastic wall
and the oil above it cannot lead to the elastic
wal | being separated fromthe |aying surface of
the lattice. It needs to be taken into

consi deration that the behaviour of the elastic
wal | under working conditions is the sanme for
the upper die half or the lower die half. In
each case the elastic wall rests on the |aying
surface of the lattice.
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The priority clainmed for the patent in suit is
not valid, since the patent concerns a different
invention to the one disclosed in the first
application. According to the opinion of the

Enl arged Board of Appeal G 3/93 a claimto
priority is invalid due to the fact that the
priority docunent and the subsequent European
application, do not concern the sane invention
because the European application clains subject-
matter not disclosed in the priority docunent.

According to the first application the elastic
wall is solidly anchored to the edges of the
rigid base of the die and rests on the |aying
surface of the lattice. This arrangenent | eads
to a functioning die as was admtted by the
patent proprietor in the opposition proceedi ngs
(cf. the paragraph bridging the two | ast pages
of the letter dated 18 Decenber 1995) and as
stated in Annex O ("Third Technical Wit on
behal f of the Plaintiff", filed by the opponent
| with letter dated 19 June 1996). Consequently,
this arrangenent provides sufficient co-
planarity for the inferior side of the tile. The
reason is that although the elastic wall can be
lifted off fromthe lattice, it will not be
lifted off at all parts of the lattice. At its
peri phery and at the parts at which nore

mat erial or one with higher density is provided
it wll remain in contact with the laying
surface of the lattice.

According to the invention clainmed in the patent
insuit the elastic wall is solidly anchored to
the edges of the rigid base and at the |aying
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surface defined by the lattice. The behavi our of
the elastic wall in this case is entirely
different fromthe one disclosed in the first
application, since the elastic wall cannot be
lifted off the lattice at all. Consequently,
perfect planarity is obtained for all portions
of the inferior side of the tile correspondi ng
to the elastic wall portions solidly anchored to
the laying surface of the lattice. This is not
the case for the die according to the first
application, since deformations of the elastic
wall in the portions of the die conprising nore
powder, or powder of higher density, can be so
inportant that the elastic wall gets positioned
under the laying surface of the lattice, thereby
destroying the coplanarity of the tile inferior
lattice.

Therefore, froma technical analysis of the
invention of the first application and the one
of the patent in suit it cannot be concl uded
that they are the sane invention. This applies
the nore so when considering the different
behavi our of the die disclosed in the first
application and the one defined by the subject-
matter of claiml of the patent in suit, which
results fromthe structural difference between
bot h di es.

Consequently, the content of the Italian
application RE 92 A 000049 (Dl1) together with
the affidavit Battani (D2) and the die for
ceramc tiles according to the affidavit
Canorani (Annex G have to be considered as
prior art according to Article 54(2) EPC, since
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each of these pieces of prior art has been
publicly avail able after the priority date but
before the filing date of the patent in suit.

(v) Claim 1 uncontestedly | acks novelty with respect
to either one of these pieces of prior art.

Reasons for the decision

Priority right

0745.D

According to the opinion G 2/98 of the Enlarged Board
of Appeal the requirenent for claimng priority of "the
same invention"” referred to in Article 87(1) EPC, neans
that priority of a previous application in respect of a
claimin a European patent application in accordance
with Article 88 EPCis to be acknow edged only if the
skill ed person can derive the subject-matter of the
claimdirectly and unanbi guously, using commbn genera
know edge, fromthe previous application as a whole
(cf. conclusion of G 2/98).

Thi s opinion concerns the interpretation of the concept
of "the sane invention" referred to in Article 87(1)
EPC. The interpretation followi ng this opinion needs to
be applied when assessing the validity of the clained
priority in the present case. According to G 2/98 the
interpretation of the concept of "the sane invention"
Is perfectly in keeping with opinion G 3/93 of the

Enl arged Board of Appeal referred to by respondent I.

According to G 2/98 the required narrow or strict
interpretation of the concept of "the sane invention”
Is perfectly consistent with Articles 4F and 4H of the
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Paris Convention (cf. Reasons for the Opinion,
par agraphs 4 and 5).

The neani ng of the concept of "the sane invention”
stated in Article 87(1) EPC which is derivable from
the articles in EPI Information and fromthe case | aw
referred to by the appellant is consistent with the
meani ng of this concept according to G 2/98.

When considering whether claim1 of the patent in suit
concerns the sanme invention as disclosed in the first
application, nanmely the Italian application

No. MXO2 A 000018, it needs to be determ ned whet her
the skilled person can derive the subject-matter of
claiml directly and unanbi guously, using comon
general know edge, fromthe previous application as a
whol e.

Claiml of the patent in suit is directed to a die for
ceramc tiles of the type conprising two hal f-dies, at

| east one of which is of a special type and conprises a
rigid, concave base which defines a cavity. The cavity,
within which a lattice is arranged, is filled wth an

i nconpressible fluid and cl osed by an elastic wall.

It therefore needs to be determ ned whether the
cooperation of the elastic wall with the lattice, as
defined in claim1 in that the "lattice ... defines a

| ayi ng surface for said elastic wall (4), to which

| ayi ng surface the elastic wall is solidly anchored",
can be derived directly and unanbi guously, using common
general know edge, fromthe first application as a

whol e.

Wth respect to this feature, in the first application
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there is disclosed "all'interno della cavita' 5 e
ricavato un reticolo 7, su cui poggia |la pareta

el astica 4, che divide |la cavita' stessa in una
pluralita' di porzioni 9" (page 6, lines 3 to 5; cf.
al so claim 3).

In the English translation of the priority docunent
this disclosure is translated into "internally to the
cavity 5 a lattice 7 is made, on which the elastic

wall 4 rests, which elastic wall 4 divides the said
cavity 5 into a plurality of portions 9" (page 6,

lines 2 to 5 fromthe botton). According to claim3 of
this translation the elastic wall l[eans on the lattice.

The correctness of this translation is undi sputed.

4. The verb "poggiare"” defines in the first application
the relationship between the elastic wall and the
|attice. According to the appellant it expresses the
concept both of an elenment resting on another el enent
and of an elenment solidly constrained to anot her
el ement. The Board cannot consider this assertion as
havi ng been proven.

The Board considers that fromthe dictionaries referred
to by the appellant and filed by the patent proprietor
as Annexes 1 to 3 during the opposition proceedi ngs
(cf. Remarks filed with letter dated 18.12.95) it is
unanbi guously clear that the verb "poggi are” has the
nmeani ng of one el enent resting on another one. This
nmeani ng corresponds to the opinion expressed in said
Remar ks (page 1, paragraph 4) and is also expressed in
the English translation of the passage concerned (cf.
par agraph 3. above).

0745.D Y A
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The appel |l ant has argued that according to its ful
meaning in the context in which it is used in the first
application, the verb "poggi are" can alternatively have
t he nmeanings of the elastic wall resting on the
lattice, or of the elastic wall being solidly
constrained to the lattice. No proof is given that the
literal nmeaning of this verb enconpasses these two
alternatives instead of the one neaning clearly
indicated in the dictionaries.

No proof is given that the literal neaning of this verb
according to the dictionaries is altered due to the
context within which it is used in the first
application. No evidence is given that the clear
nmeani ng the verb "poggi are" taken by itself, is

nodi fied due to the manner within which it is used in

t he passage concerned (cf. paragraph 3. above).

As indicated in paragraph 5. below, a die half having,
as disclosed in the first application, an el astic wal
resting on the lattice, leads to a structure of a die
for ceramc tiles which results in a proper functioning
of the die. Consequently, with respect to the "semantic
consi deration” referred to by the appellant to the
meani ng of the verb "poggiare", concerning the

relati onship between the elastic wall and the lattice
fromthe first application no neaning can be derived

ot her than the one referred to above that the elastic
wall rests on the lattice.

Consequently the verb "poggi are" cannot be considered
as having an alternative additional nmeaning within the
context of the first application beyond the neani ng of
"to rest". The argunent given by the appellant that
each one of these alternative neani ngs could have |ed
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toits own right of priority therefore needs not be
further considered.

5. Wth respect to the remaining argunents given by the
appel l ant as "technical analysis" the Board |ikew se
cannot consider the subject-matter of claiml1l of the
contested patent to be derivable by the person skilled
in the art, directly and unanbi guously, using genera
know edge, fromthe first application as a whole.

(a) The argunent that the invention relates to a die
for tiles working at high pressures, which | eads
to it being inpossible to conceive their rigid
el ements sinply resting wwth no constraint on one
anot her such that no other solution is conceivable
besi des one that the elastic wall is solidly
constrained to the lattice, cannot be foll owed.
According to the first application (cf. English
transl ation, page 6, end of first paragraph) as
wel |l as the description of the patent in suit
(colum 2, lines 39 to 42) the elastic wall is
solidly anchored to the edges of the rigid base
such that, irrespective of the relationship
between the elastic wall and the lattice, the
elastic wall is constrained to the base. As
admtted by the patent proprietor in the
opposition proceedings (cf. the paragraph bridging
the last two pages of the letter dated 18 Decenber
1995) and as can be derived from Annex O ("Third
Technical Wit on behalf of the Plaintiff", filed
by the opponent | with letter dated 19 June 1996)
the die concerned works irrespective of whether
the elastic wall rests on the lattice or whether
it is solidly anchored to the |aying surface of
the lattice.

0745.D Y A



0745.D

(b)

- 16 - T 1084/ 99

The Italian utility nodel No. 214739 referred to
in this respect by the appellant concerns a die
having a half-die with a base conprising bores,
each housing a piston, the base, including the
openi ngs of the bores, being covered with an
elastic wall. Since no lattice is provided and the
elastic wall is attached solely to the base, this
utility nodel cannot assist the person skilled in
the art in assessing the relationship between the
elastic wall and the lattice disclosed in the
first application.

According to a further argunment the two

di scl osures of the first application given with
respect to the arrangenent of the elastic wall,
one stating that the elastic wall is solidly
anchored to the edges of the rigid base and the

ot her one that the elastic wall rests on the
lattice, differ only with respect to the wording
used but do not express a structural difference.
Even if the assunption underlying this argunent,
nanely that the first statenent (solidly anchored)
relates to a nechani cal and the second st atenent
(rests) to a functional concept, is followed no
evidence is given that it can be derived fromthe
use of such formulations that in each case the
sane relationship is referred to. On the contrary,
it is evident that such an assunption would | ead
to a contradiction between the then assuned

rel ati onship between the elastic wall and the
|attice (solidly anchored to the lattice) and the
one disclosed in the first application (resting on
the lattice).

Correspondi ngly the argunent cannot be foll owed
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that the existence of an exact constructiona

rel ati onship between the elastic wall on the one
hand and the edges of the rigid base or the

| attice on the other hand can be derived fromthe
drawi ngs, since in each case this relationship is
represented in the sane nmanner. Wen the
schematically shown cross-section of the half-die
shown in figure 2 of the first application is
consi dered wi thout consideration of the
description, no conclusion can be drawn as to the
rel ati onship between the elastic wall and the
edges on the base or the lattice. Fromfigure 2 it
can only be derived that the elastic wall is - in
the shown orientation of the die - in contact with
the base and the lattice. Figure 1 does not show
any nore than figure 2. In particular, no
structural elenments are shown which indicate that
the elastic wall not only contacts the base and
the lattice, but is solidly anchored to either one
of these elenments. The om ssion of such an
indication in respect of the contacting area
between the el astic elenent and the edges of the
rigid base which according to the description is
solidly anchored to the base, cannot be understood
as indicating, that in respect of the contacting
area between the elastic wall and the lattice the
connection is of a structure as described for the
former case, which is contrary to the
correspondi ng description according to which the
elastic wall rests on the lattice.

According to a first portion of the description of
the first application (page 8, last two

paragraphs) it is an inportant fact that all areas
of the tile are subjected to the sane pressure and
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t hus have the sanme density with the exception of
the surface occupied by the lattice, where the die
behaves like a rigid die. This portion cannot be
consi dered as indicating directly and

unanbi guously that the elastic wall is solidly
anchored to the lattice, which would be contrary
to the portion of the description of the priority
docunent (page 6, paragraph 2 from bottom
according to which the elastic wall rests on the
lattice. It is conceivable that, in the particul ar
situation of the elastic wall lifting fromthe
|attice e.g. due to | ack of powder in this area,
the statenent that within the surface occupi ed by
the lattice the die behaves like a rigid die,

m ght be considered as being in contradiction with
the actual deflection of the elastic wall. Such a
contradiction which is possible for a particular
situation cannot be considered as directly and
unanbi guousl y di scl osing, contrary to the
correspondi ng description, that the elastic wal

Is solidly anchored to the lattice.

Such a disclosure can al so not be derived fromthe
effect stated in the first application (page 8,
end of second paragraph) that the presence of the
| attice ensures the always-perfect coplanarity of
the tile inferior lattice, even for tiles of

consi derabl e size, since no evidence is given for
this effect not being obtainable with the die as
di scl osed in the first application.

The provision of through holes, to connect al
portions of the cavity separated by the l|attice,
| i kewt se cannot be considered as a discl osure of
the elastic wall being solidly anchored to the

0745.D Y A
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| ayi ng surface of the lattice. As can be derived
fromclaiml of the first application and of the
patent in suit, the provision of such through

hol es is not an essential feature and thus cannot
be understood as | eading to a requirenent
concerning the relationship between the elastic
wal |l and the lattice as defined within claim 1.

For the die disclosed in the first application,
according to which the elastic wall rests on the
| attice and, given a particular pressure
condition, can be lifted fromit, provision of

t hrough hol es can neverthel ess be advant ageous to
enhance nutual comruni cation between all of the
portions of the cavity, thus enabling rapid

di stribution of the inconpressible fluid over al

t hese portions. Thus, fromthe provision of these
t hrough holes it cannot be derived directly and
unanbi guously that the elastic wall is solidly
anchored to the laying surface of the lattice.

The above consi derations apply al so consi deri ng
the argunent that the elastic wall can be provided
in an upper die-half (first application, page 7,

| ast sentence of paragraph 3). The elastic wall,
bei ng then situated underneath the lattice, could
in the non-operating state of the die only be
considered to "rest” on the lattice if it is
appropriately rigid or prestressed in horizontal
direction, e.g. via its solid anchoring to the
edges of the rigid base. Thus, for the non-
operative state of such a die, a relationship that
the elastic elenent "rests” on the lattice as

di sclosed in the priority docunent is conceivable.
More inportantly however, irrespective whether or
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not the elastic elenent is rigid or horizontally
prestressed in this sense, in the operating state
the elastic elenent provided in an upper die-half
can cone to rest on the lattice, even if this
woul d not be the case for the non-operating state
of the die. Thus, as far as a contradiction could
be seen between the portion of the description of
the first application by which a die-half
conprising an elastic wall can be the upper half
and the one by which the elastic wall rests on the
| attice, such a contradiction cannot be understood
as | eading directly and unanbi guously to a

rel ationship of the elastic wall and the lattice
bei ng defined that the elastic wall is solidly
anchored on the | aying surface of the lattice as
defined in claim1 of the patent in suit. Such a
relati onship would be contrary to the remai nder of
t he description.

Wth regard to the drawing filed by the appell ant
wi th observations dated 5 July 2000 the appell ant
al l eges that the deflected configuration of a
portion of the elastic el enment shown in broken
lines represents a deflection considered by the
skilled person as being the one resulting froma
cooperation of the elastic elenment with the

| attice as described in the first application. He
furthernore all eges that the deflection shown is
due to the elastic wall being solidly anchored to
the laying surface of the lattice and not for
exanpl e due to pressure inposed on the area of the
elastic wall at which it also rests on the lattice
(cf. figure 2 of the first application). However

t he appell ant has given no proof for these

al | egati ons.
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Consequently fromthe priority docunment considered as a
whol e, the person skilled in the art cannot derive the
subject-matter of claim1l1 directly and unanbi guously,
usi ng common general know edge since the feature of
claiml of the patent in suit that the elastic el ement
is solidly anchored to the |attice cannot be derived
fromeither the wording or the technical information of
the first application.

As conpared to the first application the die according
to claiml of the patent in suit thus does not concern
the sane invention, since the relationship between the
elastic elenent and the lattice is defined differently
fromthe one disclosed in the first application. Under
certain conditions (cf. paragraph 5.(c) above), this
different relationship can also lead to an inprovenent
in how the tile-laying surfaces are kept flat, since
the elastic wall, being solidly anchored to the
lattice, is not permtted to lift fromthe lattice,

whi ch otherwi se could lead to a distortion with respect
to the flatness of the tile-laying surfaces.

The priority clained for the contested patent is thus
not valid since the first application and the patent in
suit do not concern "the same invention" as required by
Article 87(1) EPC (cf. G 2/98).

The appeal is not directed to the part of the contested
decision within which it has been found that the
subject-matter of claim11 |acks novelty (Articles 54,
100(a) EPC) with respect to D1 in conbination with D2
or the Annex G which have been considered as prior art
in the sense of Article 54(2) EPC due to the priority
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of claim1l of the contested patent not being valid. The
Board does not see any circunstances leading to a
different opinion with respect to public availability
of the die according to D1 or the Annex G prior to the
date of filing of the patent in suit and with respect
to the subject-matter of claim1 |acking novelty with
respect to the die according to DL or the Annex G

Procedural nmatters

8. The finding of the Board that the priority of claim1l
is not valid is based on the sane facts and argunents
as for the appeal ed decision. The grounds of appeal in
essence do not go beyond the facts and argunents
presented in the opposition proceedi ngs and noreover
t he appeal does not concern the part of the decision by
whi ch the subject-matter of claim1l | acks novelty in
the case that its priority is not valid. It was
therefore neither necessary nor effective to issue a
communi cation (Article 110(2) EPC). It thus could be
deci ded i medi atel y.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

0745.D Y A



- 23 - T 1084/ 99

L. Martinuzzi A. Burkhart
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