BESCHVWERDEKAMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMTS OFFI CE DES BREVETS
I nternal distribution code:
(A [ ] Publicationin Q
(B) [ ] To Chairmen and Menbers
(O [X] To Chairnen
(D) [ 1 No distribution

DECI SI ON

of 5 February 2002

Case Nunber: T 1081/99 - 3.5.1
Appl i cation Nunber: 94112840. 7
Publ i cati on Nunber: 0639027
| PC. HO4N 1/ 46
Language of the proceedi ngs: EN

Title of invention:

Color film analyzing nmethod and apparatus therefore

Appl i cant:

FUJI PHOTO FI LM CO., LTD.

Opponent :

Headwor d:
Fi I m anal yzi ng net hod/ FUJI

Rel evant | egal provisions:
EPC Art. 52(1), 56
Keywor d:

"I nventive step - no"

Deci sions cited:

Cat chword

EPA Form 3030 10.93



Europdisches European Office européen

o) Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 1081/99 - 3.5.1

DECI SI ON
of the Technical Board of Appeal 3.5.1
of 5 February 2002

Appel | ant : FUJl PHOTO FI LM CO., LTD
210 Nakanuma
M nani - Ashi gar a- shi
Kanagawa- ken (JP)

Represent ati ve: G unecker, Kinkel dey
St ockmai r & Schwanhausser
Anwal t ssozi et &t
Maxi m | i anstrasse 58
D- 80538 Minchen (DE)

Deci si on under appeal : Deci si on of the Examining Division of the
Eur opean Patent O fice posted 18 May 1999
refusi ng European patent application
No. 94 112 840.7 pursuant to Article 97(1) EPC

Conposition of the Board:

Chai r man: S. V. Steinbrener
Menber s: R Randes
P. Muehl ens



- 1- T 1081/99

Summary of Facts and Submn ssions

1420.D

Thi s appeal is against the decision by the Exam ning
Division to refuse European patent

application 94 112 840.7 on the grounds that the
subject-matter of claim1 | acked inventive step having
regard to the foll ow ng docunent:

D1: US-A-4 364 084.

The set of clains decided on by the Exam ning Division
had three clains, clainms 2 and 3 being dependent on
claim1. Cdaim1 had not been anended in Exam nation
proceedi ngs and reads as foll ows:

"1l. A video-type color filmanalyzer (10,32) for

di spl ayi ng sinulated color print inages of a plurality
of picture frames of a color filmin a matrix pattern
on a video imge display device, said anal yzer
conpri si ng:

i mge specifying neans (40) for specifying one of said
col or images which need not be printed; and

nmeans for displaying an indication mark (49) which
overl| aps part of said specified color inmge, said mark
indicating that said specified print is not to be
printed."”

In its decision the Exam ning Division argued that D1
(see colum 3, lines 27 to 43 and colum 5, line 66 to
colum 6, line 8) disclosed a video-type colour film
anal yzer (1-7) conprising inmage specifying neans (7)
for specifying one of said col our i nages whi ch need not
be printed. The subject-matter of claim1l consequently
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differed fromthe disclosure of D1 in neans for

di spl ayi ng an indication mark which overl apped part of
sai d specified colour inmage, said mark indicating that
said specified print was not to be printed. The

Exam ning Division found that at the priority date

di spl ayi ng overl appi ng indication marks was conmnon
general know edge in the imge processing art. Hence
the difference features anmounted to obvi ous neasures

| acki ng i nventive step.

In the statenent of grounds of appeal the Appell ant
requested that the decision be set aside and a patent
be granted, arguing that in D1 the "non-print"

i nformati on was not displayed. In contrast, the
invention clearly nmarked i mages to be di scarded as
"non-print" to avoid confusion with "print" inmages. The
Appel I ant al so nade an auxiliary request for oral

pr oceedi ngs.

In an annex to a summons to oral proceedi ngs the Board
indicated its prelimnary opinion that claim1 | acked

I nventive step, particularly since inter alia the
foll owi ng docunent, cited in the European Search
Report, related to displaying an i mage overlaid with an
i ndi cati on mark:

D3: EP-A-0 130 301

Oral proceedings were held before the Board on

5 February 2002 during which the Appellant requested
grant on the basis of clains 1 to 3 as set out in the
annex to the decision under appeal (see point Il above)
or, as an auxiliary request, on the basis of claim1l
filed in the oral proceedings and claim2 as set out in
the annex to the decision under appeal.
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Claim1 according to the auxiliary request differs from
that of the main request (see point |l above) nerely in
that the foll ow ng expression has been added at the

end: "wherein the indication mark (49) is displayed at
the centre of the specified colour inmage."

I n support of the main request the Appellant argued
essentially that in D1 the user instructed the col our
filmanalyzer not to print a particular inage by

sel ecting the "non" key on the keyboard. Although D1
nmenti oned di spl ayi ng adj usted i mage paraneters on the
screen, it was not explained howthis was done. In
particul ar there was no disclosure of a "non-print”

i ndi cation or of inages being overlaid with such an

i ndi cation. The inventors had recognised that the
apparatus known from Dl suffered fromthe problemthat
the user tended to waste tinme by inadvertently
returning to "non-print" images, thus reducing the
efficiency of the inspection process. This probl em was
not known in the prior art. The problem was sol ved
according to claim1 by marking those i mages on the
screen which where not to be printed with an
over | apping indication mark. Such a solution was not
taught by D3, since it concerned a cursor rather than
an indication mark. A cursor differed from an
indication mark in that a cursor could be freely

posi tioned whilst an indication mark could only occupy
a limted nunber of predeterm ned |ocations. A cursor
al so indicated an entry point for data whilst an

i ndi cation mark changed the neani ng of the inmage
beneath. Furthernore, whilst a screen could only have
one cursor, it could have many indication marks. In D3
the highlighting of the "Load" command in figure 11
anounted to a paraneter change rather than an

i ndi cati on mark. Hence even the conbination of DI with

1420.D Y A
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D3 did not yield the subject-matter of claim1.

As to the auxiliary request, the Appellant argued that
t he anmended wor di ng enphasi zed the distinction between
the cursors known in the prior art and the clained

i ndi cati on marKk.

At the end of the oral proceedings the Board announced
its deci sion.

Reasons for the Deci sion

1

1420.D

Adm ssibility

The appeal neets the requirenents set out in Rule 65(1)
EPC and is therefore adm ssible.

Amendnent s

The feature added to claim 1l of the auxiliary request
Is derivable fromcolum 15, |lines 45 to 47 of the
publ i shed application and Figure 5 as originally filed,
whi ch shows an indication mark 49 in the centre of the
i mage. The Board is consequently satisfied that claim1
of the auxiliary request conplies with Article 123(2)
EPC

Novel ty

D1 forns the closest prior art. In view of colum 3,
lines 23 to 25, D1 discloses all images - "print" and
"non-print" - being displayed on the col our video
nmonitor 6 shown in Figure 1.
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As to the main request, the Board sees no reason to
differ fromthe Examning Division's view that the
subject-matter of claiml1 differs fromthe disclosure
of D1 in neans for displaying an indication mark which
overl aps part of said specified colour inmage, said mark
indicating that said specified print is not to be
pri nt ed.

As to the auxiliary request, the Board notes that,
since Dl does not disclose an indication mark, the
subject-matter of claiml1 differs fromthe disclosure
of D1 not only in the above difference features, but
also in the indication mark being displayed at the
centre of the specified colour imge.

The subject-matter of claim1l according to the main and
auxiliary requests is consequently novel,
Articles 52(1) and 54(1 to 2) EPC

I nventive step (main request)

The Board agrees with the Appellant that the objective
techni cal problem can be regarded as inproving the
efficiency of the inspection process. The Board however
takes the view that this problem woul d becone

I medi ately apparent in the normal use of the

apparatus known from Dl. Figure 4 shows that the user
can select any inmage for correction using the "display
address input keys" on the keyboard (colum 5, |lines 66
to 68). Hence the inages can be corrected in any order.
D1 al so provides no rem nder to the user of which

i mges are not to be printed. In the light of these two
facts it is inevitable that the user would sonetines
forget that an i mage had al ready been desi gnat ed
"non-print" by pressing the "non" key (colum 6,



1420.D

- 6 - T 1081/99

lines 6 to 8 and colum 7, lines 50 to 52) and

i nadvertently return to it, thus reducing the
efficiency of the inspection process. Hence no

i nvention can be seen in recognising the objective
techni cal probl em

As to the solution, the Board holds that in accordance
with normal practice it would readily occur to a
skilled person to use indication marks for identifying
passages of text or inages to be deleted, for exanple
in that such itens are sinply crossed out in paper
drafts. Nor can the technical realisation of
correspondi ng i ndi cation marks on displ ays be
considered to be inventive, since neans for providing
on-screen indication marks were known at the priority
date. D3, for instance, shows (Figure 11) a conputer
screen at the bottomof which is a nmenu of commands;
see page 13, lines 2 to 3. The "Load" command is

hi ghl i ghted by an overl apping rectangle. In the Board's
view the overl apping rectangle is not nerely a cursor,
but is an indication mark in the sense of the clains
because it relates to the "l oad" comand i n show ng
that this command has been selected fromthe nmenu. It
follows that identifying specific selections using
on-screen indication marks is known fromD3. It would
therefore be obvious to a skilled person to enploy such
conventional indication marks, given the need for
on-screen information about print or non-print

deci sions, and thus to arrive at the subject-mtter of
claim1.

I nventive step (auxiliary request)

The objective technical problemcan |ikew se be seen as
i nproving the efficiency of the inspection process. The
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skill ed person applying the teaching of D3 to the
apparatus of D1, as set out above, would as a usua
matter of design seek to nake the indication mark as
noti ceabl e as possible to avoid it being overl ooked.
Under these circunstances the positioning of the
indication mark at the centre of the specified inmage is
regarded as the obvious choice.

Concl usion on inventive step
Nei ther the main nor the auxiliary request is allowable

because the subject-matter of claiml1 of both requests
| acks inventive step, Article 56 EPC

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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