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Headnot e:

In a case where a Board in a letter, alnost three nonths
bef ore appoi nted oral proceedi ngs, nmakes clear that a
request by a party for postponenent of the oral

proceedi ngs, although neeting the requirenent of filing
the request as soon as possible after the sunmons to oral
proceedi ngs, does not neet the other requirenents of the
“"Notice of the Vice-President D rectorates-General 2

and 3 dated 1 Septenber 2000 concerning oral proceedings
before the EPO', (Q EPO 2000, 456, and that party,
instead of attenpting to supplenent their original request
as soon as possible, chooses to react to the Board's
letter only one week before the appointed oral

proceedi ngs, it nust be considered that the additional
reasons and evi dence for the request for postponenent and
the fixing of a new date for oral proceedi ngs were
received too late and that these reasons can therefore not
be accepted (see points 2.1 to 2.3 of the reasons).

In view of its |legal nature and intended purpose, a
Japanese patent abstract in English ("Patent Abstracts of
Japan") is a publication intended to reflect the technical
content of the correspondi ng Japanese patent application
for the purpose of quick prima facie information of the
public, as is the purpose of any kind of abstract or
summary of technical subject matter

Hence, the contents of such abstracts are to be
interpreted and possibly re-evaluated in the Iight of the
original docunent if the latter is available. Indeed, if
an abstract appears to add sonething to the original
docunent then this points to an error in the abstract, or
at least to an error inits interpretation (see point 4.6
of the reasons).

EPA Form 3030 10.93
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Summary of Facts and Submn ssions

Thi s appeal is against the decision of the Opposition
Division to reject the opposition because the ground
for opposition invoked under Articles 100(a), 52(1)
and 56 EPC, | ack of inventive step, did not prejudice
t he mai ntenance of the patent as granted.

1. Caiml as granted reads as foll ows:

"A nmet hod of touch control of cursor (32) position on a
di spl ay device (30) having a touch sensitive
screen (26) conprising the steps of:

determining froman initial contact point (1) by a

poi nter (34) on the touch sensitive screen (26) whether
a cursor (32) is positioned at the initial contact

poi nt;

and if the cursor is positioned at said initial contact
poi nt updating the cursor position, as the pointer
noves fromthe initial contact point in contact across
the touch sensitive screen, to correspond to an

I nst ant aneous poi nt of contact during the novenent so
that the cursor appears to nove on the display device
wWith the pointer."

L1, Inter alia the follow ng docunents were cited in the
deci si on:

D1: JP-A-01 125612 and an English translation thereof
provi ded by the EPO

Dla: Patent Abstracts of Japan, vol. 13, no 368
(P-919), 16 August 1989, corresponding to

0993.D Y A
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docunent D1

D2: RESEARCH DI SCLOSURE, April 1990, 31240 anonynous:
"Dynam ¢ Scanned | nmage Interface"

D4: EP-A-0 496 383

In the statenment setting out the grounds of appeal the
Appel | ants requested that the decision under appeal be
set aside and the patent revoked.

In a reply the Respondents argued in favour of the
patent and requested di sm ssal of the appeal.

Both parties made auxiliary requests for ora
proceedi ngs.

The Board issued a summons to oral proceedi ngs, dated
18 July 2001, to be held on 31 Cctober 2001. In an
annex to the sumons the Board expressed the
prelimnary opinion that it was doubtful whether the
subject-matter of claim1 involved an inventive step

in particular having regard to the teaching of
docunents D1 and D2. Although the Respondents had
expressed the opinion that D2 was concerned with the
nmovenent of specific "objects” on the screen and
therefore taught away from using cursors, the Board
took the view that such "objects" neverthel ess appeared
to have a character simlar to that of cursors. In this
respect the Board referred to its own decision in case
T 333/95 (not published in QJ EPO).

In a fax, received on 26 July 2001 and signed by Martyn
W Ml yneaux, the Respondents requested that a new date
be set for the oral proceedings "for sone tine after
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19 Novenber 2001". They stated: "W regret that the
under si gned has a pre-existing series of engagenents
booked in the Far East extending from 17 Cctober 2001
t hrough 19 Novenber 2001".

In a letter dated 3 August 2001 the Board referred to
Q) EPO 2000, page 456 which sets out the "Notice of the
Vi ce-Presidents Directorates-General 2 and 3 dated

1 Septenber 2000 concerning oral proceedi ngs before the
EPO' and stated that "the schedul ed oral proceedi ngs
wi Il not be cancelled" since "the Board does not

consi der the Respondents' request for postponenent of
the oral proceedi ngs appointed on 31 Cctober 2001 to
neet the requirenents set out in QJ EPO 2000, 456"

On 24 Cctober 2001 the Respondents sent a fax in which
t hey stat ed:

"We cannot agree that the reasons given in our request
for postponenent do not neet the requirenents set out
in QJ EPO 2000, 456". They referred in particular to
paragraph 2.3 of the Notice of the Vice-Presidents and
argued that "a pre-existing series of engagenents
booked in the Far East nust surely be a valid reason
for requesting a new date for oral proceedings". The
engagenents were said to be "business engagenents" and
that the undersigned was the only person famliar with
the present case and authorised by the Patentee to
attend the oral proceedings. The letter was signed by
Cifford J. WAant on behalf of Martyn W Mol yneaux, who
wote in the nane of WIldman, Harrold, Allen & D xon.

It was also stated in the letter that, although no
evi dence was required according to the Notice of the
Vi ce-Presi dents, such evidence was encl osed. Copies of
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two flight tickets from London (departure on

19 Qctober) to Tai pei via Singapore, Phuket and

Si ngapore and from Tai pei back to London via Seoul, San
Franci sco and Chicago were annexed to the letter. They
were apparently issued on 17 Cctober 2001.

A copy of the letter was also sent to the President of
the EPO, M 1. Kober.

On 26 Cctober 2001 the Registry of the Board faxed the
follow ng nessage to the parties: "The parties are
informed that the Oral Proceedings will take place on
31.10.01 as notified in our sunmons of 18.07.01".

On 29 Cctober 2001 the Respondents sent a fax,
addressed to the President of the EPO, M |. Kober, a
copy being enclosed for the Chairman of the present
Board of Appeal. The Respondents referred to the
Board's nessage to the parties dated 26 Cctober 2001
and stated that they found the response of the Board
unacceptable. Since M Ml yneaux was the only
representative famliar with the case, they again
requested adjournnment. This letter (fax) was signed in
the sane way and apparently by the sane person as the
Respondents' letter (fax), dated 24 Cctober 2001.

The oral proceedings were held on 31 QOctober 2001
wi thout the participation of the Respondents.

Regardi ng the Respondents' request to postpone the ora
proceedi ngs, the Appellants' representative argued that
the "Notice of the Vice-Presidents"” was clear in the
sense that a request for changing the date for ora
proceedi ngs nust be substantiated and that reasons nust
al so be given as to why another representative cannot
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repl ace the representative prevented from attendi ng the
proceedings. In the present case the Respondents only
tried to substantiate their case 6 days before the ora
proceedi ngs by filing evidence. In fact, this was
apparently done after the representative concerned had
al ready departed for the Far East. Postponenent of ora
proceedi ngs at such a | ate stage was however not
appropriate because the Board and the other party
(parties) mght have started their final preparations
for the oral proceedings. The Appellants'’
representative said that in cases where he coul d expect
oral proceedings and he was aware that such proceedi ngs
m ght clash with busi ness engagenents or his personal
hol i days he had tried to informthe Qoposition D vision
or the Board in advance, before oral proceedi ngs were
appoi nted, as to the dates on which he woul d be unable
to attend.

As to inventive step, the Appellants in proceedings
before the Board relied nainly on docunents D1, Dla and
D2 to argue that the subject-matter of Caim1 did not

I nvol ve an inventive step. D4 was used to show that it
was known to decide the exact position of a pointer on
a screen. In proceedings before the Opposition D vision
t he Appellants had already argued that it was obvious
to arrive at the invention in view of D1 al one by

conbi ning the teachings of DL and D2 or those of D1 and
Dla. During proceedi ngs before the Board they

consi dered the nost obvious way to arrive at the

i nvention to be the conbination of the teachings of Dla
and D1; it would however also be obvious to arrive at
the invention fromeither D1 or Dla al one.

According to the Appellants the sentence in Dla
descri bing the novenent of a cursor on the screen, "the
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cursor can be noved qui ckly by pushing the cursor
position by a finger on a pressure sensitive touch
panel ...and releasing the finger.... after noving the
cursor to the designated position”, nust be so
interpreted that the user touches the old cursor and
drags it to the desired point on the screen. This was
certainly the only interpretation the skilled person
woul d prima facie arrive at. In fact, on this
under st andi ng of Dla, the skilled person would

i mredi ately arrive at the invention. The only
difference to the clainmed invention would then be (in
accordance with the first characterising feature of
Caiml) that it was not explicitly stated in Dla that
the position of the contact point of the finger nust be
identical to that of the cursor, if the cursor has to
be noved. It woul d however be self-evident that a check
must be nmade that this is the case.

Alternatively it could be considered that the skilled
man woul d conbi ne the teachings of Dla and Dl1. The
first enbodiment in Dl concerned nenu selection with
the aid of icons which were displayed on the display
screen. In order to select a specific nenu a touch
panel in front of the display had to be pressed to
select the desired icon. A CPU read the rel evant

coordi nates of the finger touching the panel and the
corresponding i con was highlighted ("inverted") on the
screen to show which icon was selected. As |long as the
finger was not renoved fromthe touch panel the
processing of the correspondi ng nenu was not executed.
Thus if the operator had selected the wong icon by

m stake (for exanple Menu B) he could nove his finger
al ong the touch panel to the correct icon (Menu C). He
only renoved his finger fromthe panel when the correct
i con was highlighted. Thus, according to this first
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enbodi nent in D1, the highlighting of different icons
while noving the finger over different icons on the
screen very nmuch resenbl ed dragging a cursor. In any
case it was clear that the coordinates of the finger
were checked in relation to the icons. The skilled man
woul d therefore arrive at the invention by conbining
this feature of DL with the nethod di sclosed in Dla.

D1 al so di scl osed a second enbodi nent whi ch concerned
the novenent of a cursor. According to this enbodi nent,
the old cursor was deleted and a new cursor was created
at a position that was touched wth a finger. The new
cursor could be noved by the finger to a desired
position on the screen. After the finger was renoved
fromthe cursor (and fromthe touch panel) the shape of
the cursor was changed and this shape remai ned on the
screen until the touch panel was touched agai n. Having
regard to this second enbodi nent in D1, according to
the Appellants the skilled person would realise that it
woul d not al ways be convenient for the operator for a
new cursor to be created when the panel was touched. He
woul d therefore consider using the old cursor already
on the screen. Since the first enbodinent in Dl taught
how to check the position of the finger on the touch-
panel in relation to an icon on the screen, the skilled
man woul d arrive at the invention in a straightforward
way.

The Respondents' witten subm ssions during proceedi ngs
before the Board can be summari sed as foll ows:

D1 did not nention a search procedure to determ ne
whet her a cursor was positioned at the initial contact
point. Instead a specific mark was generated for the
new cursor at the contact point each tine a person
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touched the screen. Mreover, the original cursor was
del eted fromthe screen at the nonment the screen

(ie the touch-panel) was touched and only the generated
mark (representing the cursor) was noved across the
screen.

The abstract Dla, which related to D1, did not indicate
how t he cursor position was initially generated,

whet her it was generated when the finger touched the
touch panel or as a result of a cursor already on a
screen which had to be dragged to a new position by the
finger. The Respondents argued that the skilled reader
of Dla would not rely on that abstract, but would
instead turn to the original patent application D1,
since the abstract was anbi guous. In any case Dla did
not disclose the step of "determning froman initia
contact point...", as required by the present Caim1.

Thus a skilled person would not arrive at the invention
having regard to either of the two docunments. In
particular it was stressed that Dla nust be based upon
the technical teaching of D1 and cannot therefore

di scl ose features differing from D1.

Turning to D2, the Respondents expressed the opinion
that this docunent related to a design package in which
obj ects coul d be touched and dragged across a desktop
di spl ayed on the screen. However this docunent rel ated
to "seeking a change fromthe iconic interfaces in

ot her products" and taught away fromthe use of cursors
to nove objects. This application was not concerned
with cursors having fine lines, but with the novenent
of objects. Also there was no disclosure as to how the
coordi nates of the objects were derived and how to
identify the object to be noved. Thus the conbinati on
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of D2 with Dla did not lead to the present invention.

Havi ng regard to the view expressed by the Opposition
Di vision and the Respondents that a Japanese abstract
had to be interpreted in the Iight of the corresponding
patent application, the Appellants submtted that a
Japanese abstract ("Patent Abstracts of Japan") should
be considered as a quite independent docunent. It was
true that in case T 77/87, cited by the Opposition
Division, it was concluded that an abstract in

"Chem cal Abstracts" that was inconsistent with the

di scl osure of the original docunent (a DE-A docunent)
shoul d be interpreted by reference to the origina
docunent. However, the abstract Dla did not concern the
chem cal field, but concerned a Japanese patent

abstract published in English, thus an abstract which
had been derived fromthe published Japanese patent
application. Since the Japanese | anguage was not common
in Europe and it was normally not possible to provide a
transl ati on of a Japanese patent application

i mredi atel y when needed, it appeared to be appropriate
to rely on the abstract. In the present case nost
skill ed readers would have interpreted the abstract as
t he Appellants had done. In fact the disclosure of the
abstract (Dla) could be seen as a third enbodi nent in
addition to the two enbodi nents disclosed in the
correspondi ng published patent application. The
Appel | ants however conceded that another interpretation
of the abstract, i.e. in accordance wth the published
application D1, was possible regarding the text of Dla,
but woul d be artificial.

In the oral proceedings the Appellants requested that
the Board in the present decision should consider the
val ue of Japanese abstracts in general, and of the
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present abstract Dla in particular, as references used
in the assessnent of novelty and inventive step.

At the end of the oral proceedings the Chairnman
announced the Board's deci sion.

Reasons for the Deci sion

1

0993.D

Adm ssibility of appea

The appeal neets the provisions nentioned in Rule 65(1)
EPC and is therefore adm ssible.

Procedural matters

Regardi ng the Respondents' request for a new date for
oral proceedings (see points VI to X above), in the
present case the Board considered it expedient to refer
to the "Notice of the Vice-Presidents Directorates-
General 2 and 3 dated 1 Septenber 2000 concerning ora
proceedi ngs before the EPO'" (QJ EPO 2000, 456;
hereinafter the "Notice") which was issued in order to
stream i ne procedures before the EPO and, in
particul ar, to enhance the effectiveness of the work of
t he boards of appeal, and gives clear guidance to the
parties seeki ng postponenents.

According to point 2.2 of the "Notice", a request for
post ponenent of oral proceedings can only be allowed if

- the party concerned filed a request as soon as
possi bl e after the grounds preventing the party
concerned from attendi ng the oral proceedi ngs have
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ari sen,

- the request is acconpanied by a sufficiently
substantiated witten statenent indicating the
reasons for the postponenent, and

- the party concerned can advance serious reasons
justifying the postponenent.

In the letter of 3 August 2001 (see point VII above),
that is alnost three nonths before the appointed ora
proceedi ngs, the Board nmade cl ear that the Respondents’
original request of 26 July 2001 (see point VI above)
to fix a new date, although filed as soon as possible
after the summons to oral proceedings, did not neet the
requi renents of the "Notice". The Board thus considers
that the Respondents in the request of 26 July 2001 did
not advance "serious reasons which justify the fixing
of a new date"; nor can it be said that the request was
acconpani ed by a "sufficiently substantiated witten
statenent indicating these reasons” (see point 2.2 of
the "Notice"). The only reason nentioned in the request
of 26 July 2001, ie the "pre-existing series of
engagenents booked in the Far East", was not
substantiated at all, since the "series of engagenents”
were not identified (see points 2.3 and 2.4 of the
"Notice") and their purpose and/or character was not
expl ai ned. Neither was there a statenent as to why

anot her representative within the neani ng of

Articles 133(3) or 134 EPC could not substitute the one
(M Mol yneaux) prevented fromattending the ora
proceedi ngs, as required by point 2.5 of the "Notice".

Thus, having regard to the "Notice", it follows that
the Respondents' original request (of 26 July 2001) for
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post ponenment of the oral proceedi ngs was not all owabl e
and that therefore the Board could not grant the
Respondents' request (see point VII above).

The Board notes that the Respondents, instead of
attenpting to supplenent their original request as soon
as possible, chose to react to the Board's letter of

3 August 2001 in the letter (fax) of 24 COctober 2001,
thus only one week before the appointed ora

proceedi ngs. They alleged that the "series of
engagenents in the Far East" nentioned in the origina
request were business engagenents. In this respect they
poi nted out that, according to point 2.3 in the
“"Notice", holidays which had been firmy booked before
the notification of the summons to oral proceedings
were considered to be a serious reason justifying the
fixing of a new date. They expressed the opinion that

t he busi ness engagenents "nust be in the sane category
of valid reasons for requesting a change of date for
oral proceedings as a holiday". Mreover the
Respondents stated in this letter (24 Cctober 2001)
that M Ml yneaux was the only person famliar with the
present case and the only one who was aut horised by the
Patentee to attend the oral proceedings.

Thus after receiving the letter of 24 Cctober 2001 the
Board had to deci de whether the additional reasons were
filed in tinme and/or whether they were valid with
regard to the "Notice" in the sense that they were
serious substantive reasons.

Since the additional reasons were filed only one week
before the oral proceedings (the received fax is
annot at ed "Enpfangszeit 24. Gkt 15:09", the Board
however only received copies of the fax the next day),
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preparations wthin the Board for the oral proceedings
had already started. The file of an appeal case is

al ways circulated within the Board before ora

proceedi ngs, circulation normally comrenci ng two weeks
before oral proceedings in order to nmake the origina
papers of the case available to all Menbers of the
Board. Once it has been circulated the file of the case
normal ly remains with the Rapporteur. Thus if a request
for postponenent is only filed one week before the ora
proceedings it is plain that preparations have al ready
commenced and that a postponenent of oral proceedi ngs
woul d detract fromthe effectiveness of the Board's
wor k and al so increase costs for the EPO

It is also evident that in an inter-partes case the
other party to the proceedi ngs, who is not requesting
post ponenent, is affected if the oral proceedings are
cancel |l ed or postponed, not only because of the

i nterrupted preparations concerning the technical and

| egal issues to be settled in the oral proceedings, but
al so because travel schedul es have to be cancelled or
changed and forthcom ng tasks repl anned. Hence it
follows that such | ate postponenents may only be
grant ed under exceptional circunstances.

According to point 2.2 of the "Notice", the request to
fix another date "shall be filed as soon as possible
after the grounds preventing the party concerned from
attendi ng oral proceedi ngs have arisen". The Board
therefore considers that the additional reasons for the
request to fix a new date for oral proceedings in the
letter (fax) of 24 Cctober 2001 were received too |late
and that these reasons cannot therefore be accepted.

It appears in the present case that the Respondents
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shoul d have tried to i nprove the substantiation of
their request for postponenent of 26 July 2001 as soon
as possible after they received the Board' s negative
response of 3 August 2001.

Havi ng regard to the substance of the Respondents' |ate
filed reasons, the Board would like to add the
fol | ow ng:

intheir letter of 24 Cctober 2001 the Respondents
expressed the opinion (see point 2.2 above) that

busi ness engagenents should fall under point 2.3 of the
"Notice" and should therefore be considered, |ike
hol i days, as a valid reason for postponenent of ora

pr oceedi ngs.

The Board is however of the opinion that business
engagenents shoul d not be considered as covered by
point 2.3 of the "Notice". This point concerns an
inability to attend oral proceedings due to persona
ci rcunst ances, such as serious illness, nmarriage or a
death in the famly, as well as holidays which have
al ready been firmy booked. In addition, this point
covers an inability to take part in oral proceedi ngs
because of a summons to other |egal hearings notified
to the party before the summons by the Board and al so
the performance of obligatory civic duties.

In the Board's view all the reasons explicitly
mentioned in point 2.3 relate to reasons which arise
due to circunstances beyond the control of the party.
In this respect the Board finds that holidays relate to
such an external circunstance because a representative
or a patent agent normally has a certain nunber of days
| eave, which he or she "is forced" to use within a
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year. Therefore such holidays are not considered to be
i nfl uenced by the party (or in reality by the office of
the correspondi ng patent agent or firm and thus are
external to normal work.

Thus the Board takes the view that a series of business
engagenents is not a reason falling wthin point 2.3 of
the "Notice", since business engagenents are directly
governed and pl anned by the office of the patent agent
or the representative and are not nornmally affected by
"external forces" wthin the neaning of point 2.3 of
the "Notice".

In this respect it appears that point 2.4 of the
“"Notice" relating to "excessive work pressure” could be
rel evant to the "series of business engagenents”
referred to by the Respondents. However, according to
point 2.4, "excessive work pressure” is normally not
acceptabl e as a ground for postponenent of ora

proceedi ngs. This appears to be consistent with the
consi derations made by the Board regarding point 2.3 of
the "Notice", since "excessive work pressure" is a
result of internal planning and has not arisen due to
"external forces"

In the present case it al so appears to the Board that
the Respondents did not sufficiently substantiate their
request for postponenent regardi ng the statenent that
the series of business engagenents were already firmy
booked before the party received the Board' s summons of
18 July 2001. The "evidence" received by the Board on
24 Cctober 2001 did not prove this. The copies of the
flight-tickets appended to the letter only showed t hat
they were issued on 17 October 2001 and that the
representative M Ml yneaux had apparently departed for
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Bangkok on 19 Cctober 2001, the dates being about three
nonths after the date of the summobns to ora
pr oceedi ngs.

The Board al so notes that the Respondents did not

expl ain why anot her Representative could not replace
M Ml yneaux at the appointed oral proceedings. In the
letter of 24 October 2001 they nerely stated that

M Mol yneaux was the only person famliar with the
case. Such a statenent does not constitute a reason,
since it is usual that only one person in a patent
agents' office is responsible for and famliar with a
particul ar case.

The assunption underlying point 2.5 of the "Notice" is,
of course, that another representative of the patent
agents' office or firmshould normally take over the
case, at least for the appointed oral proceedings, if
the responsible representative is prevented from
attending and that in such a case the new
representative naturally has to study the case and nake
hinmself famliar with it, so that he can prosecute the
case before the Board. However, if for sone reason it
is not possible for a patent agents' office or firmto
repl ace the responsi ble representative by anot her
representative, then the reason should be clearly
substantiated in every request for postponenent
according to point 2.5 of the "Notice".

Thus the Board concl udes that the additional reasons
for the Respondents' request for postponenent of the
appoi nted oral proceedings (fax of 24 Cctober 2001)
were not only filed too |ate (see point 2.3 above), but
were also insufficient wwthin the terns of the
“"Notice".
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The Board al so notes that two days before the appointed
oral proceedings (see point X above) the Respondents
sent a letter by fax addressed to the President of the
EPO, a copy of which was provided to the Board, in

whi ch the Respondents applied to the President to

post pone the oral proceedi ngs appoi nted by the Board.
Since this letter was addressed to the President of the
EPO, it appears that the Board is not obliged to
respond to it. Nevertheless, in view of the fact that a
copy of the letter was provided to the Board, the Board
poi nts out that the boards of appeal are independent in
their work (see Article 23(3) EPC) and are only bound
by the EPC and its Inplenmenting Regulations. In this
respect the boards of appeal are not bound by

I nstructions from anyone.

State of the art

As can be seen above (see point XlV), the Appellants in
the present case are of the opinion that an English
abstract of a Japanese patent application ("Patent
Abstracts of Japan") should be interpreted

i ndependently of the correspondi ng published
application. The abstract would thus constitute a
separate disclosure irrespective of whether it
confirms, diverges fromor contradicts the contents of
t he correspondi ng application. The Appellants are
consequently of the opinion that a Japanese patent
abstract and the correspondi ng application can be
conbi ned to show that a claimlacks inventive step. In
the present case they are of the opinion that the
abstract Dla generates a new enbodi nent which is not
present in the correspondi ng published patent
application. Having regard to its text when taken
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al one, the Board agrees that such an interpretation of
the abstract Dla is possible. The question is however
whet her such an i ndependent prior art status of the
abstract is consistent with its intended purpose and

| egal nature.

4.1 Pat ent Abstracts of Japan, which also nake up part of
the search material of the EPO, are English-|anguage
ver si ons of Japanese Publication (Kokai) Abstracts
summari si ng the correspondi ng Japanese patent
applications. Like other kinds of abstracts and
summaries of scientific or technical articles, patent
abstracts are to be read and interpreted in the |ight
of the full disclosure of the correspondi ng origi ha
docunents. Hence, taken alone, their content can only
be considered to be provisional and acceptable on a
prima facie basis. In the Board's opinion, this view
corresponds to the reasonabl e expectation of a skilled
person that the abstracting process involves an
unavoi dabl e condensation and sinplification of the ful
contents of a docunent which may lead to clarity
probl ens. These problens are, of course, aggravated if
the abstract is noreover translated into a foreign
| anguage. This nmeans, that patent abstracts - even if
cl ear when taken alone - are only useful as a prima
facie source of information attracting a skilled
person's attention and pointing to the disclosure of
the original docunent for full assessnent of its
contents, which becones essential in case of doubt or
for detailed study. It nmay be necessary to rely on an
abstract as an isolated source of disclosure if the
originals or their translations are not available. If
however it can be proved using the original docunent
that the content of an abstract does not concur wth
the original disclosure then the original disclosure

0993.D Y A
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prevails, and the abstract will be interpreted or
corrected in the light of this disclosure.

This conclusion is supported by the | egal nature of

Eur opean patent abstracts which, according to

Article 85 EPC, "...shall nerely serve for use as
technical information; it nmay not be taken into account
for any other purpose, in particular not for the

pur pose of interpreting the scope of protection

sought . .. The Board notes that the provisions of the
Japanese Patent Law concerning Japanese Publication
Abstracts correspond to the provisions of the EPC
concerni ng patent abstracts. Hence, although transl ated
and i ssued separately by the JPO the Patent Abstracts
of Japan, by their |egal nature, cannot be considered
to be independent of their associated applications,

but, on the contrary, are intended to reflect their

contents.

In the Board's view these findings are al so consi stent
with the established case | aw of the boards of appeal.

In case T 77/87 (QJ EPO 1990, 280), referred to by both
parties, the Board stated (see point 4.1.2 of the
reasons) that "Wen determning the state of the art
for the purpose of Article 54 EPC, what has to be

consi dered i s what has been nmade available to a skilled
man. A skilled man is interested in technical reality".
In that case, although a feature of the invention of
the patent in suit was disclosed in a chem ca

abstract, the published patent referred to in the
abstract showed that the abstract was wong. It was
held that the feature disclosed in the abstract did not
formpart of the state of the art, since "...the

di scl osure of abstract docunent (7) should be
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interpreted by reference to its original, ie to
docunent (7'), for the purpose of ascertaining the
technical reality of what has been disclosed and shoul d
not be regarded as an i ndependent docunent in

i solation”. The original application docunent was
considered to be the primary source of what had been
made avail abl e as technical teaching and its abstract
was by its nature nerely a secondary and derivative
source (see point 4.1.4 of the reasons).

The Appel |l ants have pointed out that decision T 77/87
relates to abstracts published in a chem cal journa

and hinted that such abstracts were not conparable with
of ficial Patent Abstracts of Japan (see point XV
above). The Board is however of the opinion that the
present case can indeed be conpared to case T 77/87. In
both cases there is a discrepancy between the abstract
and the original docunent. In both cases there is a
clear cross-reference fromthe abstract to the origina
docunent. The title of the chemi cal abstract makes this
clear and in the case of "Patent Abstracts of Japan”
the cross-reference to the original docunent is

i nherently included in the system since every abstract
is related, and refers to, the correspondi ng origina
pat ent application.

In this respect attention is also drawn to deci sion

T 160/92 (QJ EPO 1995, 35) the headnote of which states
that "The teaching of a prepublished abstract of a
Japanese patent docunent, considered per se without its
correspondi ng original docunent, forns prima facie part
of the prior art and may be legitimtely cited as such
if nothing on file points to its invalidity as prior

art In this case the Board al so poi nted out

(see point 2.5 of the reasons) that T 77/87 had
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concl uded that the disclosure of an abstract "...should
not be regarded as an independent docunent in

i solation", but should be interpreted by reference to
its original if both docunents are avail able and
contain conflicting teachings. In case T 160/ 92 however
only the Japanese abstract was on file and there was no
indication that its disclosure mght be erroneous or

m ght otherw se have to be interpreted differently in
the light of the disclosure of the original docunent.
The literal disclosure of the abstract thus bel onged
prima facie to the state of the art. The Board added
that the appellants woul d have had the burden of proof
to show on the basis of the teaching of the origina
docunent that this disclosure was not actually part of
the state of art.

The Appel lants have also referred to decision T 412/91
(not published in A EPO, which concludes that "If a
statenment [in a prior art docunment] is plainly

wrong, ... then although published it does not form part
of the state of the art" (see point 4.6 of the reasons)
and can be di sregarded, and have pointed out that the
deci sion neverthel ess states that if the skilled reader
of a docunent "...would not recognise that the teaching
iIs wong, it does belong to the state of the art".

The Board agrees with the statenment in T 412/91, but
only in the sense that if it is not possible to discern
that the teaching concerned is wong, then the
practical result is that the teaching is considered to
be prior art. However if (contrary to T 160/92, see
point 4.4 above) it is shown that the English-I|anguage
version of a Japanese abstract does not correspond to

t he published patent application, then the "technica
reality” (see T 77/87, point 4.3 above) of the prior
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art should normally be resolved with the aid of the
publ i shed Japanese patent application.

Consequently, it appears that, in viewof its |ega
nature and i ntended purpose, a Japanese patent abstract
in English ("Patent Abstracts of Japan”) is a
publication intended to reflect the technical content
of the correspondi ng Japanese patent application for
the purpose of quick prima facie information of the
public, as is the purpose of any kind of abstract or
summary of technical subject matter. Hence, the
contents of such abstracts are to be interpreted and
possibly re-evaluated in the light of the origina
docunent if the latter is available. Indeed, if an
abstract appears to add sonething to the origina
docunent then this points to an error in the abstract,
or at least to an error in its interpretation.

In this context the Board does not accept the
argunment ati on of the Appellants that the Patent
Abstracts of Japan have a special status because of the
| anguage of the original docunents. It is true that
these abstracts are produced to informthe public
out si de Japan about patent applications in Japan.
However al so under these circunstances a skilled reader
| acki ng know edge of the Japanese | anguage wil |
establish the "technical reality” in case of doubt or
particul ar interest by having the original docunents
transl at ed.

In the present case, the original docunent D1 and an
English translation thereof are available so that the
contents of the abstract Dla can be conpared with the
full original disclosure. As accepted by the Appellants
(see point X1 above), docunent Dl describes two
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di stinct enbodi ments of controlling a cursor system
the first of which (see Figures 2 to 4 and associ at ed
text) relating to highlighting of pre-existing
different icons while noving the finger on the screen
fromone icon to another, and the second of which

(see Figures 5 to 7 and associated text) relating to
the creation of a new cursor at a position touched with
a finger and to noving the new cursor by the finger to
a desired different position on the screen. Docunent D1
however does not disclose an enbodi nent where a pre-
existing cursor is touched and dragged to a desired
poi nt on the screen, as could be understood from
docunent Dla taken al one. Such an interpretation of Dla
woul d conbi ne features of the two enbodi nents of D1 to
forma third "enbodi nent”, as was conceded by the

Appel lants in the oral proceedings.

The Board therefore concludes that in the present case
a skilled person woul d have considered the
interpretation of abstract Dla suggested by the
Appel I ants whi ch diverges fromthe disclosure of
original docunent D1 to be msleading in the sense that
it adds sonething to the original docunent. This
addi ti on consequently does not belong to the state of
the art.

Even on the basis of the Appellants' argunent that the
abstract shoul d be considered as an i ndependent source
of disclosure since the correspondi ng Japanese
application was not available or not conprehensible, it
woul d be illogical to conbine the "independent™
abstract with an avail abl e and conprehensi bl e version
of said "unavail abl e" application.

I nventive step
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The Board considers D1 to represent the closest prior
art.

As accepted by both parties the clainmed invention
differs fromthe second enbodi nent of D1 (see Figures 5
to 7 and the corresponding text) in that it is

determ ned whether a cursor is positioned at the
initial contact point of a pointer on the screen and
only if the cursor is positioned at the initial contact
point is the cursor position updated as the pointer
noves across the screen. In contrast, according to D1 a
new cursor (mark 51) is produced at any contact point
and the previous cursor 50 is renoved.

As stated in the comunication by the Board, the
problemto be solved can be seen in "avoiding errors in
data entry when an operator is interacting with a touch
sensitive screen", the Qpposition D vision having
formul ated this problemin assessing inventive step.
Thus the invention is intended to avoid the cursor
bei ng noved by accident to the wong position on the
screen. Merely posing this problemin itself does not

i nvol ve an inventive step. It would be self-evident
that it is annoying to create a cursor at the wong
position on the screen and to | ose the old one by
accidentally touching the screen, as nmay happen when
usi ng the arrangenent of DI1.

As mentioned above (see point Xlll), the Respondents
were of the opinion that D2 did not relate to cursors
having fine lines, but dealt with noving |arge objects
around a screen using a pointer. However, as already
poi nted out by the Board in the comunicati on annexed
to the summons to oral proceedings, a close simlarity
nevert hel ess exists between on the one hand touching a
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cursor and noving it around a screen and on the other
hand perform ng the correspondi ng operation with
synbol s, such as the tel ephone and "file cabinet”
objects explicitly nmentioned in D2. Mreover, cursors
may have a variety of different forns and appearances.

In this respect it is also noted that the present Board
in case T 333/95, relating to European patent
application No. 88 480 023.6, dealt with a claim the
key feature of which was "making said graphics objects
the current cursor under the control of a pointing
device". The "graphics objects” in this case were
figures, "sprites", which were used for creating an

ani mat ed di splay and which coul d be noved across the
screen. The Board concluded that the feature "naking
sai d graphics objects the current cursor” clearly had a
techni cal character and noreover that the prior art
cited in that case did not nention "that a graphics
object itself was nade a cursor".

Hence, it nmust be assuned that a person skilled in the
art was aware of the close relationship between cursors
and "objects"” to be noved around on a screen before the
priority date of the patent in suit.

The Board therefore finds that the "objects"” nentioned
in D2 woul d be regarded as cursors, as suggested by the
Appel l ants, or at |east would be seen as being very
simlar to cursors in their use and "behavi our™

It appears that the arrangenent of D2 nust identify the
di fferent "objects" displayed on the screen by sone
means, just as the present invention identifies the
cursor, since it nust also be inportant in D2 to verify
that the pointer is correctly positioned on the
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"object". Only if the "object"” is positioned at the
contact point of the pointer can a noving operation be
started. |If the pointer does not hit the "object", or
hits a wong "object”, the "object"” intended to be
noved does not nove. Hence the present invention nust
rely on considerations al ready made in D2.

The Board is therefore of the opinion that the skilled
person would arrive at the invention in a
straightforward way. Starting out fromthe second
enbodi nent disclosed in DL and having regard to the
posed problem it would be obvious to use the

techni ques disclosed in D2 and so arrive at the

I nventi on.

The Board noreover agrees with the Appellants that the
first enbodi ment of Dl (together with the second

enbodi nent of Dl) al so appears to |lead the skilled
person to the invention, since it teaches that if the
position of an "object", an icon used as a push-button,
is correctly touched the "object” is highlighted, i.e.
it is determned froman initial contact point whether
an "object" is positioned at said point and only in
this case is a further step performed (execution of the
hi ghlighted icon if the pointer is renoved or
transferring the highlighted state to another icon if
the pointer is noved on the screen to said anot her
icon).

Thus the Board finds that the subject-matter of Caim1l
of the patent in suit does not neet the requirenents of
Articles 52(1) and 56 EPC.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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