BESCHWERDEKAMVERN
DES EUROPAI SCHEN
PATENTAMTS

BOARDS OF APPEAL OF
THE EUROPEAN PATENT
OFFI CE

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairnmen and Menbers
(O [X] To Chairnen

(D) [ '] No distribution

DECI SI1 ON

of 30 Septenber 2002

CHAMBRES DE RECOURS
DE L' OFFI CE EUROPEEN
DES BREVETS

Case Nunber: T 1073/99 - 3.2.3
Appl i cati on Nunber: 96480055. 1
Publ i cati on Nunber: 0747141

| PC: BO8B 7/00, HO1lL 21/00

Language of the proceedi ngs: EN

Title of invention:
Elimnating a filmby chem ca

transformati on and renoving the
cl eani ng

converted film by neans of aerosol
Appl i cant:

| nt ernati onal Busi ness Machi nes Cor poration
Opponent :

Headwor d:

Rel evant | egal
EPC Art. 56

provi si ons:

Keywor d:
"I nventive step - no"

Deci si ons cited:

Cat chword

EPA Form 3030 10.93



9

Européisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 1073/99 -

3.2.3

DECI SI ON

of the Technical Board of Appeal 3.2.3

Appel | ant :

Repr esent ati ve:

Deci si on under appeal :

Conposition of the Board:

Chai r man: C T. WIlson
Member s: K. Brosam e
J. P. Seitz

of 30 Septenber 2002

I nternational Busi ness Machi nes Corporation
ad Ochard Road
Armonk, N.Y. 10504 (USs)

Kl ei n, Daniel Jacques Henri

Conpagni e | BM France

Départrment de Propriété Intellectuelle
F-06610 La Gaude (FR

Deci si on of the Examining Division 2.3.09.113 of
t he European Patent O fice posted 8 July 1999
ref usi ng Eur opean patent application

No. 96 480 055.1 pursuant to Article 97(1) EPC



-1 - T 1073/ 99

Summary of Facts and Subm ssi ons

2549.D

Wth decision of 8 July 1999 the exam ning division
refused European patent application No. 96 480 055.1 in
the Iight of

(DL) US-A-5 209 028

for reasons of Article 56 EPC

Claim 1 underlying the decision reads as foll ows:

"1l. A nethod for renmoving a film(12) fornmed onto a
substrate (10) which is not susceptible to aerosol
cl eani ng, conprising the steps of:

converting the filmto a converted filmsusceptible to
aerosol cleaning including providing a supply of
reactant and allowi ng the reactant to react therewith
to formthe converted film and,

renoving the converted filmand any contam nants on the
surface with an aerosol jet (20)."

Agai nst the above deci sion of the exam ning division
the applicant - appellant in the follow ng - | odged an
appeal on 23 July 1999 paying the fee on the sane day
and filing the statenment of grounds of appeal on

16 Novenber 1999.

In his statenment of grounds of appeal the appell ant
essentially argued as foll ows:

- according to (D1) a spray of frozen cryogen (such
as argon) renoves any contam nating particles from
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a solid surface within a housing by displacing
t hese particles, which are then evacuated fromthe
housi ng;

- according to the invention as clained a filmlayer
Wi th contam nating particles |lodged thereinis
firstly converted into a filnllayer susceptible to
aerosol cleaning by an adequate chem cal treatnent
t hereof and then the converted filnflayer is
removed by an aerosol jet;

- (D1) describing a cleaning process w thout
affecting the article's surface is different from
t he subject-matter of claim1 being an etching
process carried out in the above two steps;

- not knowi ng the clainmed invention a skilled person
woul d not normally be in a position to find the
el enents of the first step of the clained nethod
which is a significant departure fromprior
ref erence teachings;

- only by hindsight is (Dl) a rel evant docunent.

The board's Communi cation pursuant to Article 11(2)
RPBA in which the board gave its provisional opinion of
the case, was attached as annex to the summons to oral
proceedi ngs fixed for 30 Septenber 2002. These were
carried out without the appellant who inforned the
board that he woul d not be represented, Rule 71(2) EPC.
At the end of the oral proceedings, the board's

Chai rman announced the board's deci sion.

Based on the argunments according to above remark |V the
appel l ant requested to set aside the decision under
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appeal and (by inplication) to grant the patent on the
basis of the clains underlying the decision of the
exam ni ng di vi si on.

Reasons for the Deci sion

2549.D

The appeal is adm ssible.

In the absence of any observations fromthe side of the
appellant wth respect to the board' s Communi cati on
pursuant to Article 11(2) RPBA the board bases its
followi ng chain of argunments narrowmy on its
observations comunicated to the appellant in its above
Communi cation pursuant to Article 11(2) RPBA and cones
to the follow ng findings:

The teaching of claim1 can be summari zed as foll ows:

- a substrate (10) is covered by a film (12) which
cannot be renoved by aerosol cleaning;

- a reactant is supplied to the film(12) to convert
it into a filmsusceptible to aerosol cleaning;

- an aerosol jet (20) renoves the converted film and
any contam nants fromthe surface (of the
substrate).

Claim 1 does not specify in detail the substrate, the
reactant or the aerosol jet so that the teaching of
claiml is very general

Fromthe application, see EP-A2-0 747 141, columm 5,
line 39 to colum 6, line 2, it can be seen that the
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reactants can be HF, HF and ammoni a, ozone, oxygen
atonms, chlorine, halogens or a fluorocarbon according
to originally filed claim15.

The substrate can be a silicon chip (wafer), nedica
apparatus, netal part or parts to be conbined by
fl uxl ess sol deri ng.

The aerosol jet can be nitrogen, carbon dioxide, argon
or mxtures thereof, see originally filed claim17.

From (D1) - US-A-5 209 028, "Background of the prior
art", see colum 1, line 42 to colum 2, line 8, prior
art is referred to which includes the chem cal
treatnment of contamnant filnms and al so spray treatnent
by nitrogen or carbon dioxide. It is known to use

chl orof l uoro carbon (FREON TE) or ozone, and nitrogen
or carbon dioxide as gas or liquid jets for spray

cl eani ng.

Since identical technical features according to claiml
and (Dl1) nust produce identical technical effects it
nmust follow that the reactants woul d convert the non
specified filmaccording to claiml into a converted
filmwhich woul d be susceptible to aerosol cleaning for
i nstance with carbon dioxide as in (Dl), colum 1,

line 67 to colum 2, line 8.

In (D1) and its discussion of the prior art, see
colum 1 "Background of the prior art", in particular
lines 26/27, reference is also nade to conbining the
chem cal treatnent with nmegasonic or ultrasonic

cl eaners or in other words to conbi ne chem cal
treatment with a nechanical treatnment. Under these
circunstances - contrary to appellant's findings - a
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two step treatment of the surface of any substrate is
known so that appellant's further argument that the
clainmed invention is an "etching process” - in contrast
to (D1) - is also not justified since the first step of
(D1) in formof a chem cal treatnent can be seen as an
"etching process".

It is true that the teachings of the invention clainmed
in (Dl) is different fromthe technical disclosure in

t he opening of its description, see for instance
colum 1, line 19 to colum 2, line 8, wthout,

however, restricting the teaching of (Dl) to its
claimed invention. Again contrary to appellant's
findings it is not necessary to know the subject-matter
of the present invention for a skilled person to derive
fromDl a two step cleaning process being "a nethod for
renoving a filmformed onto a substrate” within the
meani ng of claim 1, see the introductory cl ause
thereof. It is therefore also not justified to
interpret the subject-matter of claiml as a
significant departure fromprior reference teachings
since the facts do not allow such a concl usion.

G ven an indication in(Dl) to conbine chem ca

treatment with a nechanical treatnent, the board cannot
see an inventive step in conbining a knowmn chem ca
treatment with a known spray treatnent to arrive at the
subject-matter of the present claiml, particularly
given the fact that the materials being used, even

t hough not specified in claiml are apparently al so
anticipated by (Dl1). As a consequence the subject-
matter of claiml is not inventive and claim 1 not

al | owabl e.

The i ndependent cl aimnot being allowable there is no
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basis to grant a patent so that appellant's request
cannot be foll owed by the board.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai man:

A. Counillon C T. WIson

2549.D



