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Summary of Facts and Submn ssions

Eur opean patent application No. 95 936 809 3, published
under the PCT as WO 96/ 13 283, was refused pursuant to
Article 97(1) EPC by a decision of the exam ning

di vi sion posted on 13 July 1999. The deci si on was based
on clains 1 to 21 filed on 25 March 1997 with the
appellant's letter of 20 March 1997. The i ndependent
clainms are worded as foll ows:

”1_

"12.

Use of a hydrophilic glue in an absorbent article
such as a diaper, an incontinence guard or a
sanitary napkin which conprises a |iquid-perneable
outer sheet, a liquid-inperneabl e backing sheet,
and an absorbent body pl aced therebetween,
characterized in that the hydrophilic glue is used
for joining the outer sheet and the absorbent body
as well as a replacenent for a tensid in order to
reduce the resistance to the transportation of
[iquid."

An absorbent article such as a diaper, an

I nconti nence guard or a sanitary napkin which
conprises a |liquid-perneable outer sheet, a

| i qui d-i nmper neabl e backi ng sheet, and an absor bent
body pl aced therebetween, characterized in that
the outer sheet and the absorbent body, at |east
partially, are nmutually joined by a hydrophilic
hot melt glue applied at the wetting area.”

Dependent clains 2 to 11 relate to specific

el aborations of the use according to claim21 and

dependent clains 13 to 21 to specific elaborations of
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t he absorbent article according to claim 12.

1. An International Prelimnary Exam nation Report
("I'PER") dated 27 January 1997 stated that the subject-
matter of the application was not new and that the
dependent clains did not contain any features which, in
conbi nation wth the i ndependent clains, could provide
novelty or an inventive step. The follow ng three
comments in the IPER are of particular relevance to the
present deci sion:

- At the end of paragraph 1.1 of the IPER it was
stated that the words "in order to reduce the
resistance to the transportation of liquid" in
claim1l were superfl uous.

- I n paragraph 2, the I PER said of the subject-mater
of dependent clains 7, 9 and 10, which concerns a
hydrophilic glue nodified to be such froma
hydr ophobi ¢ glue, that "It is not possible to
validly claimsuch a hydrophilic glue since it
cannot always be verified in the used gl ue whet her
it was originally hydrophobic or not. Furthernore,
the possibilities for nodifications are so w de
that it is not clear which hydrophobic/hydrophilic
glues are within the scope of the claint

- Al'so in paragraph 2 of the IPER it was stated "The
subject-matter of claim8 is a special version of
the hydrophilic glue and as such is not
sufficiently specified in order to establish an
i nventive step over the available prior art”.

L1l Subsequently a comruni cati on under Rule 51(2) EPC ("the
Rul e 51 Commruni cation") was issued on 7 Septenber 1998
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by the primary exam ner of the exam ning division who
had al so been the author of the IPER This stated that
the application did not neet the requirenents for the
reasons encl osed whi ch read:

“"An international prelimnary exam nation report has
al ready been drawn up for the present application in
accordance with the PCT. The deficiencies nentioned in
that report give rise to objections under the
correspondi ng provisions of the EPC "

By a letter dated 21 Decenber 1998, the applicant
present ed observati ons on the objections in the |IPER
(as adopted in the Rule 51 Communi cation) of |ack of
novelty and inventive step.

A decision refusing the application was issued on

13 July 1999. The stated ground for the refusal was
that both i ndependent clains 1 and 12 | acked novelty,
having regard to the disclosure in citation (1), viz
US-A-5 356 405. In addition, the decision raised

obj ections of clarity and/or sufficiency (although not
using those ternms and not referring to Articles 83 and
84 EPC), unacceptabl e anendnent under Article 123(2)
EPC and irrel evance under Rule 34(1)(c) EPC The

subst ance of the reasoning given in the decision was as
fol | ows:

Ctation (1) disclosed all the technical features of
claiml1l. Even if the hydrophilic glue was used in (1)
for other reasons than in the present application, the
cited docunment none the |less discussed its use in the
context of absorbent articles and was thus prejudicial
to the novelty of claiml1l. The subject-matter of
claim12 was |likewise fully anticipated by the
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di scl osure of (1).

Further, the exam ning division found that the
qualification of the hydrophilic glue in claim1l "as a
repl acenent for a tensid in order to reduce the
resistance to the transportation of liquid" inclaiml
| acked adequate support in the application as filed
contrary to the provisions of Article 123(2). It also
hel d those words "to be obviously irrel evant or
unnecessary under the given circunstances"” and

t heref ore unacceptabl e under Rule 34(1)(c) EPC

As to objections of clarity and/or sufficiency
(al t hough not expressed as such and without citing
Articles 83 or 84 EPC), the exam ning division's

deci sion repeated verbatimthe second and third of the
coments in the IPER listed in paragraph Il above; and
expressed the opinion that those applied also to
clains 13 to 21.

On 10 Septenber 1999, the appellant filed a notice of
appeal agai nst that decision and paid the appeal fee.
Grounds of appeal were filed on 12 Novenber 1999
requesting inter alia oral proceedings.

In its grounds of appeal the appellant alleged one or
nore substantial procedural violations by the exam ning
di vi sion and requested rei nbursenent of the appeal fee.
As to the alleged procedural violations, the appellant
argued as fol |l ows.

Al t hough three communi cati ons had been issued in the
present case, nanely a witten opinion under

Article 34(c) and Rule 66.2 PCT, the I PER and the
Rul e 51 Conmuni cation, none of themreferred to a
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potential objection under Article 123(2) EPC and to the
non-patentability of clains 11 and 16.

Al'l the objections to the application were produced in
t he PCT phase, during which the IPER was witten, by a
singl e exam ner whereas Article 18(2) EPC requires that
an exam ni ng division of three technical exam ners
consi ders an application in the regi onal phase.
Consequently, the appellant inplied, since the author
of the IPER was the primry EPC exam ner and the
deci si on under appeal only reproduced the |IPER, the
appl i cant had not had any "di al ogue” with the whol e
exam ni ng di vi sion before the adverse deci sion was

I ssued.

Accordingly the decision under appeal was based on
grounds on which the appellant had been given no
opportunity to coment contrary to Article 113(1) EPC

As to the substance of the objections in the decision
under appeal, the appellant submtted argunents and
coments as to the alleged patentability of the
subject-matter clainmed in the application and filed
anended sets of clains by way of first, second and
third auxiliary requests.

The board issued a comruni cation on 16 August 2001

i ndi cating the provisional view that it appeared one or
nore substantial procedural violations had occurred and
t hat one consequence could be the remttal of the case
to the first instance. If such remttal was ordered two
questions m ght arise, nanely whether or not the board
shoul d direct that further consideration of the case
should be by a differently conposed exam ning division
and whether, if the board were to hear and allow the
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appeal on the substantive issues of novelty and

i nventive step, it would be equitable , in those

ci rcunstances, to allow the request for reinbursenent
of the appeal fee since the appeal woul d then have been
necessary even in the absence of any procedura

vi ol ati on.

Further, the appellant was informed that it should be
prepared to address the board on the issues concerning
the all eged procedural violations at the begi nning of
the oral proceedings (then scheduled to take place on
12 Septenber 2001 but subsequently cancel |l ed).
Alternatively, if the appellant would prefer the board
to consider those issues with a viewto remttal of the
case to the first instance without a decision in this
appeal on the substantive issues, the appellant was
invited to submt its observations and appropriate
requests in witing in which case the oral proceedings
m ght be unnecessary.

By a faxed letter date 31 August 2001, the appell ant
requested that the case be remtted to the first

i nstance, to be dealt with by a differently conposed
exam ni ng di vision, w thout a decision of the board on
the substantive issues. This is now the appellant's
mai n request.

On 10 Septenber 2001 the board issued a communi cation
cancelling the oral proceedings and intimating an order
as in this decision would be nmade.
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Reasons for the Deci sion

1

2205.D

The appeal is adm ssible.

The board expresses no opinion on the nerits or

ot herwi se of the objections to the European patent
application or, save as to the conplaint of one or nore
substanti al procedural violations, on the grounds of
appeal for the follow ng reason. As expl ai ned bel ow,
the case has to be remtted in view of substantia
procedural violations to the first-instance for further
prosecuti on and decision so that any comment on the
subst antive aspects of the case by the board, which
only has an appellate jurisdiction, would thus be
premature and i nappropriate. According to

Article 111(1) EPC the departnent of first instance is
required to take its own decision on the nerits on the
case, W thout the board having given any ruling. The
purpose of remttal to the first instance is to afford
t he deciding body the opportunity to reconsider the
case and deci de i ndependently on the substantive issues
not dealt with by the board in this decision.

As regards the all eged substantial procedura
violations, the appellant's case is in part that, the
| PER havi ng been prepared by a single exam ner and the
Rul e 51 Conmuni cation sent before the first-instance
deci sion by the sane person as primary exam ner having
relied exclusively on the IPER as its basis, the
appel l ant was deni ed "any di al ogue" wth the whole
exam ni ng di vi sion, which nust conprise three exam ners
under Article 18(2) EPC, before the decision was

i ssued. Since there were no oral proceedings, this can
only nean there was no "di al ogue" in witing and
further, since applicants do not correspond separately
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with the various nenbers of a three-person exam ning

di vision, that the appellant considers its argunents
were not seen or considered by all three nenbers in the
present case. Wile if correct that woul d be beyond
doubt a substantial procedural violation, there is,
notw t hst andi ng the unfortunate conjunction of

ci rcunstances, no evidence that this actually happened.
VWiile it is true that the IPER and the Rule 51

Conmruni cation were witten by one and the sane person,
that is not to say he did not consult the chairman or
the second exam ner at any stage. It is beyond doubt
regrettable that the first instance procedure was
conducted in a manner which could even give rise to the
quite reasonabl e suspicion on the part of the appellant
that there had been such an absence of consideration of
the case by the whol e division, but such a suspicion is
not enough for the board to conclude that this actually
happened. Accordingly the board finds that this
particul ar alleged procedural violation, although

possi bly plausible to the appellant in the
circunstances, falls short of being proven.

That is not to say that the approach of the exam ning
di vi sion was desirable or even acceptable. It appears
to be the practice of the examining divisions to rely
on the IPER, if drawn up by the EPO "as an opinion for
the purposes of exam nation and generally the first
communi cation will only refer to the opinion expressed
in the PER" (Cuidelines, part E, chapter IX,

paragraph 6.4.3). There can be little objection to such
a practice provided such reliance on the IPER is not
presented to applicants in such a manner as to suggest
that an exam ni ng division has sinply adopted the
opinion in an | PER without itself giving objective
consideration to the patentability requirenents of the
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EPC. The passage fromthe Cuidelines cited above

conti nues thus: "Such an opinion nmay be departed from
if new facts relevant to assessing patentability are in
evi dence... or where the substantive patentability
requi renents under the PCT and EPC are different". That
qualification alone should suffice to rem nd an

exam ning division that is has discretionary powers
under the EPC which it should not surrender, or even
appear to surrender, by nmere adoption of an |IPER The
abdi cation by one body of its legal duty to exercise

di scretion to another body anpbunts to a tacit refusa
to exercise that discretion at all. Wile it is not for
the board to suppl enent the Guidelines, the exam ning
di visions of the EPO may wish, in the light of this
deci sion, to consider neasures to ensure not only that
this does not happen but al so, which is equally

i nportant, that applicants are not given the inpression
it may have happened.

Wil e the board finds the particul ar procedura
violation alleged by the appellant that all three
nmenbers of the exam ning division did not consider the
case not proven, the board does however consider that a
nunber of substantial such violations occurred in this
case, all corresponding to the appellant's conpl ai nt

t hat the decision under appeal was based on grounds on
which it had no opportunity to coment.

It is clear fromthe standard formused by the EPO for
| PERs that | PERs are confined to consideration, under
the PCT, of three matters nanely novelty, inventive
step and industrial applicability (see the check-boxes
nunbered 11l and V in part 3 on the cover page of the
form the heading of page 2 of the formand the text of
the section headed "1 Statenent” on the sane page). In
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the present case, in the section headed "2 Ctations
and Expl anati ons” and whi ch contai ned an opi ni on
extending frompage 2 to page 6, the IPER set out in
some detail the author's objections as to novelty and,
in less detail, as to inventive step. At the end of
paragraph 1.1, which occupies nearly a whol e page of
text and is concerned with novelty of the application
as against citation (1), there was a short conment that
certain words are "superfluous” in claim1l; in

par agraph 2, which occupi es about three-quarters of a
page and is concerned with the possibility that
features of the dependent clains mght supply novelty
or inventiveness, it was said that the nodification of
hydr ophobi ¢ to hydrophilic glue cannot always be
verified and that the nodification possibilities are so
wi de as to be unclear; and at the end of paragraph 2 it
was stated that the special version of hydrophilic glue
inclaim8 is "not sufficiently specified" to establish
an inventive step (see paragraph Il above). Those three
passages appear to be the genesis of the objections, in
t he deci sion under appeal, of respectively irrel evance
(Rule 34(1)(c) EPC), clarity (Article 84 EPC) and
insufficiency (Article 83 EPC), albeit that the second
and third of those objections are still not identified
as such in the decision.

7. As al ready nentioned (see paragraph 3 above), in the
subsequent Rul e 51 Communication of 7 July 1998 the
| PER was adopted by the exam ning division as the only
basis for its opinion that the application did not neet
the requirenents of the EPC. In reply the applicant in
its letter of 21 Decenber 1998 presented argunents
agai nst the novelty and inventive step objections. It
did not present any argunents on the questions of
irrelevance, clarity or insufficiency, and indeed could
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not be expected to do so at this point for three
reasons. First, none of these matters had been
identified as an objection as such - while in principle
that was equally wong as regard all these objections,
in practice it was particularly wong as regards the
irrel evance objection since Rule 34(1)(c) is only very
rarely relied on as a source of objection. Second, the
exam ni ng division had, by relying entirely on the

| PER, nade clear that any deficiencies it had found in
the application were founded on those matters to which
the | PER was confined, nanely novelty and inventive
step. And third, the applicant was entitled to rely on
Article 113(1) EPC and assume that any further or

addi tional objections would be put to it, wth the
opportunity for reply, before a final decision as to
grant or refusal was taken.

The deci sion which was then issued contained, in
section 2 of its reasons headed "Formal deficiencies",
four paragraphs of text |leading to the conclusion that
the passage in claiml1l "in order to reduce the
resistance to the transportation of liquid" is

irrel evant and unnecessary and citing, for the first
time in the proceedings, Rule 34(1)(c) EPC. The
decision, in section 7 of its reasons, also repeated
verbati mthe observations contained in the |IPER about
the clarity of claim7 and the sufficiency of claim8
al t hough still not nam ng those objections as such and
still making no reference to Articles 83 and 84 EPC
The decision also included, in section 8, a whole

par agraph raising the objection under Article 123(2)
EPC that the passage in claiml1l "as a replacenent fluid
for a tensid in order to reduce the resistance to the
transportation of fluid" could not be found in the
application as filed. Significantly, this paragraph
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begins "A further problemis noted with the wordi ng of
claim1l" (enphasis added). In the context of this case,
the word "further” sinply underlines the fact that this
particul ar objection was only raised for the first tine
i n the decision.

There were thus three objections - as to irrel evance,
clarity and sufficiency - which were only obliquely
touched upon in the IPER, and thus in the Rule 51
Communi cation, and not identified in either of those
docunents by any reference to the appropriate provision
of the EPC, only one of which - irrel evance - has now
been so referred to in the decision under appeal; and a
further objection - of added matter - which was raised
for the first time in the decision itself. (The
objections of clarity and sufficiency could be regarded
as one, or at least as closely related. The cl ose
connection between Article 83 and 84 EPC objections is
wel | -known - see, for exanple, T 292/85, QJ 1989, 275
at page 282, reasons, paragraph 3. However, in the
present context, the difference between one or two
"conceal ed" objections is of no real consequence.)

For the reasons already nentioned (see paragraph 7
above) the applicant could not be expected to present
argunents upon unidentified objections which were at

| east partly "concealed” within other, identified
objections; clearly it had no opportunity to contest an
obj ection not raised prior to the decision itself. As
regards each of these four objections therefore, the
deci si on under appeal was based on grounds on which the
appel | ant did not have an opportunity to present its
coments, contrary to Article 113(1) EPC
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The remai ning all egati on nade by the appellant as to a
procedural violation is that the decision of the
exam ni ng division did not give any grounds for
refusing clains 11 and 16. In fact, paragraph 7 of the
deci si on began by observing that clains 2 to 11 and 13
to 21 are dependent on independent clains 1 and 12 and
concl udes by saying the argunents in that paragraph,
whi ch nmentions clains 2 to 6, 7, 8 9 and 10, al so
apply to clainms 13 to 21. Cains 1 and 12 havi ng been
addressed el sewhere in the decision, only claim1ll was
not dealt with in terns. As the appellant observes in
its grounds of appeal, the grounds for refusing

clainms 13 to 21 were not explicitly given, they were
just said to suffer fromthe sane objections as inter
alia clans 7 to 10 and, since claim 16 (dependent on
claim 12) corresponds to claim 1l (dependent on
claiml), there may be a | ack of detailed explanation
why either or both of clains 11 and 16 have been
refused. However, if all the independent clains of an
application are refused, it is difficult to see how the
absence of detail ed explanation for refusal of each and
every dependent claimcould in itself anobunt to a
procedural violation. (Just as, equally, if the
procedure in which a certain nunber of clains,

I ndependent or dependent, have been refused is fl awed,
the proper treatnent of other clains cannot avoid a
finding of a procedural violation.) For that reason,
and since the board should not descend into the nerits
of the case (see paragraph 2 above), and since the
deci si on under appeal nust be set aside for the
violations of Article 113(1) EPC already established,
the board does not consider it appropriate or necessary
to make a finding on this issue.

That an infringenment of the right to be heard may be a
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substanti al procedural violation is well-established in
the case-law of the boards of appeal (see, for exanple,
the treatnent of the subject in "Case Law of the Boards
of Appeal of the European Patent O fice", 3rd Edition,
pages 514 to 515). Wether considered as one mmjor
violation exenplified in four ways or four separate but
simlar violations, the procedural irregularities in
the present case cannot be described as anything | ess

t han "substantial "

13. It is equally well-established that in such cases the
board may remt the case to the first instance. Not
only is this permtted in the board' s discretion by
Article 111(1) EPC, the Rules of Procedure of the
Boards of Appeal require such remttal if fundanenta
deficiencies are apparent in the first instance
proceedi ngs unl ess speci al reasons are present (see
Article 10, RPBA). In this case there are no speci al
reasons not to remt, indeed there is the conpelling
reason to remt that the appellant has suffered such a
serious denial of procedural justice that it would be
unsafe to allow the first instance decision to stand.
By setting that decision aside and remtting the case,
the board can give the appellant the opportunity to
have its patent application exam ned, under the
provi sions of the EPC, de novo and according to proper
procedural standards as if the decision under appea
and the proceedings which led up to it had never taken
pl ace. Further, remttal has been requested by the
appel | ant .

14. The board al so considers that, in the exceptiona
ci rcunstances of the present case, the new exam nation
proceedi ngs shoul d be conducted by a differently
conposed exam ning division, that is by a division of
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three new nenbers. Such a direction is typically nade
when there is a question of possible bias against a
party and the board enphasises that is not the case
here. However, a differently conposed first instance
can al so be appropriate when a party woul d have
reasonabl e grounds for feeling it mght not otherw se
have a fair re-hearing, as occurred in T 433/93, QJ
1997, 509 (see reasons, paragraph 2) where, in

opposi tion proceedings, the first a patentee knew of
one ground of objection was on receipt of the first

i nstance decision. In T628/ 95 (unpublished) remttal to
a differently conposed first instance was ordered ipso
facto on the board concluding the first instance

deci sion was null and void. Both those precedents have
their parallels in the present case, the board having
found that four grounds for objections were not put to
the applicant, either properly or at all, before the
deci si on under appeal was issued, and having al so
concl uded that the decision is to be treated as nul
and voi d.

In the present case, the appellant has requested a

di fferent conposition but, even in the absence of such
a request, the board would have so directed because,
after procedural irregularities as grave as those in
this case, it is inportant to ensure so far as possible
there shoul d not be any ground for dissatisfaction with
the conduct of the further proceedi ngs, such as m ght
well be the case if the sane exam ning division was
again to refuse the application even after inpeccably
conduct ed proceedings. In the circunstances, such a
direction is also fairer for the nmenbers of the
exam ni ng division who took the decision under appeal.

Havi ng deci ded that the decision under appeal nust be
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set aside and the case remtted in view of the
substanti al procedural violations which have occurred,
the board has no hesitation in holding that

rei mbursenent of the appeal fee is equitable under

Rul e 67 EPC. Indeed it would be inequitable to make the
appel l ant pay a fee to appeal agai nst a decision which
iIs to be treated as never havi ng been nade.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. The request for reinbursenent of the appeal fee is
al | oned.

The Regi strar: The Chai r man:

A. Townend U Oswald
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