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Summary of Facts and Subm ssi ons

0717.D

The appel |l ant (patent proprietor, United States
Sur gi cal Corporation, USA) | odged an appeal against the
deci sion of the opposition division to revoke the
patent No. O 409 569. The decision was dispatched on

3 Sept enber 1999.

The appeal and the fee for the appeal were received on
3 Novenber 1999. The statenent setting out the grounds
of appeal was received on 27 Decenber 1999.

The opposition was filed agai nst the whol e patent and
based on Article 100(a), 100(b), and 100(c) EPC (I ack
of novelty and inventive step, the European patent did
not disclose the invention in a manner sufficiently
clear and conplete for it to be carried out by a

skill ed person, and the patent contained subject-nmatter
not originally disclosed).

The opposition division decided that claim1l of the
mai n request did not conply with Article 123(2) EPC,
and claiml of the auxiliary request did not conply
with the requirenent of Article 123(3) EPC, and revoked
t he patent, accordingly.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained in
anmended formon the basis of clainms 1 to 14 filed as
Annex B with the letter of 20 Decenber 2002.

The respondent requested that the appeal be dism ssed.
In the event that the patent is maintained by the
Board, the respondent requested that the case be
remtted to the opposition division for a decision on
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t he ot her grounds of opposition raised by the opponent.

The i ndependent claim 1l of the main request reads as
foll ows:

" Appar atus for endoscopic application of a surgical
clip to body tissue, which conprises:

(a) a franme configured and di nensi oned for manual
gri ppi ng;

(b) an el ongate nenber connected to said frame and
extending distally therefrom said nmenber including:

i) means for holding a surgical clip;

ii) jaws positioned at the distal end thereof; and

iii) means (133", 238") for closing said jaws about
said clip; the apparatus further including:

(c) seal neans (401') sealing between the nenber and
the jaw cl osing nmeans (133", 238') and conprising a
sealing block | ocated between the el ongate nenber and
the jaw cl osing nmeans (133", 238'), the block having U
shaped upper and | ower portions to inhibit flow of gas
fromthe distal end of the elongate nenber to the
proxi mal end of the nenber

(d) nmeans for storing within the el ongate nenber a
plurality of said surgical clips distally of the sea
means (401')

(e) nmeans (143, 229') within the el ongate nenber and
actuated at the frame for advancing the clips in
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sequence to the jaws, for closure one by one between
the jaws; wherein

(f) the seal means (401') defines a rectangul ar
aperture (401'c) through which together extend in close
contiguity and side by side flat portions of the jaw
closing neans (133", 238') and the clip advanci ng neans
(143", 229'); and

(g) within the aperture, the jaw closing neans (133",
238) and clip advanci ng neans (143', 229') each nove
relative to the elongate nenber and to each other."

In their witten and oral subm ssions the parties
argued as fol |l ows:

Appel | ant

The patent application was directed to the person
skilled in the art and he woul d derive nore than was
literally disclosed therein since the technical content
was nore inportant than the detail ed | anguage used.

The opposition division had m sunderstood paragraph (c)
of claiml1l. It was clear from Figures 44 and 55 that
the sealing block 401" |ay between the el ongate tube
and the jaw cl osing bar. "Sealing between" could nean
either that a seal was provided between the tube and
the jaw closing bar, or that the sealing function was
provi ded at a | ocation between the tube and the bar,
and the person skilled in the art would clearly take

t he second neaning since the first nmeani ng was not
consistent wth the description.

Respondent
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Claim1l was interpreted by the appellant by reference
to the description, but neither this interpretation nor
the opposition division's was consistent with the
description. Therefore, the normal neaning of words
shoul d be taken when interpreting the claim In clause
(b) of the claimthe expression "said nenber including”
|l ed to sone confusion wth the features of clause (Q)
since the noving parts defined there could not nove
relative to the nenber if they were included in it.

The word "between" had a well defined neaning and its
use led to confusion of clause (c) since there was no
seal ing bl ock di scl osed between the el ongate nenber and
the jaw cl osing neans. The sealing block did not seal
anyt hing, the sealing function was perfornmed by cl ose
tol erance of parts and by silicone grease, and the

bl ock only held these parts together. Mreover, the
definition of the seal in the claimwas an internediate
general i sation since this part of the claimwas based
on Figure 61 which showed a specific seal in detai
whereas the seal was cl aimed generically.

Al ternatively, the interpretation of the opposition
division in this respect could be taken, which also
meant that this feature conprised new subject-matter
Moreover, this seal did not nmeet the object of the
invention as set out in colum 2, if the appellant's
interpretation was taken.

Therefore, there was consi derabl e doubt as to where the
seal was |ocated, what its function was, and how it net
t he object of the invention which was to prevent gases
from comuni cati ng between the interior and exterior of
t he body. The function of the sealing block according
to the appellant's interpretation of the claimwas not
to be found in the description. In the case of
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Article 123(2) EPC the applicant did not get the
benefit of the doubt, and unless the appellant could
prove his case convincingly the patent should be
revoked.

The skilled person would consider claiml to require
the seal nmeans to forma seal between itself and the
el ongate nmenber, so the opposition division's
interpretation of claim1l1 in their decision was
correct. The A publication would not destroy the
novelty of a subsequent application which clained a
seal extending fromthe inner surface of the endoscope
to the outer surface of the jaw cl osing neans. For al

t hese reasons claim 1l was invalid under Article 123(2)
EPC.

The word "inhibit" had no basis in the application as
filed. The application as originally filed referred
exclusively to "preventing” gas flow. There was al so no
di scl osure originally of neans for storing surgical
clips distally of "seal neans", only distally of a
sealing block. There was al so no disclosure originally
of a rectangul ar aperture fornmed by "seal nmeans", only
of a rectangul ar aperture forned by a sealing bl ock
together with a layer of silicone grease. For all these
further reasons also claim1l was invalid under

Article 123(2) EPC

| f, as the appellant argued, the words "sealing

bet ween" did not nmean a hernetic seal between the
specific respective surfaces of the tube and the jaw
closing bar, then it conceded that the claimdid not
contain any feature that net the object of the

i nvention, which was to prevent gases from

communi cating between the interior and exterior of the
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body. Therefore, the claimdid not satisfy Article 84
EPC.

Reasons for the Decision

1

0717.D

The appeal is adm ssible.

The exam nation procedure that led to the patent in
suit culmnated in the grant of clains that defined an
i nventi on whose central feature was seal neans to
inhibit flow of gas fromthe distal end of the elongate
menber to the proximal end of the nmenber. The

di scl osure of the application as originally filed wll,
therefore, first be examned with the seal feature in
m nd, to discover what this disclosure covers, after
whi ch the neaning of claim1 will be investigated, and
then the invention currently clainmed will be exam ned
to see whether it neets the requirenents of

Articles 123(2) EPC and 100(c) EPC

The Al publication states in colum 1, lines 33 to 38
that it was a general requirenment that any
instrunentation inserted into the body be sealed, i.e.,
provi sions nust be made to ensure that gases do not
enter or exit the body through the |aparoscopic or
endoscopi ¢ incision as, for exanple, in surgical
procedures in which the surgical region is insufflated.
Accordi ngly, one of the objects of the invention, as
set out in colum 2, lines 19 to 23, is to provide a
surgical clip applier which is adapted to prevent gases
from comuni cating between the interior and exterior of
t he body during an endoscopi c procedure.

Before a detail ed description of the enbodi nents of the
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i nventi on comrences on page 11, two particular seals
are nentioned in colum 10, lines 16 to 27. One is a
seal between the endoscope and a trocar cannula, i.e.
is a seal external to the endoscope, and another is a
seal for the internal noving parts of the endoscopic
portion. Further details of the external seal are given
in colum 35, line 39 to 53, and further details of the
seal for the internal noving parts are given in

colum 35, |ine 54 onwards.

The original main clains 1 to 3 were concerned only

wi th the endoscope, which is fair enough since this is
an i ndependent vendi bl e product and may be cl ai ned

i ndependently of a trocar cannula. The current clains
cl aim an endoscope and a seal for the internal noving
parts thereof, which is consistent with the original

di scl osure di scussed above. Present claim 1 includes
details of the seal in clauses (c) and (f) thereof,

whi ch details are based on the passages in colums 35
and 36 and Figure 61.

Interpretation of claiml

There was nuch di scussi on anongst the parties as to the
nmeani ng of sonme expressions in claim1l, and this also
has a bearing on the question of new subject-matter. It
is the Board's view that a pragmatic approach nust be
taken regarding the clarity of the claim bearing in

m nd that one main purpose of a claimis to
sufficiently and clearly delimt the clainmed subject-
matter fromthe prior art. In any case the cl ai m nust
be interpreted having regard to the description and in
the spirit of synthetical propensity. The followng is
t he Board's understandi ng of the disputed expressions:
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"Including": It is quite clear in the context that the
seal ing bl ock, the jaw closing neans, the clip
advanci ng neans, etc are independent of and housed
within the el ongate nmenber or endoscope. This is clear
froma reading of the second and third enbodi nents
described with reference to Figures 27 to 45 and 46

to 60, respectively. No confusion arises fromthe use
of this word in the context.

"Between": It is clear fromthe second enbodi nent
described wth reference to Figures 27 to 45 that the
seal ing bl ock, which has a rectilinear configuration,
cannot forma gas seal between the inner surface of the
endoscope tube 144", which has a circular section, and
the noving parts within the sealing block. Therefore,

t he opposition division's interpretation of this part
of the claimis wong. However, the true neaning of the
cl ai m has now been brought out by the new wording of

cl ause (c).

"Sealing block": This termis used sinmply as a nanme for
the feature 401' and is not intended to define its
function literally, it only inplies that sone sealing
function is associated with it, nanmely a seal is

provi ded between noving parts within it. There is no
confusion in this respect once the description is read.

Mor eover, the degree of sealing required of this seal
is also not in doubt. It is clear that a hernetic seal

i s neither possible nor necessary since the gas system
is in dynamc equilibrium what little gas is lost is
repl eni shed froma gas source, and the seal is only
required to provide substantial resistance to gas flow.
In fact the degree of sealing would be conparable to

t hat provi ded between the endoscope and a trocar, which
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is conventionally provided by a slit resilient
menbrane, and is also not a hernetic seal.

It is plausible that the sealing block 401' as shown in
Figure 61 would provide the necessary resistance to gas
fl ow between the noving parts 229' and 238", either by
virtue of the close tol erance between the parts al one,
or when reinforced by silicone grease if further
resistance to gas flowis necessary. The person skilled
inthe art would find the correct trade-off between
conflicting design constraints such as the degree of
sealing and the precision of tolerance w thout undue
effort. As regards inhibiting gas flow between the
sealing block 401' and the cartridge halves 228, 229
of the third enbodinent, it is also plausible that the
seal ing bl ock 401' would provide adequate resistance to
gas flow here.

In this respect, the use of the word "inhibit" reflects
the practical situation rather better than the original
word "prevent” and is also appropriate in the claim

The Board sees no confusion in the claimwth the above
interpretation of its features, and noreover, sees no
inconsistency with the application as originally filed,
as wll emerge fromthe next part of this decision.

Amrendnent s

Wth the above in mnd the allowability of the
anmendnents to claim 1l nmay now be exam ned. Present
claiml has the greatest overlap with claim2 of the
application as originally filed. CQaim1l1 contains the
followi ng features not included in original claim?2:
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The frame is configured and di nensi oned for
manual gri ppi ng;

Means for holding a surgical clip;

Seal means conprising a sealing block having U
shaped upper and | ower portions sealing between
t he nenber and the jaw cl osi ng neans;

The sealing block is |ocated between the
el ongat e nmenber and the jaw cl osi ng neans;

To inhibit flow of gas fromthe distal end of
t he el ongate nenber to the proximal end of the
menber ;

Means within the el ongate nenber and actuated at
the frame for advancing the clips in sequence to
the jaws, for closure one by one between the

j aws;

The seal neans defines a rectangul ar aperture

t hrough whi ch together extend in close
contiguity and side by side flat portions of the
jaw cl osing neans and the clip advanci ng neans;

Wthin the aperture, the jaw cl osing neans and
clip advanci ng neans each nove relative to the
el ongate nmenber and to each ot her.

Al'l the above features are supported by the application

as originally filed as foll ows:

The features (i) and (ii) and (vi) are inplicit from

the i ntended use and description of the device, and
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were not controversial during the appeal procedure.

The feature (iv) is derivable fromFigures 44 and 55,
where it can be seen clearly that the sealing block is
| ocat ed between the el ongate nenber and the jaw cl osing
means, and in colum 36 it is said that the sealing

bl ock 401" may be located within the cover tube 144" or
the cartridge portions 228 and 239'.

The features (iii), (v), (vii) and (viii) are described
in colum 35, line 54 to colum 36, line 11 in
conjunction with Figure 61. The conbi nati on of features
defined in the claimis sufficient to neet the object
of the invention as may be seen from point 3 above.

The respondent argues that the sealing block was

di sclosed only in conjunction with silicone grease, but
this argunment is wong since the silicone grease is
stated to be an optional feature in colum 36, which
says that this grease may be enployed, and in

colum 10, lines 24 to 27, where a gas seal formed only
by cl ose tol erances of the internal noving parts is

di scl osed.

Claim1l |lacks the following features that were included
inclaim2 of the application as originally filed:

(i) The clainmed device was originally said to be
di sposabl e, which feature is absent from present
claim1. The Board considers this feature to be
devoid of any significant technical neaning in the
context and is nore in the nature of a financial
consi deration. For exanple, a reusable device
woul d be made of materials that could be
sterilised, but this would still be disposable, so
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that this is not a technical limtation.

The clained device originally used the expression
"endoscopi ¢ section" whereas "el ongate section” is
now used instead. However, there is no difference
technically between the two expressions, the
difference is only that of nomencl ature.

7. For the above reasons the Board finds that claim1l is
commensurate with the application as originally filed
and the appellant has not inproved its position during
the course of the exam nation procedure. The clains
are, therefore, allowable under Articles 123(2)
and 100(c) EPC.

8. The amendnments to claim1 all have the effect of
narrow ng the scope of claim1 as granted. The
anplification of clause (c) of claim1l by the phrase
"l ocat ed between the el ongate nenber and the jaw
closing neans” is only a clarification of the claimas
expl ai ned above and does not extend its scope. The
claimis satisfactory as regards Article 123(3) EPC,
accordingly.

9. Rem ttal

Si nce the inmpugned decision was based excl usively on
obj ections under Article 123(2) EPC, which do not apply
to the present clains, the Board considers it
appropriate to remt the case to the opposition
division for further prosecution on the other grounds
brought forward by the opponent.

Or der

0717.D Y A
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the opposition division for
further prosecution on the basis of clains 1 to 14
filed as Annex B with the letter of 20 Decenber 2002.

The Regi strar: The Chai r man:

V. Commar e W D WiR
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