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Summary of Facts and Submn ssions

2856.D

Eur opean patent application 96 908 540.6 was refused by
a deci sion of the Exam ning Division dated 3 August
1999 because the subject-matter of clains 1 and 11

| acked inventive step having regard to the foll ow ng
docunent :

D1: EP-A-0 625 857.

The applicant appeal ed, requesting grant of a patent on
the basis of anended clainms 1 to 11. The appellant al so
made an auxiliary request for oral proceedings if the
appeal was not al |l owed.

Caim1l (excluding reference synbols) reads as foll ows,
features in parentheses being deletions with respect to
the refused claimand features in bold being additions

with respect to the refused claim

“"1l. A nethod for reproducing video prograns,
conprising the steps of:

identifying a digitally encoded set of signals in a
storage nedium for each one of a plurality of video
prograns for reproduction of each one of said plurality
of prograns at a plurality of reproduction speeds;

repr oduci ng one of said encoded [signhals] fromsaid
store responsive to a program sel ection and a
reproducti on speed;

responding to a new reproducti on speed request by
calculating [to determ ne] an address for initiating
reproduction of a different one of said encoded signals
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corresponding to said new reproducti on speed,

nodi fyi ng said new reproducti on speed request according
to a user preference that offsets said address for
initiating said reproduction of said different one of

sai d encoded signals;

reproduci ng said different one of said encoded signals
fromsaid address in said store; and,

decodi ng said reproduced signals for display of said
sel ected program at said sel ected new reproduction
speed,

wher eby sai d reproducing of said different one of said
encoded signals can be initiated at a different tine
during playback with respect to said address determ ned

by said calculating step prior to said nodifying step."”

A further independent claim8 relates to an apparatus
corresponding to the nethod of claiml.

Reasons for the Deci sion

1

2856.D

The appeal neets the requirenents set out in Rule 65(1)
EPC and is therefore adm ssible.

Anmendnent s

Al the clains have been anended with respect to the
refused cl ai ns, the independent cl ains having been
restricted by taking up the feature of nodifying the
new reproducti on speed request according to a user



2856.D

- 3 - T 1030/ 99

preference. This feature, which was not recited in the
refused cl ai s, has not been commented on and
apparently not considered by the Exam ning D vision.
Nor is it clear that it was covered by the European
Search Report.

Interlocutory revision

The anended application docunents differ to such an
extent fromthose decided on by the Exam ning Division
t hat the appeal ed deci sion can no | onger be seen as
applicable to the anended application. In effect, the
anmendnents filed with the appeal have created a "fresh
case" which has not yet been exam ned by the first

i nstance. Under these circunstances the inpugned
deci si on shoul d have been rectified by the Exam ni ng
Di vi sion pursuant to Article 109 EPC for reasons of
overal | procedural efficiency (see decision T 1/94, not
published in QJ EPG point 8 of the reasons. See al so
Qui delines for Exam nation in the European Patent
Ofice EXI 7).

Rem tt al

Hence the Board considers it appropriate to remt the
case to the first instance for further prosecution
under Article 111(1) EPC so that the

appl i cant/appell ant has the benefit of a two-instance
procedure before the EPO

Oral proceedi ngs

Oral proceedings, nentioned at point 11l above, need
not be held, since the appeal has not been di sm ssed.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

M Ki ehl S. Stei nbrener

2856.D



