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Summary of Facts and Submn ssions

The appel | ant (opponent) | odged an appeal, received at
the EPO on 29 Cctober 1999, against the interlocutory
deci sion of the Qpposition Division, dispatched on

31 August 1999, which nmintained the patent

EP 0 581 291 in an anended form The appeal fee was
pai d sinul taneously and the statenent setting out the
grounds of appeal was received at the EPO on

27 Decenber 1999.

. Opposition was filed agai nst the patent as a whol e and
based on the ground of |ack of inventive step
(Article 100(a) EPC) in particular with respect to the
teachings of the foll ow ng docunents:

D1: US-A-3 731 782
D3: US-A-5 038 912.

The Qpposition Division held that said ground for
opposition did not prejudice the maintenance of the
patent in the amended version submtted by the
respondent ( patentee).

L1l In his statenent setting out the grounds of appeal, the
appel | ant contended that the technical solution offered
by claim 1l provided no nore advantages than the state
of the art so that the object of the invention could
not support the patent and that the subject-matter of
Claim1 |acked an inventive step with respect to the
t eachi ngs of docunents D3 and D1.

The appel | ant conceded that the subject natter of
claim1 differs with respect to the sorting apparatus
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of D3 in that the projecting nenbers were directly
attracted by nmagnetic force. Neverthel ess, he pointed
out that to divert projecting nenbers by using the
magneti c force of an el ectromagnetic coil was already
known from D3 and that, to attract projecting nenbers
directly by a magnetic force, was also al ready known
fromDl. Therefore, in his opinion, since DI and D3
both refer to the sanme technical field, the person
skilled in the art would have known both the nagnetic
and the nechani cal solutions and, since nagnet neans
were cheap and did not involve noving conponents, the
skilled person would be inclined to preferably use such
nmeans. He concluded therefore that to repl ace
nmechani cal neans by magnet neans was obvi ous because
reduci ng costs in manufacturing and nmai nt enance was a
general hint.

The appel | ant contended al so that the way of attracting
the projecting nenbers/rollers in a guide rail of a
change- over device was the sane in both the opposed
patent and D1 and that it was obvious to arrange the
magnet neans on that guide rail to which the projecting
menber shall be diverted. Myreover, he pointed out that
the feature of laterally offsetting the comon junction
area of guiding rails fromthe central axis was al ready
clearly disclosed in Figure 3 of D3. In sumary, the
appel l ant considered that the solution according to the
i nvention was not supported by the object of the
invention and that, with the exception of the speci al
magnet neans al ready known from D1, all features of
claim1 on file were known from D3. Since, noreover, D1
and D3 referred to sorting devices of the sane type, he
was of the opinion that using the nmagnet neans of D1 on
a device according to D3 was not inventive.
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In reply the respondent (patentee) contradicted the
appel l ant's contenti ons.

Oral proceedi ngs took place on 5 March 2001.

Wth |etter dated 16 February 2001 the appel |l ant has

i nformed the Board that he would not attend the ora
proceedi ngs and, although duly sunmoned to the

audi ence, he indeed was not present. In accordance with
the provisions of Rule 71(2) EPC, the proceedi ngs were
conti nued without the party invol ved.

The respondent filed a new set of clains and a
description and draw ngs anended correspondingly in
particular to take into account the appellant's witten
obj ecti ons.

As regards inventive step, the respondent drew the
attention of the Board to the fact that the sorting
apparatus disclosed in D3 conprised neither a magnet
means nor guide rails having two side walls so that,
starting fromsaid closest state of the art, the
skill ed person wishing to arrive at the invention
shoul d have to conpletely rebuild the known device. The
respondent al so pointed out that, in order to reduce
noi se, D3 proposed a conpletely different solution
(i.e. to use rubber material) as the one adopted in
Caim1 and that, in the apparatus according to the

i nvention, the guiding ways for the projecting nenbers
all remain open and free whereas, in D3, a guide way is
necessarily closed for sorting. Modreover, according to
the invention, the projecting nenbers coul d not escape
frombetween the two side walls of the rails and there
Is no need to permanently attract themalong a rai
contrarily to the guiding disclosed in D1, or D3.
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Therefore, the respondent was of the opinion that the
subject-matter of Claiml1 on file involved an inventive
step.

Request s:

- For the appellant: It was noted that the appellant
had requested in witing that the decision under
appeal be set aside and that the patent be
revoked.

- For the respondent: At the end of the ora
proceedi ngs, the respondent requested to cance
t he deci sion under appeal and to maintain the
patent on the basis of the docunents submtted in
t he oral proceedings.

Claim1l reads as foll ows:

"Slat conveyor type sorting apparatus conprising a
change-over device, a plurality of slats (102) arranged
side by side to forma conveyi ng surface on which
articles (X) are |oaded, drive neans (108) for noving
said slats in a direction substantially perpendicul ar
to a longitudinal direction of said slats (102) to
convey said articles (X) together with said slats and
nmovi ng shoes (104) nounted on corresponding slats (102)
and novable in said |longitudinal direction for sorting
said articles (X), said change-over device conprising:
a projecting nenber (106) protruding fromeach of said
nmovi ng shoes (104) bel ow said conveyi ng surface;

first, second and third guide rails (122, 124, 122)
each having two side walls and being installed bel ow
and substantially parallel wth respect to said
conveyi ng surface for guiding said projecting nenber
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(106) together with said noving shoe (104) when said
slats (102) are noved by said drive neans (108),
wherein said second and third guide rails (124, 122)
branch fromsaid first guide rail (122) such that said
projecting nmenber (106) noving along said first guide
rail (122) is selectively introduced into said second
rail (124) or said third rail (122), and a nagnet neans
(250, 250'), which is actuated for attracting said
ferromagneti c projecting nmenber (106) by neans of a
magnetic force toward said second guide rail (124),
said magnet neans is provided at a first side wal

(130; Fig. 15: 130a) of said second guide rail

sai d magnet neans including a yoke (280) formng a

cl osed | oop of magnetic flux generated by said magnet
nmeans (213, 250', 250) when being in contact with said
projecting nenber (106), and wherein said first guide
rail (122) defines a central axis and said second (124)
and third (122) guide rails include respective further
side walls (Fig. 27: 130b) which are jointed together
at a conmon junction area and wherein said common
junction area is laterally deviated fromsaid centra

axis."

Reasons for the Deci sion

1

0737.D

Adm ssibility

The appeal is adm ssible.

Modi fications (Article 123 EPQ)

Claiml

The designation of the subject-matter of the invention
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as granted (see the specification, colum 33), nanely
"A change-over device adapted in a slat conveyor type
(100) sorting apparatus” has been nodified to read:
"Slat conveyor type sorting apparatus conprising a
change- over device".

The wording of the initial designation, in particular
the expression "adapted in", did not make it absolutely
clear that the invention did not relate to a change-
over device per se but to a conbination of a change-
over device wth conponents (e.g. projecting nenbers)
of a slat conveyor type sorting apparatus, said
conmponents bei ng apparently also parts of the device so
that the device could not be considered in isolation.
The new desi gnati on avoi ds such anbi guity and nakes
clear that the clainmed invention concerns the

conbi nati on of conponents constituting the "sorting
appar at us".

The follow ng indication: "for sorting said articles
(X)" has been inserted between the words "direction”
and "said" in line 12 of colum 33 of the
specification. This indication specifies the function
of the noving shoes as described, for exanple, on

page 21, lines 2 to 8 of the application as originally
filed.

Wth respect to Claim1l as granted (see the
specification, colum 33, lines 19, 25 and 29), a third
guide rail and two side walls for each rail have been
added. Supports can be found, for exanple, in Caiml
and in the Figures 4 to 6, 12, 13, 27, 33 to 37,42, 44,
46 and 47 and their corresponding part of the
description of the application as originally filed.
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In line 30 of colum 33, the term"selectively” , which
was redundant with the same termused on line 28 for
qgualifying the introduction of the projecting nenber
into the second or third rail, has been del eted.

Inline 31 of daiml as granted, the word
"ferromagneti c" has been introduced before the terns
"projecting nenber” in order to indicate unequivocally
the nature of the material of said nenbers. A support
can be found on page 30, |line 13 of the application as
originally filed.

The apparatus clainmed in Claim1 appearing as a conpl ex
systemof functionally interrelated parts and the
invention lying in changes of their fornms and inter-

rel ati onshi ps, the Board has considered that the
expression "characterized in that" of the claim(see
line 33) was inappropriate. Since, noreover, severa
features of the precharacterising portion of Caiml
were not found in the apparatuses of the nore rel evant
prior art docunents, such an optional expression (which
anyhow does not change the scope of the claim would
give a distorted and m sl eadi ng picture of the

i nvention. Therefore, that expression was del et ed.

In line 34 of colum 33 of the specification, the word

on" has been replaced by the foll ow ng nenber of
phrase: "at a first side wall (130; Fig 15: 130a) of".
Thi s nodi fication nust be considered in comnbination
with the introduction of the term"further" between the
words "respective" and "side walls" of the text of
Claim12 as granted (colum 34, line 56) added at the
end of Claim1l as granted. These nodifications perm:t
to clarify that the nagnet neans is not positioned on
the side wall of the second guide rail which is jointed
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together with a side wall of the third guide rail but
on the opposite side wall of said second guide rail. A
support can be found in the description of the

Figures 4 to 6 and 27 of the application as originally
filed.

The above nentioned nodifications, which clarify the
subject-matter of Claim1l and restrict the protection
conferred by the opposed patent, are all supported by
the whole content (i.e. description, clains and

drawi ngs) of the application as originally filed.
Therefore the requirenments of Article 123 EPC are
satisfied and the nodifications are all owabl e.

2.2 Descri ption and draw ngs

Descri pti on and draw ngs have been adapted to the new
claiml1l. Parts of the description concerning various
enbodi nents not entirely covered by the wording of the
new Claim1 and al so their correspondi ng figures have
been del eted for clarification purpose. These
nodi fi cations al so satisfy the requirenents of

Article 123 EPC and are all owabl e.

3. Interpretation of claiml

The follow ng statenents of Claiml

- "guide rails each having two side walls", "said
projecting nmenber ...is selectively introduced
into said second guide rail", and "said first
guide rail defines a central axis" on the one hand
and

- "a magnet neans (250, 250'), .... actuated for
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attracting said ..... menber (106) ..... t owar d
said second guide rail " on the other hand,

should be interpreted as inplicit indications of the
fact that the rails having two side nenbers encl ose the
projecting nmenbers to both sides of the rails so that
these nenbers are forced to follow the |ongitudina
direction of the rails and that the function of the
magnet neans is solely to deviate the projecting
menbers fromthe axis of the first rail toward the
second rail and not to nagnetically retain themfor
subsequent defl ecting novenent al ong the diverging
pat h, said subsequent deflecting function being ensured
nmechanically by the side walls of the second rail

Novelty (Article 54 EPC)

Nei t her D1 nor D3 teaches to guide the projecting
menbers of noving shoes by two side walls along the
portions of the guiding rails joining the diverting
areas and none of the other docunents cited during the
proceedi ngs di scloses a sorting apparatus conprising in
conbination all the features stated in Claim1.

Si nce noreover novelty has not been disputed by the
appel lant, there is no need for further detailed
substanti ati on and the subject-matter as set forth in
claim1 is considered as novel within the neani ng of
Article 54 EPC

The cl osest states of the art
Each of the apparatuses disclosed by DI and D3 can be

consi dered as the closest to the apparatus clained in
Claima1.
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If the sorting apparatus of D1 is taken as the starting
poi nt, the subject-matter of Claiml differs therefrom
in that:

- the second and third guide rails both have two
side walls so that the projecting nenbers can be
i ntroduced into the rails,

- the second and third guide rails include
respective side walls which are jointed together
at a conmmon junction area and,

- said common junction area is laterally deviated
fromthe central axis defined by the first guide
rail.

If the sorting apparatus of D3 is taken as the starting
poi nt, the subject-matter of Claiml differs therefrom
in that:

- every guide rail has two side walls so that the
proj ecting nmenbers can be introduced into the
rails,

- a magnet neans is provided at a first side wall of
the second guide rail for nmagnetically attracting
the projecting nenber toward said rail, said
magnet neans including a yoke formng a cl osed
| oop of magnetic flux generated by said magnet
nmeans when being in contact with the projecting
menber ,

- the first guide rail defines a central axis, and

- the comon junction area of the side walls of the
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second and third guide rails is laterally deviated
fromsaid central axis.

It is true that in Figures 3 and 6 of D3 the diverter
gate 17 has in its housing aligned openings 35, 36

whi ch form a passage through the housing aligned with
t he shoe guideway 15 for the depending pins 23 of the
shoes. This passage is part of the shoe gui deway.
However, these small openings 35, 36 form ng a passage
cannot be considered as corresponding to the first and
third guide rail in the neaning of the present

i nvention, since although these openings formpart of
t he shoe gui deway, that shoe guideway is conpletely

di fferent.

The correspondi ng problens to be sol ved

Starting fromthe apparatus of D1 and taking into
account that, according to the invention, the diverging
el ongat e permanent magnets of Dl (used as gui de
surfaces for guiding the projecting nenbers al ong the
conpl ete path of the conveyor) have been repl aced by
guiding rails each having two guide walls, the Board
sees the problemas being to sinplify the known sorting
apparatus of D1 and to reduce the correspondi ng

manuf acturing costs (see the specification, colum 4,
lines 45 to 47).

If the apparatus of D3 is considered as the cl osest
state of the art and taking into account that the

pi votabl e diverter gate of said apparatus and its
relatively conplicated el ectro-nechani cal diverting
nmechani sm have been repl aced by a sinple nmagnet neans
and two side walls guiding rails, the Board sees the
probl em as being not only to sinplify the change-over
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mechani sm known fromD3 in order to reduce the costs
but also to reduce the noise in changing the conveying
path (see the specification, colum 4, lines 41 to 47).

I nventive step (Article 56 EPQC)

According to the interpretation of daim1l (see section
3 above), the function of the magnet neans of the
apparatus according to the invention is solely to
attract the projecting nenbers first toward the second
guide rail for selectively introducing theminto the
rail w thout bunping against a deflecting wall, and
such that the projecting nenbers can subsequently be
nmechani cally deflected by the side walls of said rail

The apparatus according to D1 is based on a different
conception i.e. the function of deflecting the

proj ecting nmenbers subsequently is carried out by

el ongat ed permanent magnets which retain said nenbers
magneti cal ly along the diverging path. D1 focussed on

t he magnetic problem occurring during transfer of the
novi ng el enents between the el ectromagnets used for

di vergi ng and sai d el ongated permanent magnets used for
subsequent |y guiding the projecting nenbers. The
teaching of D1 is thus fully oriented toward the use of
magnetic forces, both for sorting and for subsequent
defl ecti on of the noving el ement.

On the contrary, D3 is totally oriented toward
nmechani cal solutions conprising the interposition of
positive obstacles in the path of the conveyor, both
for sorting the projecting nenbers (i.e. by neans of a
pi vot abl e gate) and for the subsequent defl ection of
said nenbers (i.e. by neans of a diverter wal
obliquely oriented relative to the conveyor path).
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Therefore, the skilled person starting from Dl and
willing to inprove its fully nmagnetic type sorting
system woul d have a priori no reason for consulting D3
which refers to purely mechanical sol utions.

Assum ng neverthel ess that he woul d do that, but
keeping in mnd that it is not justified arbitrarily to
i solate parts of a prior art docunent fromtheir

context in order to derive therefromtechnica

i nformati on which would differ fromthe integra
teachi ng of that docunent (see decision T 56/87, QJ EPO
1990, 188), the Board al so cannot see any reason why
the skilled person would additionally envisage:

- firstly, to isolate the obliquely oriented guiding
rail of D3 fromits associated pivotabl e gate;

- secondly, to nodify the structures of both the
downstream guide rails so that they would conprise
each two side walls with a conmon junction area
bet ween the inner walls, although none of the
rel evant docunents D1 and D3 di scl oses such a
feature, and,

- thirdly, to laterally deviate said junction area
fromthe central axis of the upstream guiding
rail .

To arrive at a conbination according to Claim1l the
skill ed person would thus need not only to nmake an
arbitrary choice of specific parts of D3 but also to
adapt and conbine themto existing parts of an other
appar atus based on a different conception and working
in an opposite way (i.e. in D3 the noving elenents are
pushed nechanically to the path of the conveyor
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whereas, in D1, they are attracted magnetically).
Wt hout any hint, such an approach appears to be nerely
the result of an ex-post-facto anal ysis.

7.6 The sane argunentation remains valid with the skilled
person starting fromthe apparatus of D3. Furthernore,
it should be pointed out that, in D3, elimnation of
excess noi se was considered as an inportant factor and
a solution different to that according to the invention
was al ready proposed (see D3: colum 5, lines 10 to
16). Even if the skilled person would consult D1, which
relates to an apparatus based on a fully different
conception, he would not arrive at the invention by a
nmere transposition of the disclosed attracting neans of
D1 in place of the pivotable diverting gate of D3 since
several additional adaptations of the guiding rails
woul d al so be necessary.

8. For the foregoing reasons, the Board cannot consider
that the combination claimed in Caim1l follows plainly
and logically fromthe state of the art disclosed
either in DL or in D3 and the clained invention
therefore involves an inventive step in the neaning of
Article 56 EPC.

Therefore, the objections raised by the appellant do
not prejudice the nai ntenance of the patent in the
anmended version submitted by the respondent at the ora
proceedi ngs.

Or der

For these reasons it is decided that:

0737.D
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1. The deci si on under appeal is set aside.
2. The case is remtted to the first instance with the
order to maintain the patent in the follow ng version
d ai ns: 1 to 15,
Descri ption: colums 1 to 5 and pages 15 to 29, 33 to
61 and 72,
Dr awi ngs: 1 to 34,
all filed during the oral proceedings.
The Regi strar: The Chai r man:
G Mgouliotis C. Andries

0737.D



