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Summary of Facts and Subm ssi ons
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The appeal lies froma decision of the Exam ning
Division rejecting, inter alia, a request for
correction of errors pursuant to Rule 88 EPC in the
Eur opean patent application No. 97 201 407.0 filed as
di vi si onal application of European patent applications
No. 90 907 505.3 and/or 93 203 341. 8.

The rejected request ainmed at a replacenent of the

m stakenly filed description and clains of the

di visional application referred to above by the
description of the parent application No. 93 203 341. 8.
The Exam ning Division, applying the principles of the
decision G 2/95 of the Enlarged Board of Appeal, cane
to the conclusion that such replacenent by way of
correction under Rule 88 EPC contravened Article 123(2)
EPC since it introduced subject-matter extendi ng beyond
the content of the divisional application as filed.

In the statenment setting out the grounds of appeal the
appel  ant argued essentially as foll ows:

The first instance had applied the principles |aid down
in the decision G 2/95 incorrectly. For divisional
applications the filing date was the date of the parent
application and, consequently, the original disclosure
was the disclosure of the parent application. In this
respect, a divisional application was nothing nore than
a separate application for subject-matter already

di sclosed in the parent application. Thus, allow ng the
appel lant's request would not |lead to an extension of
the original disclosure after the original filing date
and woul d therefore conply with the principles set out
in decision G 2/95.
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In an annex to the summons to oral proceedi ngs
requested by the appellant on an auxiliary basis the
Board pointed to the jurisprudence of the Boards of
Appeal according to which divisional applications, once
t hey have been validly filed, were separate and

i ndependent fromtheir parent applications and nust

t herefore conply independently with all requirenents of
the EPC, including Article 123(2) EPC. Mreover, the
Board expressed doubts whether the requested correction
was obvious in the sense that it was imedi ately
evident that nothing el se woul d have been intended than
what was offered as the correction (Rule 88 EPC, second
sentence). It was also nentioned that the application
in suit had been published and that, therefore, a

repl acenent of the published description could affect
the public interest.

In the course of the oral proceedings the appell ant
referred to the decision T 441/92 of the Boards of
Appeal which, in his view, described a "two step”
approach. In a first step, a divisional application
shoul d be exam ned with respect to the requirenents of
Article 76(1) EPC. Thereafter, and only once the

requi renents of Article 76(1) were met, the application
shoul d be exam ned for the other requirenments of the
EPC, including Article 123(2) EPC. Thus, allow ng the
appel lant's request for correction would nerely ensure
that the conditions of Article 76(1) EPC were net. If

t he application docunents were first corrected in
accordance with Article 76(1) EPC, they would then neet
the requirenents of Article 123(2) EPC as,
subsequently, no anmendnent to these docunents woul d
have taken pl ace.

As far as the other requirenents for a correction under
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Rul e 88 EPC were concerned, the appellant submtted
that it was not unusual for a divisional application to
have exactly the sanme description as the parent
application. It was not, therefore, unreasonable to
assune that the applicant indeed intended to file a
description corresponding to that of the parent
application. As regards the interest of the public, the
appel l ant pointed out that the application in suit was
published with a clear statenent that it was a

di visional application and that the (al ready published)
parent applications were clearly indicated on the front
page. Thus, everybody could easily inform hinself about
the content of the parent applications so that it was

i edi atel y apparent that an error nust have been made.

Consequently, the appellant requested that the decision
under appeal be set aside and that the follow ng
requests for correction be granted:

- repl acenent of the description and clains as filed
by the description and the clains filed with
letter on 4 May 1998 (nmin request), or

- repl acenent of the description as filed by the
description filed with letter on 4 May 1998
(auxiliary request).

Reasons for the Decision

2301.D

The appeal conplies with the provisions of Rule 65 EPC
and is therefore adm ssible.

In the circunstances of the present case, the request
for correction of errors concerns a European divisional
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application which was filed with a wong description
not related to the earlier (parent) applications. The
wongly filed description should therefore be replaced
by the description of one of the parent applications
mentioned in the request for grant of the divisional
appl i cation.

Rul e 88 EPC refers to correction of errors in docunents
filed with the EPO |If the correction concerns the
description, clainms or drawings, it nust be obvious in
the sense that it is inmrediately evident that nothing

el se woul d have been intended than what is offered as
the correction (Rule 88 EPC, second sentence). This
provi sion was the subject of the opinion G 3/89 (QJ EPO
1993, 117) and the decison G 2/95 (QJ EPO 1996, 555) of
t he Enl arged Board of Appeal.

According to the opinion G 3/89, point 3 of the
reasons, the parts of a European patent application
relating to the disclosure (the description, clains and
draw ngs) may be corrected under Rule 88, second
sentence, EPC only within the limts of what a skilled
person woul d derive directly and unanbi guously, using
common general know edge and seen objectively and
relative to the date of filing, fromthe whole of these
docunents as filed. Thus, the parts of a European
patent application relating to the disclosure nust
contain such an obvious error that a skilled person is
in no doubt that this information is not correct and
cannot be neant to read as such. This is not the case
if incorrect information only becones apparent in the
light of the proposed correction (see point 5 of the
reasons of G 3/89).

In the present circunstances, the application was filed
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as a divisional application under Article 76 EPC whi ch,
according the constant jurisprudence (see e.qg.

T 873/ 94, QJ EPO 1997, 456), is to be exam ned quite
separatly fromits parent application and nust itself
conply independently with all the various requirenents
of the EPC. For the purposes of Rule 88 EPC, the error
nmust therefore be apparent fromthe divisional
application itself and the parent application cannot be
used to denonstrate that the error was obvious. Even if
it is apparent fromthe filed description, clains and
drawi ngs that they do not go together, it is not

i medi ately clear fromthe application itself which of
these parts is not correct. Already for this reason the
requested correction under Rule 88 EPC, second
sentence, EPC is not all owable.

Mor eover, according to decision G 2/95, point 2 of the
reasons, the interpretation of Rule 88 EPC, second
sentence, nust be in accord with Article 123(2) EPC

whi ch means that a correction under Rule 88 EPC is
bound by Article 123(2) EPC, in so far as it relates to
the content of the European patent application as
filed. A correction may therefore be made only within
the limts of the content of the parts of the
application which determ ne the disclosure of the
invention, nanmely the description, clainms and draw ngs.
O her docunents may only be used for proving the conmon
general know edge on the date of filing.

As far as a divisional application pursuant to

Article 76 EPC is concerned, the content of the
application which determ nes the disclosure is that of
the divisional application as filed, rather than that
of the earlier (parent) application. This follows from
t he constant jurisprudence of the Boards of Appeal
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according to which a divisional application nust conply
with both the requirenments of Article 76(1) and

Article 123(2) EPC, the latter referring to extensions
beyond the content of the divisional application as
filed (see T 284/85 of 24 Novenber 1998, point 3 of the
reasons; T 441/92 of 10 March 1995, point 4.1 of the
reasons; T 873/94, QJ EPO 1997, 456, point 1 of the
reasons).

Since, in the present case, the requested correction
concerns the disclosure, it is inadmssible in so far
as it introduces subject-matter extending beyond the
content of the divisional application as filed. It was
never contested by the appellant that the requested
correction woul d indeed introduce such new subj ect -
matter conpared to the divisional application as filed.

However, the appellant argued that, in contrast to the
jurisprudence referred to above, the only bar to an
anmendnent or correction of the content of a divisional
application was the disclosure available on the deened
filing date, i.e. the filing date of the parent
application. The Board is unable to share this view for
the follow ng reasons.

First, it should be considered that, according to
Article 76(1) EPC, second sentence, a divisional
application may only be filed in respect of "subject-
matter” which does not extent beyond the content of the
earlier application. This inplies the filing of
application docunents defining the "subject-matter" of
the divisional. If, for this purpose, the content of
the parent application could be used, Article 76(1) EPC
woul d be deprived of any purpose.
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3.2 Neither is there any legal basis for the "two step”
approach (see paragraph V, supra) as derived by the
appel lant fromdecision T 441/92. As set out in that
deci sion (point 4.2 of the reasons), "the divisional
application nust neither extend beyond the content of
the earlier (parent) application as filed nor be
amended after filing in such a way that it contains
subj ect matter which extend beyond the content of the
di visional application as filed" (enphasis added).
Thus, the decision referred to by the appellant does
not support his "two step” approach but refers, for
amendnents after filing, to the content of the
di vi sional application as filed.

4. For these reasons the appellants's requests for
correction of errors under Rule 88 EPC, second
sentence, nust fail.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Muartorana E. Turrini
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