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Summary of Facts and Subm ssi ons
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This appeal, filed on 19 August 1999 together with the
statenent of the grounds of appeal and proper paynent
of the prescribed fee, is against the decision of the
exam ning division to refuse the application. It
refused the application on the grounds that the
application did not neet the requirenents of Article 84
EPC because claim9 was not clear and concise, that
claim7 did not neet those requirenents in that the
matter for which protection was sought was not defi ned
and that the technical features which were necessary to
solve the problemof the invention as indicated on

page 2, lines 25 to 28 and 33 to 35, in the description
were mssing in all the clains.

Refused clains 1, 7 and 9 read as follows (the word
"colour" has been witten in the English manner):

1. A nethod for digital inmage processing in the
prepress industry introducing corrections in an
original inmage represented by original CWY
printing colours, conprising the steps of:

- providing original CWKY printing colours to be
corrected;

- defining desired corrections by correspondi ng
HSL changes; and

- transformng the original CW printing colours
to new CWY printing colours by applying said HSL
changes directly on a pixel-by-pixel basis to
the original CW printing col ours and

- by use of said HSL changes w thout a col our
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space transl ation

7. A met hod according to claim2 wherein the HSL
changes are clanped within the printing col our
space so that no HSL corrections are permtted
which result in new CW val ues outside said
printing col our space and therefore unprintable.

9. A nmet hod according to one of clainms 1-8 for
correcting an original CMY col our imge and
di spl aying as a colour video display a corrected
col our inmage, conprising the steps of:

- providing an i mage scanner which outputs
original CWK printing colours;

- defining corrections by individual HSL changes;

- applying said HSL changes in a CW
transformation to said CWY original colours so
as to create new CWy col ours, said HSL changes
being applied to said original CMY printing
col ours; and

- converting said new CW printing colours to RGB
colours for video display.

Together with the statenent of the grounds of appea
the appellant filed a new set of clains and anended
descri ption pages (pages 4, 6, 8 and draw ng sheets
2/6, 4/6 and 5/6). Clains 1, 7, 9 and 10 of said set
read as follows:

1. A nmet hod for introducing corrections in an
original inmage represented by original CwK
printing colours, conprising the steps of:
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- providing original CWK printing colours to be
corrected,

- defining desired corrections by correspondi ng
HSL changes; and

- transformng the original CW printing colours
to new CW printing colours by use of said HSL
changes wi thout a col our space transl ation.

7. A nmet hod according to one of clains 1-6 wherein
the HSL changes are clanped by limting said new
CMY printing colours to the range defined by the
smal | est and | argest possible CMY values in said
printing col our space.

9. A nmet hod according to one of clains 1-8 including
the step of transformng the original CW printing
colours to the new CWY printing col ours by
appl ying said HSL changes on a pi xel - by- pi xel
basi s.

10. A nethod according to one of clains 1-9 including
the step of:
converting said new CWY printing colours to RGB
colours for a video display.

The appel | ant requested that the decision be set aside

and a patent be granted on the basis of the new set of
amended cl ai ns.

Reasons for the Deci sion

1. The appeal is adm ssible.
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The Board notices that the only independent claim
claim1l, corresponds to original (published) claiml1,
clainms 2 to 6 in substance to original clains 6 to 10,
claim8 to original claim12 and claim9 to origi nal
claim 2. The characterising feature of claim110 is
present in original claim13 (and e.g. in Figure 3).
Caim?7 corresponds to original claim1l, but has been
conpleted with an additional feature ("snallest and

| ar gest possi ble CW values") fromthe description (see
under point 5 in each of the paragraphs dealing with
hue, saturation and |um nance changes in the origina
description). Thus the clains have not been anended in
such a way that the application contains subject-natter
ext endi ng beyond the content of the application as
filed.

Since the exam ning division refused the present patent
application because the clains then on file did not
neet the requirenents of Article 84 EPC, the only issue
to be dealt with in this case is, whether these

requi renents are now fulfilled.

As can be seen by a conparison between the refused set
of clains and the anended set of clains nowon file
(cf. under Il and Il above) refused claim9 has in
reality been replaced by new clains 9 and 10, which
both are clearly dependent on preceding clains. Al so
claim?7 is dependent on the preceding clains.

Caimlis identical to original claim1, which in the
witten opinion of the prelimnary exam nation, was,
like refused claiml1 in the appeal ed deci sion,

consi dered not to be clear in the sense that its
subject-matter did not solve the problem of clanping
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changes into the avail abl e col our space so that new
CWyK val ues did not result which could not be printed
(page 2, lines 25 to 28) and that the features which
al l owed the inages to be naintained in the printable
CWY col our space during col our mani pul ati on were not
present in the clains (lines 33 to 35).

The exam ni ng division, thus, considered that the claim
did not contain the technical features necessary to
solve the problemto the invention. The Board, however,
notices that on page 2, lines 29 to 32 in the published
original descriptionit is, in addition to the problens
mentioned by the exam ning division, also stated that a
further object of the invention is "to provide a nethod
which is an inprovenent over the prior art shown in
Figure 2 by elimnating the need for translations first
fromCWK to HSL and later from HSL back to CWK for
printing".

Mor eover, as can be understood fromthe description,
page 2, first paragraph, it is an advantage to use the
HSL col our space which is unprintable but conveni ent
for calculation and suitable for intuitive col our
mani pul ati ons. Therefore, it appears to the Board that
claim1l at least tries to identify the necessary

requi renents (features) which nake it possible to carry
out a nethod which avoids translation between the CMK
and HSL spaces but still nakes use of the intuitive
friendly HSL mani pul ation, since it is nade clear in
the claimthat desired corrections by correspondi ng HSL
changes nust be defined and that the original CW
printing colours are transfornmed to new CMY col ours by
use of said HSL changes w thout a col our space

transl ation.
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The Board held in an earlier decision (T 1086/92) and
still holds that the primary function of a claimis to
set out the scope of protection (Article 84 EPC, first
sentence). This inplies that it is not always necessary
for aclaimto identify technical features or steps in
all detail. However, the subject-matter of the claim
must (according to Article 84 EPC, second sentence)

al so be supported by the description and the wording
must be formally clear and contain all essential
features necessary to solve the technical problem of
the invention. The limting features necessary to
define the invention in a claimw ||l always depend on
the closest prior art. Wen there are no references or
only weak ones cited in a case, it is obvious that an

i ndependent clai mcan be very generally fornul at ed,

i.e. the essential features can be stated in a
generalized form It is then up to the applicant to add
dependent clains to the i ndependent claimand to decide
on the extent to which he wants to claimprotection for
details disclosed in the description. O course, also

t hese dependent cl ainms nust neet the requirenents of
Article 84 EPC

In the present case it appears to the Board that
claim1l1, indeed, defines the matter for which
protection is sought (Article 84, first sentence). The
appel l ant has formnul ated the claimhaving regard to the
prior art referred to in the introductory part of the
description and restricted the subject-matter of the
claimin r relation to that prior art. The Board notices
that claim1 now on file does not contain the features
included in refused claim1, nanely that the nethod
concerns "digital inmge processing in the prepress

i ndustry” and also not that the CMY printing colours
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shoul d be transfornmed to new CMy col ours "by applying
said HSL changes directly on a pixel -by-pixel basis to
the original CMY printing colours". The Board, however
does not think that these restrictions were essentia
having regard to the application as filed as a whol e.
Al though it is nentioned in the first lines of the
description of the application that "the present
invention relates to col our mani pul ation for digital

I mage processing in the prepress industry” this does
not necessarily nean that the invention cannot be used
in other technical fields. Rather, this sentence seens
nmerely to illustrate one field or use of the invention.

Al so, the Board is of the opinion that claim1l1l is clear
in the sense that it uses a |l anguage that is clear and
not open to msinterpretation (Article 84 EPC, second
sent ence) .

The second sentence of Article 84 EPC, noreover,
requires that the claimnust be supported by the
description. As has been pointed out above this

requi renent has to be interpreted as neaning that al
features described in the description as being
necessary to solve the technical problemof the

i nvention ("essential features") nust be present in the
corresponding claim The exam ning division has inits
deci si on, apparently, considered that the refused claim
did not neet this requirenent. However, as the Board
has shown above, it considers that the claimneets this
requirenent in relation to a problemderivable fromthe
application which was not considered by the exam ning
di vi si on.

It is true that the features of claim1l are very
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general and do not give all details of a practica
solution of the problemindicated in the description.
This is, however, also not necessary, since it is
sufficient if the application as a whol e describes the
necessary characteristics of an invention in a degree
of detail such that a person skilled in the art can
performthe invention. This requirenent, however,
relates to Article 83 EPC and is not relevant to
Article 84 EPC (cf. T 1055/92, QJ 1995, 214). It is the
opi nion of the Board that the essential technica
features identified in claim1l define the invention
sufficiently for the skilled person to know whet her or
not a practical enbodinent falls under the terns of the
cl ai m

During proceedi ngs before an exam ning division, it

of ten happens that pertinent docunments are cited with
the result that the core of a clained invention has to
be changed and al so the correspondi ng problemto be

sol ved appears in a nodified form In such cases often
new essential features nust be added to the claimin
order to clearly identify the solution and to

di stinguish the invention fromthe prior art (narrow ng
the protection). In the present case, however, it is
noted that no such new docunents have been cited in the
deci si on under appeal. On the contrary, the exam ning
di vision has in the decision stated that the objections
relating to novelty and inventive step are no | onger

mai ntai ned and there is no nention at all of the cited
reference used in the earlier comunication. Thus, at
the present stage it does not appear that the
protection of the invention identified by the wording
of claim1l nust be anended because it is too broad.
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The Board, therefore cones to the result that claim1l
neets the requirenents of Article 84 EPC

Having regard to the fact that the clains 2 to 10 are
dependent on claim 1 and since they all identify

di fferent additional features of enbodi nents of the

i nvention of claim1 and, noreover, have been made nore
conpact and consistent in that they avoid repetitions,
they also are considered to neet the requirenents of
Article 84 EPC

As has been nentioned above, the sole reason for

refusal of the application was |ack of clarity. Thus,
the exam ning division did not exam ne the application
with regard to all the requirenents of the EPC. Under
these circunstances it is necessary to remt the case
to the exam ning division for further prosecution of
the application. The Board, therefore, nakes use of its
power under Article 111(1) EPC to remt the case to the
exam ning division for further prosecution.

For these reasons it Is decided that:

0716.D

The deci si on under appeal is set aside.

The case is remtted to the first instance for further
prosecution on the basis of the clains 1 to 10 filed
together with the statenent of the grounds of appeal.
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The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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