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Summary of Facts and Subm ssi ons

2744.D

The grant of European patent No. 0 367 396 in respect
of European patent application No. 89 309 521.6, filed
on 19 Septenber 1989 and claimng priority of

19 Septenber 1988 of an earlier application in Japan
(234 385/88), was announced on 6 March 1996

(Bulletin 1996/ 10) on the basis of five clains reading
as foll ows:

"1. A polypropylene nolded article containing traces
of hexane, heptane, or a m xture thereof and
2, 4-di net hyl - 1- hept ene; wherein the anount of
hexane, heptane or the m xture present is |ess
than 5 ppm the anount of 2, 4-dinethyl-1-heptene
present is less than 5 ppm and the total anount
of volatile conponents is less than 30 ppm the
pol ypr opyl ene from which the article was nade
being stabilized, to have a nelt flowrate ratio
MFR,/ MFR, | ess than 5.0, wherein MFR, is the nelt
flow rate of the polypropylene after a single
pell etization at 280EC and MFR, is the nelt flow
rate of the pol ypropylene after repeated
pelletization (twi ce) at 280EC, by the inclusion
of 0.01 to 5 parts by weight (per 100 parts by
wei ght of pol ypropyl ene) of one or nore
anti oxi dants sel ected from phenol -type
ant i oxi dants, phosphorus-contai ning antioxi dants
and tocopherols.™

2. A pol ypropyl ene nol ded article according to
claim1l, wherein the total content of hexane,

heptane or the m xture thereof is less than 3 ppm

3. A pol ypropyl ene nol ded article according to
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claim1, wherein the content of
2,4-dinmethyl-1-heptene is less than 3 ppm

4. A pol ypropyl ene nol ded article according to
claim1l1, wherein the total amount of volatile
conponents therein is less than 25 ppm

5. A net hod of maki ng a nol ded pol ypropyl ene article
wher ei n pol ypropyl ene, containing traces of
hexane, heptane or a mi xture thereof |less than 5
ppm 2, 4-di net hyl - 1- heptene | ess than 5 ppm and
with a total content of volatile conponents of
| ess than 30 ppm is stabilized by inclusion
therein of 0.01 - 5 parts by weight per 100 parts
by wei ght of the polypropyl ene of one or nore
anti oxi dants sel ected from phenol -type
anti oxi dants, phosphorus-type anti oxi dants and
tocopherols, and the article is nolded therefrom
t he pol ypropyl ene being dried at a tenperature
hi gher than 50EC for |onger than 2 hours, and
being stabilized by the antioxidant(s) to a | evel
whereat it has a nelt flowrate rati o MFR,/ MFR,
|l ess than 5.0, MFR, being its nelt flowrate after
a single pelletization at 280Ec and MFR, its nelt
flowrate after repeated pelletization (tw ce) at
280EC. "

1. Notices of Opposition were filed by Opponent 01 (O 01)
on 4 Decenber 1996, Opponent 02 (O 02) on 6 Decenber
1996 and Opponent 03 (OG- 03) on 6 Decenber 1996, in
whi ch revocation of the patent in its entirety was
requested on the grounds of Article 100(a) EPC (al
Qpponents), nanely lack of novelty within the nmeaning
of Article 54 (1) and (2) EPC (O 01) and | ack of
inventive step within the neaning of Article 56 EPC

2744.D Y A
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(all Opponents), as well as insufficiency of disclosure
under Article 100(b) EPC (O 01) and extension of the
subj ect-matter beyond the content of the application as
filed (Article 100(c) EPC) (O 01). The Oppositions of
OQpponents OG- 01 and O 02 were transferred to ot her
conpanies in the course of the opposition procedure.
The obj ections under Article 100(a) EPC were supported
by ei ght docunments, including:
D1: "Taschenbuch der Kunststoff-Additive", 2" edition,
R Gichter, H Miller (Editors), Carl Hanser
Verl ag Minchen Wen, 1983, pages 22 to 24.

In the course of the opposition proceedings, the above
wordi ng of the clains was maintained as the main
request, and seven auxiliary requests were submtted by
the Proprietor.

The first four auxiliary requests, dated 16 July 1998,
differed fromthe main request by the follow ng
nodi fications in Cains 1 and 5:

Auxiliary request 1: The expression "traces of" was
del eted fromboth clains. Furthernore, in Claiml, the
expression "m xture present” was replaced by "m xture
t hereof present”, in Caimb5, "and containing" was
inserted at the end of line 3.

Auxiliary request 2: In both clains, hexane, heptane or
a mxture thereof was required to be present in a
"positive amount less than 5 ppnf. The sanme wordi ng was
used with respect to the presence of DWVH (2, 4-di net hyl -
1- heptene). This wording replaced the reference to
"traces" in each case.

Auxiliary request 3: In both clains, additional
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reference was nade to the article and pol ypropyl ene,
respectively, as "having been prepared by slurry

pol ymeri sation, bul k polynerisation or gas-phase

pol ymeri sation using a Ziegler-Natta catal yst and a
hydr ocar bon medi um of hexane or heptane, wherein the
amount of hexane, heptane or m xture thereof present in
the article is less than 5 ppnf'. The reference to
"traces" was deleted fromboth clains.

Auxiliary request 4: In both clains, the contents of

t he said hydrocarbons were [imted to a range of

0.66 ppmto less than 5 ppm that of DVH was restricted
to a range of 0.4 ppmto less than 5 ppm whilst the
expression "traces of" was del et ed.

Each of auxiliary requests 5 to 7, submtted during
oral proceedings on 29 June 1999, was limted to a
single method claim The claimof auxiliary request 5
was identical to Claimb5 of the main request

(section I, above). The claimof auxiliary request 6
read as foll ows:

"A nmet hod of making a nol ded pol ypropyl ene article
wher ei n pol ypropyl ene contai ning traces of hexane,
hept ane and 2, 4-di net hyl - 1- heptene is dried and
stabilized to contain hexane, heptane or a m xture

t hereof in an anobunt less than 5 ppm 2, 4-dinethyl -
1- heptene in an amobunt of less than 5 ppmand a total
content of volatile conmponents in an anount of | ess
than 30 ppm the pol ypropyl ene being stabilized by
inclusion therein of 0.01 - 5 parts by wei ght per 100
parts by weight of the pol ypropyl ene of one or nore
anti oxi dants sel ected from phenol -type anti oxi dants,
phosphorus-type anti oxi dants and tocopherols, and
before the article is nolded fromthe pol ypropyl ene,
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t he pol ypropylene is dried at a tenperature higher than
50EC for longer than 2 hours, the pol ypropyl ene being
stabilized by the antioxidant(s) to a | evel whereat it
has a nelt flowrate ratio MFR/ MFR, | ess than 5.0, MR,
being its nelt flowrate after a single pelletization
at 280EC and MFR, its nelt flow rate after repeated
pelletization (tw ce) at 280EC. "

The claimof auxiliary request 7 had the follow ng
wor di ng:

"A nmet hod of making a nol ded pol ypropyl ene article
i ncluding the steps of:

a) provi ding a pol ypropyl ene prepared by slurry
pol ynmeri sation or bul k pol ynerisation using a
Ziegler-Natta catal yst and a hydrocarbon nmedi um
such as hexane or heptane;

b) stabilising the pol ypropyl ene produced in step a)
by inclusion of 0.01 to 5 parts by wei ght of one
or nore antioxidants sel ected from phenol -type
anti oxi dants, phosphorus-type anti oxi dants and
t ocopherol s;

c) drying the stabilised pol ypropyl ene of step b) at
a tenperature higher than 50°C for |onger than
2 hours; and

d) nol di ng the pol ypropyl ene article therefrom

wherein the pol ypropylene in the nolded article
contains traces of hexane and/ or heptane | ess than

5 ppm contains traces of 2,4-dinethyl-1-heptene |ess
than 5 ppm and a total content of volatile conponents
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| ess than 30 ppm and being stabilised in step b) to a

| evel

where the nelt flowratio MFR,/MFR, i s | ess

than 5.0, where MFR, is the nelt flowrate after a
single pelletization at 280EC and MFR, its nelt flow

rate after repeated pelletization (twce) at 280EC "

By an interlocutory decision announced orally on
29 June 1999 and issued in witing on 18 August 1999,
the Opposition Division allowed neither the main
request nor auxiliary requests 1 to 6, but held that

t he grounds of opposition did not prejudice the
mai nt enance of the patent in anmended formaccording to

auxiliary request 7, because, taking into consideration

t he amendnent nmade, the patent and the invention to

whi ch it
(i)
(ii)

(iii)

related nmet the requirenents of the EPC

I n substance, the Opposition Division took the
view that the clainmed subject-matter was
disclosed in the patent in suit in a manner
sufficiently clear and conplete for a skilled
person to carry it out (Article 100(b) EPC)

Claim1 of the main request was deened to neet
the requirements of Article 123(2) EPC. The
wording of aim1l in each of auxiliary

requests 1 to 4 was considered nerely to
constitute a rewording of the subject-matter of
Claim1l of the main request filed in response to
obj ections raised under Article 123(2) EPC

wi t hout changi ng the scope of the claim The
amended cl ai maccording to auxiliary request 7
woul d comply with Article 123(2) and (3) EPC.

Clains 1 of the main request and of auxiliary
requests 1 to 4, all of which related to
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pol ypr opyl ene noul ded articles and were
considered to have the sane scope in spite of
their different wording, were deened to be
anticipated by three of the cited docunents.

(iv) The met hod cl ains according to any one of
auxiliary requests 5 and 6 were found not to
conply with Article 84 EPC for lack of clarity.

(v) Novel ty of auxiliary request 7 was acknow edged,
because none of the eight citations nentioned
t he conbi nation of the features in this claim

(vi) According to the interlocutory decision, the
patent in suit ainmed at a nmethod of making a
pol ypropyl ene noul ded article having greatly
| onered | evel of odour which was caused by
resi dual contents of (i) volatile solvents used
in the polynerisation of propylene, (ii)
addi tives such as antioxidants and (iii)
deconposition products resulting fromthe
further processing of the pol ypropyl ene. Since
the cl osest state of the art was not concerned
wi th the above technical problemand the
remai ni ng docunents were not directed to its
solution, an inventive step was acknow edged.

| V. Noti ces of Appeal were filed (i) by the Proprietor
(Appellant 1; appeal 1) on 15 Cctober 1999 and (ii) by
Opponent 03 (Appellant I1; appeal 1) on 26 COctober

1999, respectively, against this interlocutory
deci sion. The respective prescribed fees were paid on
t he sane dates.

(1) In its Notice of Appeal, as anended by letter of

2744.D Y A
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10 Novenber 1999, Appellant | requested that the
interlocutory decision be set aside and that the
patent be mamintained in its granted form or,
alternatively, based on one of the auxiliary
requests 1 to 6 as on file, a new auxiliary
request 7 or the previous auxiliary request 7,
renunbered "8". The respective single clains
according to auxiliary requests 7 and 8 were
enclosed to the first version of the Notice of

Appeal .

The single claimof new auxiliary request 7 was
based on the claimof previous auxiliary request
7 (see section Il, above) with the nodification
of feature a) to read:

"providing a pol ypropyl ene prepared by slurry
pol ymeri sation, bul k polynerisation or gas-phase
pol ynmeri sation using a Ziegler-Natta catal yst
and a hydrocarbon nedi um such as hexane or

hept ane; ".

In its Notice of appeal and in its Statenent of
Grounds of Appeal, received on 24 Decenber 1999,
Appel lant | argued that there were clear

di fferences between the various resin
conpositions disclosed in the prior art, on the
one hand, and the conposition according to
Claim1l of the patent in suit, on the other.

The reasons given in the interlocutory decision
in favour of inventive step of fornmer auxiliary
request 7, renunbered 8, would be generally
correct and would be valid for all the requests
as on file.
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In a further letter dated 27 July 2000 in reply
to appeal 11, it argued that that appeal did not
conply with Rule 64 EPC, because neither in the
Notice of Appeal nor in the Statenent of G ounds
of Appeal the address of Appellant Il was given.
Additionally, it further el aborated its
argunents as to patentability of its auxiliary
request 7 and disputed the argunents provided by

Appel lant 11.

(i) In a letter dated 25 Cctober 1999 in reply to
appeal |1 and in its Statenent of G ounds of
Appeal , received on 16 Decenber 1999,
Appel lant Il supported the reasons in the
deci si on under appeal as to the main request and
auxiliary requests 1 to 6, but disputed the
finding of the Opposition Division with respect
to auxiliary request 7, as nmaintained in the
deci si on under appeal, on the basis of three
docunents, and the argunents subm tted by

Appel I ant 1.

(iiti) The argunents of Appellant | were also contested
by the two Respondents/other Parties as of
right 001 (letter dated 22 Septenber 2000) and
O 02 (letters dated 27 July 2000 and
12 Septenber 2000). Both requested furthernore
t hat appeal | be di sm ssed.

(iv) In auxiliary requests, oral proceedings were
requested by all parties. However, Appellant |
wi thdrew this request with a letter dated

14 Novenber 2001.

V. On 12 July 2002, the parties were sunmoned to attend

2744.D Y A
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oral proceedings and, in an annex to the sumons, the
Board made prelimnary, provisional remarks, wherein
serious doubts were expressed whether any i ndependent
cl ai mof any request on file conplied with

Article 123(2) EPC and whether this non-conpliance
could be renoved by amendnent w thout contravening
Article 123(3) EPC

In reply to the sumons, further letters with the
foll owi ng dates were submtted by the parties:

24 July 2002: Respondent/other Party O 01 inforned the
Board that it intended to use German in the oral
pr oceedi ngs.

24 July 2002: Appellant | (Proprietor) withdrewits
appeal and infornmed the Board that it would not attend
t he oral proceedings.

6 August 2002: Appellant Il (O03) withdrewits
auxiliary request for oral proceedings and inforned the
Board that it would not attend these proceedi ngs.

12 August 2002: Appellant Il (O 03) nmintained
expressis verbis its appeal, but confirned its
wi t hdrawal of the request for oral proceedings.

9 Septenber 2002: Respondent/other Party O 02 w thdrew
its request for oral proceedings.

On 17 Cctober 2002, the oral proceedings were
cancel | ed.

According to the witten file, Appellant Il requested
that the decision under appeal be set aside and that
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the patent be revoked in its entirety, whilst the
Respondent (former Appellant 1) requested, inplicitly,
that appeal Il be not admtted or, alternatively, be
di sm ssed.

The other Parties O-01 and O 02 supported the request
of Appellant 11.

Reasons for the Decision

1. Former appeal | was withdrawn by letter dated 24 July
2002 (section V, above). Consequently, former
Appel lant 1 is now the Respondent in these appeal
proceedi ngs which concern exclusively former appeal 11
referred to below as "the appeal". Former Appellant II
(Opponent O 03) and fornmer Cpponents O 01 and O 02 are
addressed bel ow as "the Appellant” and "the ot her
Parties", respectively.

2. Adm ssibility of the Appeal

2.1 In its letter dated 27 July 2000, the Respondent
chal l enged the adm ssibility of the appeal, because
neither the Notice of Appeal nor the Statenent of
Grounds of Appeal nentioned the address of the
Appel l ant. Therefore, it argued that the appeal by did
not conply with Rule 64 EPC.

2.2 Article 107 EPC identifies the persons entitled to
appeal and to be parties to appeal proceedings. The
article requires that the said persons or parties who
file an appeal against a decision nust be adversely
affected thereby. "Any other parties to the proceedings
shall be parties to the appeal proceedi ngs as of

2744.D Y A
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right."

In the opposition proceedi ngs, besides the Proprietor,
t hree opponents were involved who identified the nunber
and title of the patent opposed, the nunber of the

pat ent application and the Proprietor as well as their
respective nanmes and addresses in their Notices of
Qpposition. The Notice of Opposition of Opponent 03 was
submtted by a professional Representative, identified
by his nane and address, who acted on behal f of
"MONTELL NORTH AMERI CA, I NC., 2801 Centerville Road,
Newcast | e County, Del aware, USA".

On 26 Cctober 1999, the sanme Representative, again
identified by his name and address, filed (i) a first
statenent (dated 25 October 1999) referring to fornmer
appeal 1 of the Respondent and (ii) a Notice of Appeal
(dated 26 Cctober 1999), both on behal f of

"MONTELL NORTH AMERI CA, INC.". In the Notice of Appeal,
reference was nade to the Appeal Nunber, both the

pat ent and application nunbers of the patent in suit
and the date of issue of the contested interlocutory
deci si on.

The Boards of Appeal have, on a nunber of occasions,
considered an objection simlar to that raised by the
Respondent (see Case Law of the Boards of Appeal of the
EPO, 4'" ed., 2001, chapter VII. D.7.4.1a). In their
deci sions on these cases, the Boards have found that,
provided sufficient informati on was available to
identify the Appellant in each case, the appeal was
adm ssi bl e.

In view of the particulars in the Notice of Appea
submtted by the Appellant and in consideration of the
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above facts, the Board sees no reason to cone to a
different conclusion in the present case. Hence, the
appeal is adm ssible.

Procedural nmatters

The wi thdrawal of fornmer appeal | necessarily inplies
that the main request and the auxiliary requests 1 to
6, which had al ready been pendi ng before the Opposition
Di vision, and the amended claimaccording to new
auxiliary request 7, submtted by the Respondent with
its Notice of Appeal, are withdrawn. The Respondent is
primarily restricted during the appeal proceedings to
defending the patent in the formit which it was
mai nt ai ned by the Opposition Divisionin its
interlocutory decision.

Consequently, the claim submtted as auxiliary

request 8 on 15 Cctober 1999, which is identical to the
claimaccording to auxiliary request 7 identified in
section Il (above) and allowed by the Opposition
Division, forns the basis of this decision.

Wording of the claimand Articles 100(c) and 123(2) EPC

The sol e cl ai munder dispute, on which the decision
under appeal was based (see section 3.2, above),
relates to a nmethod of nmaking a noul ded pol ypropyl ene
article. The nethod is defined in terns of not only
process steps (a) to (d) but also mandatory functi onal
features of the product to be obtained by these steps.

In step (a), polypropylene is prepared by neans of a
slurry or bulk polynerisation using a Ziegler-Natta
catal yst and a hydrocarbon nedi um such as hexane or
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hept ane. The polynmer is then stabilised in step (b) by
inclusion of 0.01 to 5 parts by weight of one or nore
of specific antioxidants, subsequently, in step (c),
dried at a tenperature higher than 50°C for |onger than
2 hours and finally, in step (d), noulded to the

pol ypropyl ene article.

The resulting article is defined in terns of the

maxi mum contents of volatiles (ie solvents and
degradati on products of the polyner) and the | evel of
stability required (last paragraph of the claim and
page 3, lines 16 to 47 of the description).

The reduced solvent contents are achieved in step (c)
by "drying the stabilised pol ypropylene of step b) at a
tenperature higher than 50°C for |onger than 2 hours".

The amount of antioxidant(s) necessary "to reduce the
degradati on products” is specified in tw ways, (i) in
terms of a certain concentration range, relative to the
pol ymer (see section 4.2, above), which in itself is
not a sufficient limtation as denonstrated by
conparative Exanple 2 in the patent in suit, and (ii)
in ternms of the stability thus achi eved, defined by the
ratio MFR,/ MFR, of "less than 5" of two nelt flow rates
(MFR) of the polypropylene (see the single claimunder
consi deration; patent specification: Claim1l and

page 3, line 48).

Thus, the clai munder consideration refers to MFR, as
bei ng nmeasured "after a single pelletization at 280°C'
and MFR, as being neasured "after repeated pelletization
(twice) at 280°C', which clearly nmeans a total of three
pelletizations (cf. the findings as regards Exanple 1,
section 4.7, bel ow).
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Furt her processing always inparts thermal and
mechani cal stress on the polynmer which, hence, partly
deconposes (cf. page 2, lines 54/55 of the patent in
suit). It is well known in this art that such a
processing at 280°C puts a distinctly higher therma
stress on the polyner than the sanme treatnent at 230°C
and that the effects of repeated thermal stress on

pol ymers accumul ate. A thermally pre-stressed or pre-
damaged pol yner deteriorates or degrades nore easily
upon further thermal stress than a pol yner not having
the sane thermal history. Docunent Dl denonstrates the
i nfluence of repeated thermal stress on the MFR (page
23, Figure 1). Thermal stress depends not only on the
tenperature but will increase, the |onger the treatnent
at high tenperatures lasts. This has not been disputed
by the parti es.

In Exanple 1 of the patent, a conposition obtained by
adm xture of stabilisers to the pol ypropyl ene was

pell etized at 230°C and gave the MFR, val ue. Then, after
an internedi ate drying step, pellets underwent repeated
pelletization twice at 280°C with subsequent

measur enent of the MFR, (page 4, lines 41 to 46). The
ot her exanpl es and conparative exanples are either
silent in this respect or they refer to the procedure
of Exanple 1. Hence, the exanples clearly require three
pelletization runs at different tenperatures, which
fact is in conpliance with the terns "MFR," and "MR,".
These tenperature conditions are, however, evidently
inconsistent with those in definition (ii) of the
thermal stability in the claim(point 4.5, above).
Consequently, the anmounts of antioxidant(s) necessary
to fulfil the stability requirenment expressed in terns
of "MFR,/ MFR, l ess than 5" differ fromeach ot her,
dependi ng on whet her pelletization was carried out, on
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the one hand, three tines at 280°C or, on the other,
once at 230°C and twi ce at 280°C.

Furthernore, the passage at lines 48 to 55 of page 3,
whi ch was apparently used as the basis for the
amendnment of Claim1 during the exam nation (letter of
20 Decenber 1993), does not support the present wording
of aiml with regard to the requirenents of

Article 123(2) EPC

The formulation in that passage "where MFR, denotes an
MFR of a pol ypropyl ene sanpl e whi ch has undergone

pel l etization only once, and MFR, denotes an MFR of the
sanme pol ypropyl ene sanmpl e whi ch has under gone repeated
pelletization at a specified tenperature (say, tw ce at
280°C)" does not specify the tenperature used in the
single pelletization before the determ nation of the
MFR, val ue, but refers only to the tenperature during
the "repeated pelletization” (ie in two runs) before

t he neasurenment of MFR,, which is in accordance with the
above findings concerning the exanples.

In view of these facts and findings, the limt of "less
than 5.0" of the said MFR ratio, as defined in the
claim(all pelletizations at 280°C), has a neaning
which is different from"less than 5. 0", neasured under
| ess stringent conditions (eg, first, at 230°C and only
thereafter at 280°C as in the exanples).

It follows that, in the claimunder consideration, the
skilled person is presented with information which is
not directly and unanbi guously derivable fromthat
presented by the application as originally filed.

This definition of MFR, as being the nelt flow rate of
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t he pol ypropyl ene after a single pelletization at 280°C
was included in all the independent product and nethod
clainms of the patent in suit, as granted, and is also a
mandatory feature of the clai munder consideration. It

i s based on an anendnent of the disclosure of the
application docunents which extends the subject-matter
beyond the content of the application as originally
filed. Consequently, and to this extent, the single

cl ai munder consideration contravenes the provisions of
Article 123(2) EPC. Nor would it be possible to delete
the reference to a sinple pelletization at 280°C, or
replace it with a reference to a single pelletization
at, say 230°C, without contravening Article 123(3) EPC

Furthernore, the description on page 3, |ines 40/41 of
t he patent specification, which is based on page 6,
lines 23/24 of the application as originally filed,
refers to "drying the pol ypropyl ene nol ded article"
rather than "drying pol ypropyl ene" per se. It follows
that the reference to this feature in the claimalso
conpri ses added subject-matter in the sense of

Article 123(2) EPC

These obj ections, which relate to a ground of
opposition (Article 100(c) EPC) already raised and
substantiated in a Notice of Qpposition, were notified
to the parties in a conmuni cati on acconpanyi ng the
sumons to oral proceedings (cf. sections Il and V,
above).

Consequently, the patent in suit cannot be upheld and
is therefore revoked in accordance with Articles 102(1)

and 111(1) EPC

Taking into account the requests and decl arations of



T 0982/ 99

all the parties (see sections IV.iv) and V, above),
there was no need to hold oral proceedings.

O der

For these reasons it is decided:

1. The deci sion under appeal is set aside.

2. The patent in suit is revoked.

The Regi strar: The Chai r man:

E. Gorgnmuaier R Young

2744.D



