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Summary of Facts and Subm ssi ons
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The mention of the grant of European patent

No. O 676 941 in respect of European patent application
No. 94 902 566 filed on 16 Decenber 1993 and claimng a
US-priority from4 January 1993 was published on 7 My
1997. Independent claim 1l reads as foll ows:

"1l. An orthopaedic brace conprising a pair of arns
(18, 22) to be secured to a wearer's body and a
pivotable joint (24) between said arnms (18, 22) to

al l ow pivoting of the knee while supporting the knee;
characterised in that each of said arnms (18, 22) is
rigid and in that the brace further conprises a

| ockabl e joint nmeans (44, 64) to allow controlled nedia
and lateral inclination of each arm (18, 22) relative
to the pivotable joint (24) and to |lock said
inclination at a predeterm ned, fixed position."”

Notice of opposition was filed on 9 February 1998 based
on the grounds of Article 100(a) and (c) EPC.

By deci si on announced during the oral proceedi ngs on
22 June 1999 and posted on 20 July 1999 the Qpposition
Di vision revoked the European patent 0 676 941. The
OQpposition Division was of the opinion that, since the
term"rigid' was not disclosed in the application as
filed, granted claim1 contai ned subject matter which
ext ended beyond the content of the application as
originally filed and therefore violated Article 123(2)
EPC.
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On 20 Septenber 1999 notice of appeal was | odged
agai nst this decision together with paynent of the
appeal fee.

The statenent of grounds of appeal was filed on
24 Novenber 1999.

In addition to the docunents submtted as evidence
during the opposition proceedings the Appellant filed
on appeal :

- Decl aration of M Richard Looner, and

- Decl arati on of M Fabian Pollo, both filed by
facsimle on 7 Cctober 2002;

- EP-A-0 670 152,

- Letter fromthe Applicant of European patent
application 95 300 540.2 corresponding to
EP-A-0 670 152 of 18 January 1999 submitted during
exam nation proceedings, and filed by facsimle on
22 Cct ober 2002.

The Respondent (Opponent) additionally relied on the
fol |l ow ng docunents:

- Declaration of M Richard Earle G | dersl eeve,
filed by facsimle on 21 October 2002;

- One page with sketches showi ng the function of
knee braces, filed by facsimle on 1 Novenber

2002.

In a comuni cati on sent together with the sumons to
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attend oral proceedings the Board expressed the
prelimnary opinion that despite the fact that the term
"rigid" introduced into granted claim1 was not
disclosed literally in the application as originally
filed it appeared to be derivable by a skilled person
fromthe contents of the patent application as a whole.

Oral proceedings were held on 7 Novenber 2002.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be nmaintained as
granted (main request),

auxiliarily

that the patent be maintained in anended formon the
basis of clainms 1 (first and second auxiliary request)
filed on 22 May 1998 together with the statenment of
grounds of Appeal,

or on the basis of the docunents filed during the oral
proceedings (third auxiliary request).

The Respondent (Qpponent) requested that the appeal be
di sm ssed.

The subm ssions of the Appellant in support of its
request are summari zed as foll ows:

Al though the term"rigid" was not as such literally
mentioned in the application as filed, it was
inplicitly contained in the description. To a skilled
person it was unanbi guously clear that the arns could
only work in their intended function if they were
sufficiently rigid, ie stiff enough to fully support

t he knee follow ng surgery. Since the knee brace could
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be advant ageously used instead of a cast giving full
support to the knee wi thout using straps the skilled
person would clearly recognise that the arns had to be
"sufficiently rigid" to achieve such a result. The
straps nmentioned in the patent were only necessary in
order to fix the cuffs to the leg of the wearer whereas
t he supporting force was conpletely transmtted by the
arns.

Since the neaning of the term"rigid" was clearly and
unanbi guously derivable fromthe originally filed
docunents, its introduction did not contravene
Article 100(c) or 123(2) EPC, respectively, and the
granted clains were therefore adm ssi bl e.

The Respondent essentially relied on the follow ng
subm ssi ons:

The term"rigid" was not disclosed in a manner
sufficiently clear enough to define this expression
beyond reasonabl e doubt to indicate its exact neaning
in the technical sense. In particular, it was not clear
whet her "rigid" was to be interpreted in the sense of
"conpletely stiff" or "substantially stiff" or "spring-
I i ke" because the description of the functional
features indicating support to the knee allowed all of
these interpretations.

Thus the skilled person would rather understand "rigid"
in the sense of "stiff but flexible". The term"rigid"
now used in the sense of "conpletely stiff" was
selected froma range of stiffnesses disclosed by the
functional properties of the arnms. The expression
introduced into claim1l was not clearly and

unanbi guousl y derivable fromthe application as
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originally filed.

Reasons for the Decision

1. The appeal is adm ssible.
2. Conpliance with the requirenments of Article 123(2) EPC
2.1 Since the term"rigid" introduced into granted claim1

is neither literally nor by an equival ent expression
di sclosed in the application as originally filed, it
has to be established whether the claimconplies with
Article 123(2) EPC

In its decision the Qpposition Division took the view
that the term"rigid" necessarily had to be understood
as nmeaning that the arns did not deflect upon
application of the |oads applied during use of the
brace, as distinguished froma degree of rigidity

whi ch, under the influence of the applied | oads, would
result in discernible flexing of the arns.

The skilled person faced with the teaching of the
original application would not directly and

unanbi guously understand that the arns nust be rigid in
this sense and therefore the presence of the term
"rigid" in claim1 of fended against Article 123(2) EPC

2.2 It is to be noted that the Opposition Division started
fromthe assunption that the essential function of the
arns, as agreed by the parties, was to apply a | ateral
or nedial load to the leg of the wearer of the brace
and based the above concl usion on this nutual
under standing of the function of the arnms. However, it

0257.D Y A
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is imedi ately apparent fromthe patent application as
filed that the application of a |lateral or nedial |oad
to the leg of the wearer of the brace by adjustnent of
the inclination of the arms 18 and 22, in fact only
requires a sufficient degree of rigidity of the arns to
apply a desired valgus force to the patient's |leg (see
page 12, lines 20 to 30).

The Board cannot follow the Opposition Division's

concl usi on according to which such result could only be
achieved by arnms that did not deflect at all upon
application of the | oads.

Consequently the Board cones to the conclusion that the
rigidity of the arns disclosed by their functional
properties is not to be understood in the sense of
totally stiff but rather as having a range of
flexibility; i.e. sufficiently stiff to be able to
support the knee or to apply a lateral force to the
knee of the wearer.

Since a sufficiently clear neaning of the general term
"rigid" used in claiml is derivable fromthe
application as a whole as originally filed and fromthe
pat ent specification, granted claim1l does not infringe
the requirenents of Article 100(c) EPC and

Article 123(2) EPC. The revocation of the patent by the
Qpposition Division on the grounds of Article 100(c)
EPC was unjustified and therefore exam nation with
respect to novelty and inventive step needs to be
carried out. The case therefore is remtted to the
departnent of first instance for further prosecution.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

M Patin P. Alting van Ceusau
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