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Headnot e:

Rul e 66(2) EPC inplies that a decision should be reasoned in
so far as the issues to be decided are concerned. Therefore,
if the patent proprietor withdraws a request for maintenance
of the patent on the basis of a set of clains, there is no

| onger a procedural basis for the Board to include reasons in
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t he decision concerning the withdrawn request (point 7.1).

Rul e 76(1) EPC does not require the Board to include
statenments, which are no longer directly related to the
requests on file, in the mnutes of oral ﬁroceedings for the
sol e purpose of providing anmunition to the opponent in
possi bl e future i1 nfringement proceedi ngs. The excl usive
Jurisdiction of the national courts for infringenment
proceedi ngs pursuant to Article 64(3) EPC should not be
prej udi ced by opinions and interpretations submtted during
t he appeal ﬁroceedings when they no |onger relate to the
patent in the formin which it 1s upheld by the Board
(point 7.2.3).

A common practice of drafting the mnutes of oral proceedi ngs
based on Rule 76(1) EPC has been established by the Boards of
appeal from which practice the mnutes drawn up by the present
Board do not deviate. The present situation therefore does not
give rise to a question of non-uniform application of the |aw
under Article 112(1)(a) EPC (point 7.3.15.
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Summary of Facts and Subm ssi ons

1137.D

The appeal is fromthe interlocutory decision of the

OQpposition Division posted on 20 July 1999 concerni ng
t he mai ntenance i n anended form of European patent

No. O 525 676, granted in respect of European patent

application No. 92 112 711. 4.

In the decision under appeal the Opposition Division
consi dered that the grounds for opposition under
Article 100(a) to (c) did not prejudi ce maintenance of
the patent in the formas anended during the opposition
pr oceedi ngs.

The appel | ant (opponent) | odged an appeal against this
deci sion, received at the EPO on 15 Septenber 1999, and
si mul t aneously paid the appeal fee. The statenent
setting out the grounds of appeal was received at the
EPO on 13 Novenber 1999.

In an annex to the sumons for oral proceedings
pursuant to Article 11(2) Rules of Procedure of the
Boards of Appeal the Board expressed its prelimnary
opi nion that the appeal was adm ssible, and stated that
the objections raised in respect of novelty and

i nventive step needed further discussion during the
oral proceedings.

Wth |etter dated 4 Novenber 2002, the respondent
(patentee) filed anended patent docunents form ng the
basis for auxiliary requests in addition to the main
request to maintain the patent in the formall owed by
t he Opposition Division.
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During oral proceedings, which took place on 3 Decenber
2002, and follow ng the announcenent of the Board's
opinion that the main request to maintain the patent in
the formas upheld by the Opposition D vision was not

al | owabl e, the respondent w thdrew the main request and
requested dism ssal of the appeal and mai ntenance of
the patent in anended formon the basis of the clains
and description filed during oral proceedings, and
drawi ngs as grant ed.

The appellant withdrew all the objections raised in
respect of the respondent's previous nmain request, and
only raised the objection that the description of the
patent was not in conformty with the clains as anended
during the oral proceedings.

The appellant also filed further requests in witing,
whi ch read as foll ows:

"In addition to the request that the patent be revoked
inits entirety, it is further requested that:

1. the witten decision provide reasoning as to why the
original Miin Request is deemed not to be all owabl e;

2. in the event that Request 1 cannot be net, that in
accordance with Rule 76(1) EPC the M nutes of the oral
proceedi ngs be drawn up containing the rel evant
statenents nmade by the parties concerning the
proprietor's original main request;

3. in the event that neither Request 1 or Request 2 can
be net, that the follow ng question be put to the
Enl arged Board under Art. 112(1)(a):
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To what extent nust the Mnutes of Oral Proceedi ngs
refl ect the subm ssions of the parties regarding the
allowability of the patent in the formwhich is
appeal ed which, in the opinion of the Board, is not
al | owabl e when such request is thereafter w thdrawn
during the oral proceedi ngs, when such proceedi ngs
concern an opponent appellant as sol e appell ant?".

The foll ow ng docunments which featured in the
opposition procedure were considered to be relevant in
respect of the clainms of the respondent’'s request filed
during oral proceedings:

D2: GB-A-983 576;

D3: US-A-3 811 445;

D4: EP- A-207 904;

D7: US-A-4 726 976.

| ndependent clains 1, 17 and 19 read as foll ows:

"1. Facing material (100) suitable for use in diapers
and sanitary napkins conprising a fibrous top |ayer
(10) for engaging a body fluid, a generally opaque
apertured mddle layer (20) for hiding absorbed body
fluid and conprising an opaque film and a bottom | ayer
(30) having a capillary structure for drawi ng said body
fluid fromsaid fibrous top |ayer (10), said fibrous
top layer (10) extending through said generally opaque
m ddl e | ayer (20) for comunicating with said bottom

| ayer (30) and for providing fluid transfer from said
fibrous top layer (10) into said bottomlayer (30)".
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"17. A method of preparing a facing material suitable
for use in diapers and sanitary napkins, conprising:

a) providing a tri-layered flexible conposite including
a fibrous top layer (10) for engaging body fluid, a
general |y opaque m ddl e |layer (20) for hiding absorbed
body fluid and conprising an opaque filmand a bottom

| ayer (30) having a capillary structure for draw ng
said body fluid; and

b) perforating said conposite to provide a plurality or
apertures through said generally opaque m ddl e |ayer
(20) and to dispose a portion of said fibrous top |ayer
(10) through said apertures for comrunicating with said
bottom | ayer (30) and for providing fluid transfer from
said fibrous top layer (10) into said bottom /| ayer
(30)".

"19. A facing material (100) suitable for use in

di apers and sanitary napkins, conpri sing:

- a fibrous top layer (10) for engaging a body fl uid,
- a generally opaque apertured mddle |ayer (20) for
hi di ng absorbed body fluid and conprising an opaque
film

said fibrous top layer (10) extending through said
general |y opaque mddl e layer (20) for providing for
fluid transfer fromsaid top layer (10) through said
m ddl e | ayer (20)".

The argunents of the appellant can be summarized as
fol | ows:

The appeal net the requirenents of Article 108 EPC. The
grounds for appeal only provided reasons with regard to
cl aim 20 because the decision under appeal only

provi ded reasons with regard to claim20, the remnaining
cl aims being of narrower scope.
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The description was not in conformty with the clains:
On colum 2, lines 44 to 45, it was stated that the

i nvention covered a facing material having only a
fibrous top |ayer and a general ly opaque apertured

| ayer conprising an opaque film and on col umm 6,
lines 28, 29, that the generally opaque m ddl e | ayer
was preferably an opaque film of polyethyl ene and/ or
pol ypropyl ene. The cl ai ms however referred to a facing
material conprising nore than two |ayers. They al so
made it clear that the feature that the mddle | ayer
was an opaque filmwas not a preferred feature, but an
essenti al one.

As regards the requests filed in witing during the
oral proceedings, the appellant essentially argued as
foll ows:

The respondent wi thdrew the previous main request to
mai ntain the patent in the formas upheld by the
Qpposition Division after the Board announced its

opi nion that said main request was not allowable. The
wi t hdrawal of the main request and the filing of a new
mai n request to maintain the patent in anended form on
t he basis of the docunents filed during the oral
proceedi ngs, resulted in the appeal being successful to
the extent that the decision under appeal was set
aside. If the witten decision did not provide
reasoning as to why the previous main request was
deened not to be all owable, then the opponent as sole
appellant and only party that paid the appeal fee,
woul d not be provided with the reasons why the appeal
was successful. Furthernore, the reasoning was
inmportant in order to understand the interpretation of

1137.D Y A
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the clains by the Board of Appeal, and this was
inmportant information for the public and also for |ater
i nfringenent proceedings.

If the witten decision did not provide such reasoning,
t hen the reasons why the abandoned main request failed
shoul d at | east be apparent fromthe m nutes of oral
proceedi ngs. In accordance with Rule 76(1) EPC, the

m nutes of the oral proceedings should contain the
essentials of the oral proceedings. This did not inply
that the m nutes should only refer to those parts of
the oral proceedings that were essential for the final
decision of the Board. Rule 76(1) EPC was not witten
only for the benefit of the EPO but also in the
interest of the parties to the proceedings and of the
public. Therefore, drawing up the m nutes w thout
including the relevant statenents made by the parties
concerning the respondent's main request which was

wi t hdrawn, woul d nean ignoring the interests of the
public and of the parties, in particular those of the
opponent and sol e appel |l ant who paid the appeal fee.

I f neither request 1 or request 2 were allowed, then an
i mportant point of |aw arose, which justified the
referral to the Enlarged Board of Appeal of the
qguestion concerning the extent to which the m nutes of
oral proceedi ngs nust reflect the subm ssions of the
parties regarding the allowability of the patent in the
formwhich is appeal ed which, in the opinion of the
Board, is not allowable when such request is thereafter
wi t hdrawn during the oral proceedi ngs, when such
proceedi ngs concern an opponent appellant as sole
appellant. If the mnutes were silent in respect of

t hese subm ssions, there was no record on file of the
facts and argunments that |l ed the Board to formthe

1137.D Y A
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opinion that the main request, which was allowed by the
OQpposition Division, mght be held not allowable before
the Board of Appeal. This had inplications for what
concerned the requirenents of Articles 84, 52 to 56,
123(2) and 113(1) EPC. Article 125 EPC, which referred
to the principles of procedural |aw generally
recognised in the Contracting States, should al so be
taken into consideration when deciding on the extent to
whi ch the mnutes of Oral Proceedings nust reflect the
subm ssions of the parties.

In support of its request the respondent relied
essentially on the foll ow ng subm ssions:

Al t hough the appellant requested that the contested
patent be revoked in its entirety, the grounds of
appeal only contained reasons in respect of claim20
and therefore the appeal did not neet the requirenents
of Article 108 EPC.

The amendnents were clearly based upon the application
as filed. The description was anmended where necessary
to bring it into conformty wth the clains as anended.
The passages of the description objected to by the
appel lant were not in contradiction with the clains.

| ndeed, an enbodi nent having only two | ayers, nanely a
fibrous top | ayer and a general ly opaque apertured

m ddl e | ayer consisting of an opaque film fell wthin
the scope of the facing material as cl ai ned.
Furthernore, the term"preferably” in the passage of
the description reciting that the generally opaque

m ddl e | ayer was preferably an opaque fil m of

pol yet hyl ene and/ or pol ypropyl ene, did not inply that
the presence of the opaque filmitself was only a
preferred feature.
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The European patent disclosed the invention in a manner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art. In particular, the
skilled person would sinply select a material for the
m ddl e | ayer which is opaque so that it can hide body
fluid.

The cl ai ned subject-matter was novel and al so invol ved
an inventive step over the cited prior art. Starting
fromthe closest prior art, represented by a facing
material in accordance with docunent D4, the problem
underlying the invention consisted in inproving renoval
of body fluids away fromthe skin of the user and in
better hiding absorbed body fluids. The avail able prior
art did not suggest the clainmed solution to this
problem In particular, D4 did not suggest the
provision of a fibrous top | ayer extending through the
apertured mddl e layer. Furthernore, although D4

di scl osed the use of an internediate |ayer consisting
of a white |owdensity polyethylene film it did not
address the problem of hiding absorbed body fl uid.

Nei ther was this probl em addressed by docunent Drv.
Docunents D2 and D3 related to absorbent products with
a top layer which remained wet after fluid was absorbed
and coul d not suggest the solution to the above
ment i oned probl em

The further requests of the appellant, filed during
oral proceedi ngs, were not adm ssible because filed at
a very late stage of the proceedings. In any case, they
shoul d be rejected. By withdrawi ng the previous main
request on file, the patent proprietor wthdrew the
consent to the mai ntenance of the patent maintained by
the Opposition Division, and therefore there was no
reason for the Board to provide reasoning as to why
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that mai n request was deenmed not to be all owable. The
Board only gave an opinion as regards that main
request, and there was no basis in the EPC to require
that reasons in respect of an opinion fornulated during
oral proceedings be given in the final decision. It was
irrel evant whether the opponent as sol e appellant was
the only party to have paid the appeal fee: the paynent
of the appeal fee did not establish the right to know
why a request w thdrawn by the respondent m ght not be
al  owabl e before the Board of Appeal. In this respect,
the situation would be the sane if the patent
proprietor had also filed an appeal. Neither were there
any legal interest of the appellant that would justify
providing a reasoning in respect of the request

wi t hdrawn by the respondent, since the patent was to be
mai ntained in a formwhich was nore restricted. Rule
76(1) EPC should be interpreted in the sense that only
the requests of the parties relevant to the decision
were included in the decision. In any case, it was only
the Board that could decide what were the essentials of
the oral proceedings for the purposes of Rule 76(1)

EPC, in the exercise of its discretionary power.
Furthernore, remttal of the question raised by the
appel lant to the Enl arged Board of Appeal was not
justified because it would result in an unacceptable
del ay in proceedings.

Reasons for the Decision

1. Adm ssibility

1.1 The appeal neets the requirenents of Rule 65 EPC and is
t heref ore adm ssi bl e.

1137.D Y A
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The Board has already treated the question of

adm ssibility inits annex to the sumons to oral
proceedi ngs in respect of the objection raised by the
respondent, who has not supplied further argunents
concerning this point.

The requirements of Article 108 are net because a
witten notice of appeal and a witten statenent
setting out the grounds of appeal have been filed in
due tinme. The appeal fee was also paid in due tine.

The Board observes that the statenment setting out the
grounds of appeal sufficiently specifies the reasons on
whi ch the case for setting aside the decision is based,
ie why the judgnment of the Opposition Division in
respect of novelty and inventive step of independent
claim?20 is allegedly wong. Mreover, the extent to
whi ch cancel l ation of the decision is requested

(Rule 64(b) EPC) is clear: the appellant's request to
set aside the decision and revoke the contested patent
inplies that the decision under appeal should be
cancelled to the extent that the appellant's original
request for revocation of the patent inits entirety
was rejected in the said decision (see e.g. T 631/91).

Arendnent s

I n accordance with the decisions G 9/92 and G 4/93 of
the Enl arged Board of Appeal, if the opponent is the
sol e appell ant against an interlocutory decision

mai ntaining a patent in anended form as in the present
case, anmendnents proposed by the patent proprietor as a
party to the proceedings as of right under Article 107,
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second sentence, EPC, nmay be rejected as inadm ssible
by the Board of Appeal if they are neither appropriate
nor necessary (point 16 of G 4/93, QJ EPO 1994, 875).

During the oral proceedings, the Board announced its
opinion that the patent in the version maintained by
the Opposition Division was not allowable for |ack of
novelty of the subject-matter of claim1 over the

di scl osure of document D3. As a consequence, the
anmendnent s proposed by the patent proprietor arise from
t he appeal. They are therefore both appropriate and
necessary and, as such, adm ssible.

Caim1l includes all the features of clains 1 and 8 of
the application as filed. daim17 includes all the
features of original clainms 20 and 8. The feature that
t he opaque mddle layer is for hiding absorbed fluid
can be derived fromthe text on page 6, lines 18 to 21,
of the application as filed.

Support for independent claim19 can be found in
original claiml in conbination with the disclosure on
page 5, lines 8 to 18, and page 6, lines 18 to 21, of
the application as fil ed.

Dependent clainms 2 to 12, 14 to 16 and 18 recite the
features of original clains 2 to 7, 9 to 13, 15, 16,
19, 21. The features of claim 13 can be derived from
original claim14.

The description of the patent in suit is adapted to be
consistent with the clains as anmended and to
acknow edge docunment D4 as prior art.
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Hence, the anmendnents do not introduce subject-matter
whi ch ext ends beyond the content of the application as
filed.

The independent clains 1, 17 and 19 have been
restricted, with respect to independent clains 1, 18
and 20 as granted (and as maintai ned by the Qpposition
Division), by way of inclusion of the feature that the
opaque mddl e | ayer conprises an opaque film

Therefore, the amendnents do not result in an extension
of the protection conferred.

It follows that none of the anmendnents give rise to
obj ections under Articles 123(2) and (3) EPC.

The appellant subm tted that the passages of the

description on colum 2, lines 44 to 45, and on colum
6, lines 28, 29, were not in conformty with the
cl ai ns.

However, the first passage objected to recites that
"the invention is intended to cover a facing materi al
having only a fibrous top |layer and a generally opaque
apertured | ayer conprising an opaque filnf. This
essentially corresponds to a facing material in
accordance with claim19, wth only two |ayers because
claim19 does not require a third (bottom |ayer. The
second passage objected to recites that "the generally
opaque mddle |ayer 20 is preferably an opaque fil m of
pol yet hyl ene and/ or pol ypropylene". It refers to an
enbodi ment i n which the opaque mddle | ayer consists of
such an opaque film The latter feature falls within
the definition of the clains that the mddle |ayer
conprises an opaque film (this definition including
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both a mddle | ayer consisting only of an opaque film
and a mddle | ayer consisting of an opaque film and
ot her material s).

Therefore, the passages of the description referred to
by the appellant are not in contradiction with the
cl ai ns.

Sufficiency of disclosure

The Board sees no reasons to deviate fromthe view of
the Opposition Division expressed under point 3 of the
deci sion under appeal. As a matter of fact, the patent
i ncludes sufficient details to enable a skilled person
to reproduce the invention as clained. In fact, the

di scl osure of colum 6, lines 28 to 34, gives clear
instructions on how to provide a generally opaque

m ddl e | ayer conprising an opaque film and the
amendnments made to claim1l in the appeal proceedings
cannot justify a different interpretation.

Novel ty

Using the wording of claim1, docunent D4 discloses
(see Figure 4) a facing material (5) suitable for use
in diapers and sanitary napkins, conprising a fibrous
top layer (10) for engaging a body fluid, a generally
opaque apertured mddle layer (11) for hiding absorbed
body fluid and conprising an opaque film (m | ky-white
in colour; see page 15, lines 13 to 16),

D4 does not disclose that the fibrous top | ayer extends
through the mddle | ayer. Indeed, apertures are
provided in a |layered strip conprising the top |ayer
(10) and the mddle |ayer (11) by a perforating or
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punchi ng action (see page 11, lines 9, 12; page 16,
lines 8 to 11) which provides clean cut portions as
shown in Figures 4 and 5.

Docunent D2 di scl oses (see Figure 6) a facing materi al
suitable for use in diapers and sanitary napkins (see
page 1, lines 43 to 45; page 4, lines 73 to 76),
conprising: a fibrous top layer (20) for engaging a
body fluid and an apertured m ddle |ayer (19), said
fibrous top | ayer extending through said m ddle |ayer
for providing for fluid transfer fromsaid top |ayer
through said mddle |ayer (see page 4, lines 81 to 95).
The apertured mddle |ayer is nade of a cellular sponge
mat eri al s such as pol yuret hane foam (page 5, "Exanple")
which is "generally opaque"”, this expression inplying
that the layer is "relatively inpervious to light" (see
colum 4, lines 14 to 17 of the patent in suit).

However, D2 does not disclose that the opaque m ddle

| ayer conprises an opaque film Al though D2

contenpl ates the use of sponge sheets (mddle |ayer) of
a thickness down to 1/32 inch (ca. 0.8 mm see page 3,
line 6), such sponge sheets would not be identified as
"films" by a skilled person, both because of their
irregul ar surface appearance and because of their
excessi ve thickness.

D3 discloses (see Figure 2) a facing nmaterial suitable
for use in diapers and sanitary napkins (colum 1,
lines 11 to 13), conprising: a fibrous top |layer (2)
for engaging a body fluid; an apertured m ddle |ayer
(3), said fibrous top layer (2) extending through said
m ddl e | ayer for providing for fluid transfer from said
top layer through said mddle | ayer (see colum 3,
lines 50 to 55). Since the mddle |ayer is made of
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cellul ose crepe, it is also generally opaque. However,
it readily absorbs fluid and is not suitable for hiding
it. Furthernore, D3 does not disclose that the opaque
m ddl e | ayer conprises an opaque film

D7 discloses a facing material suitable for use in

di apers and sanitary napkins (colum 1, lines 6 to 9),
conprising (see Figure 1): a fibrous top |ayer (14) for
engagi ng a body fluid and an apertured m ddl e | ayer
(12; see colum 3, lines 49 to 64).

The m ddl e | ayer consists of a thernoplastic filmof eg
pol yet hyl ene, polyester etc (colum 3, lines 49 to 58;
conpare with colum 6, lines 28 to 32 of the patent in
suit). D7 does not disclose whether the filmis opaque
or not.

Furthernore, D7 explicitly teaches that the fibrous top
| ayer should not extend through the mddle |ayer (see
colum 2, lines 55 to 61; columm 4, lines 37 to 42).

The ot her avail abl e docunents do not disclose a facing
material in which the fibrous top |ayer extends through
an apertured mddle | ayer which conprises an opaque
filmfor providing for fluid transfer fromsaid top

| ayer through said mddle |ayer.

Therefore, the subject-matter of the independent
claims 1, 17 and 19 is found to be novel.

| nventive step
The objective underlying the patent in suit consists in

providing facing materials suitable for use in diapers
and sanitary napkins which provide for efficient
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renoval of body fluids away fromthe skin of the user
and having a generally opaque appearance for hiding
absorbed body fluids while nmaintaining a confortable,
fibrous texture (see colum 3, lines 18 to 25, of the
patent in suit).

In respect of the subject-matter of independent
claim19, docunent D4 represents the closest prior art
because it discloses a facing material which ains at

t he sane objective of providing efficient renoval of
body fluid away fromthe skin of the user while

mai ntaining a confortable, fibrous texture (see D4,
page 3, lines 17 to 26), and has the nost technical
features in common with the clained invention.

The above nentioned technical problemis solved, in
accordance with the definition of claim19, by the
feature that the fibrous top | ayer extends through the
general ly opaque mddle |layer for providing for fluid
transfer fromsaid fibrous top |ayer through said

m ddl e | ayer.

The di stinguishing feature effectively solves the
probl em posed because it provides inproved flow of body
fluid anay fromthe top |layer, and consequently away
fromthe skin of the user. Mreover, since in use the
body fluid can be absorbed by an absorbent |ayer

di sposed below the facing material, the fluid absorbed
can be hidden by the opaque m ddl e | ayer.

According to the teaching of docunent D2, the fibers
passing fromthe top fiber |ayer down through the sheet
sponge material (ie the mddle |ayer) serve to draw
fluid into the sponge body, which absorbs it, and to
mechanically interlock the absorbent fiber layer with



5.5

5.6

1137.D

- 17 - T 0966/ 99

the cellular sponge sheet (see page 2, lines 42 to 49).
The teaching of docunent D3 is to provide, in an
absorbent conposite (see Figure 2), a filamentary
absorbent |ayer (2) which extends through the openings
i n anot her absorbent layer (3, this layer constituting
the mddle | ayer; see colum 3, lines 40 to 48).
Therefore, in both D2 and D3 the top | ayer of the
facing material extends through the mddle |ayer to

i nprove the absorbency thereof (see D2, page 1

lines 70 to 82 and D3, colum 1, lines 51 to 58). In
contrast thereto, in D4 the facing material is not
intended to absorb fluid (see D4, lines 4 to 10):
actually, it should not have a tendency to retain and
absorb fluid because it has the purpose of facilitating
the flow of fluids to an underlying absorbent core (see
D4, page 1, |ast paragraph). As a consequence, the
skill ed person would not contenplate the provision, in
the facing material of D4, of a feature of D2 and D3
whi ch has the explicit purpose of increasing the
absorbency of the facing nmaterial.

The remai ning available prior art does not disclose the
provision of a fibrous top | ayer extending through an
apertured opaque mddle |layer for providing for fluid
transfer fromsaid top | ayer through said mddle |ayer
Nei t her are the advant ages thereof suggested by the
avail abl e prior art. Therefore, the subject-matter of
claim19 is found to involve an inventive step.

Claim1 includes all the features of claim 19 and,
additionally, the feature that a bottomlayer is

provi ded. Therefore, the subject-matter of claim1l also
i nvol ves an inventive step.
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Since the result of the nmethod of claim17 of preparing
a facing material is a facing material having all the
features of claim1, the subject-matter of claim 17

I i kewi se involves an inventive step.

Therefore, clains 1, 17 and 19, together with the
dependent clains and the description as anended during
the oral proceedings of 24 Septenber 2002, and the
figures as granted, forma suitable basis for

mai nt enance of the patent in anmended form

Further requests of the appell ant

First request

Pursuant to Rule 66(2) EPC the decisions of the boards
of appeal shall contain reasons. Taken in conbi nation
with Article 113(2) EPC, which requires the boards of
appeal to consider and deci de upon the European Patent
only in the text submtted to it by the proprietor of
the patent, this neans that the decision dealing with
revocati on or mai ntenance of the patent needs to

i nclude reasons only in respect of those requests of

t he patent proprietor concerning the text of the patent
that are still pending. As soon as a request is

wi t hdrawn by the patentee, there is no | onger a
procedural basis for the Board to consider such a
request and decide upon it.

Article 113(2) EPC gives the patentee the exclusive
right of filing requests relating to the text of the
patent, therefore such requests by parties to the
proceedi ngs other than the patentee are not adm ssible.



- 19 - T 0966/ 99

Accordingly the Board cannot include reasons in the
decision in respect of such texts if submtted by the
appel | ant/ opponent .

7.1.2 Moreover, it follows fromArticle 107 EPC, and this has
been underlined by the Enl arged Board of Appeal inits
decision G 9/91 (point 18, Q) EPO 1993, 408), that the
inter partes appeal procedure ains at giving the |osing
party the opportunity to chall enge the decision of the
opposition division on its nerits. Wen the decision
under appeal is set aside as a consequence of the
wi t hdrawal of the main request, the appellant is no
| onger negatively affected by the maintenance of the
Eur opean patent in accordance with that request. Al so
for this reason there is no | onger a procedural basis
for the Board to state the reasons for the opinion that
the main request was not all owabl e.

7.1.3 Furthernmore the Board is neither aware of, nor was the
appel lant able to indicate support for, a general
procedural principle according to which the reasons for
an opinion given earlier in the appeal proceedings in
respect of a request which has been withdrawn [ater on
in proceedi ngs should be included in the final
decision, as the latter necessarily deals only with the
requests naintai ned by the patentee.

Consequently the appellant's first auxiliary request,
according to which the witten decision should provide
reasoning as to why the withdrawn main request m ght
not be all owabl e, nust be rejected.

1137.D Y A
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Second request

In support of its second (auxiliary) request the
appel l ant submtted that if the witten decision did
not provide reasoning as to why the previous main
request was deenmed not to be allowable, then the
opponent as sol e appellant and only party that paid the
appeal fee would not be provided with the reasons why

t he appeal was in part successful. Therefore it should
at | east be apparent fromthe m nutes why the w thdrawn
mai n request failed. This could also help with
understanding the interpretation of the clains as
arrived at by the Board, which was inportant
information for the public and also for |ater

i nfringenent proceedings.

Summari sing, the appellant is of the opinion that in
the present case the m nutes should contain nore than
matter only related to the requests upheld by the
respondent, i.e. it should also contain information
whi ch woul d al l ow the appellant and al so the public to
under stand why the w thdrawn mai n request was not held
accept abl e.

According to Rule 76(1) EPC. "M nutes of oral

proceedings ... shall be drawn up containing the
essentials of the oral proceedings..., the relevant
statenments nmade by the parties...". Thus, having regard

to the exact terns of the appellant's 2nd auxiliary
request, the issue to be decided focuses on what shoul d
be considered "essential"™ and "relevant”™ within the
meani ng of that rule.



7.2.3

1137.D

- 21 - T 0966/ 99

The Board accepts that Rule 76(1) EPC does not excl ude
mentioning that an earlier main request was w thdrawn
or giving further factual information on what the
parties actually submtted during the oral proceedi ngs
inrelation to such a request. However, it is primarily
a matter of discretion for the Board to determ ne what
is and what is not "relevant” or "essential" to the
oral proceedings in the context of what has to be
decided in the appeal proceedings. Since the Board
itself did not consider the subm ssions nade by the
respondent in respect of the wi thdrawn main request

rel evant (otherwi se it would not have expressed a
negative opinion on it), it is up to the appellant to
i ndi cate which oral subm ssions are so "relevant” so as
to be incorporated into the mnutes. In such case the
respondent woul d al so need to be heard on the alleged
"rel evant™ subm ssions before the Board may wi sh to
insert such matter into the m nutes. However, the
appel lant failed to indicate what part or parts of the
respondent’'s oral subm ssions and/or those nade by the
appel I ant hinsel f should be considered "rel evant"” or
"essential" in order to serve the intended purpose.

Al ready because of the absence of such an indication

t he second auxiliary request mnmust be rejected.

The Board is also of the opinion that in any case the
public interest cannot be considered as served by a
selection of "relevant” matter in the subm ssions of

t he respondent as perfornmed by the appel |l ant/opponent,
as it is by definition subjective and nay take the
subm ssions out of the context in which they were made.

Furthernore, considering the appellant's argunents
concerning infringement proceedi ngs and bearing in mnd
that the interpretation of the clainms to establish the
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extent of protection in accordance with Article 69 EPC
shoul d be conducted in accordance with the Protocol on
the interpretation of Article 69 EPC, the Board is of
the firmopinion that it is not its task to include
statenments in the mnutes of oral proceedings for the
sol e purpose of providing anmunition for possible
future infringenent proceedings. Deciding on the extent
of protection conferred by the patent during

i nfringenment proceedings is the exclusive jurisdiction
of the national courts pursuant to Article 64(3) EPC.
Such excl usive jurisdiction should not be prejudiced by
opi nions and interpretations which no longer relate to
the patent in the formin which it is upheld by the
Boar d.

Finally, and inportantly the Board takes the view that
the public interest is not affected since the decision
i ncludes the specific reasons for finding why the
patent in suit according to the actual request fornms a
suitabl e basis for its maintenance in anended form

Third request

In accordance with Article 112(1) EPC, a question has
to be referred to the Enl arged Board of Appeal in order
to ensure uniformapplication of the law or if an

i nportant point of |law arises.

In so far as application of the lawis concerned: a
common practice of drafting the m nutes of oral
proceedi ngs has been established by the Boards of
Appeal from which practice the present m nutes do not
devi ate. The present situation therefore does not give
rise to a question of non-uniformapplication of the

I aw.
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The appel lant submitted that an inportant point of |aw
arose, because if the mnutes of the oral proceedings
before the Board were silent in respect of the

subm ssions of the parties regarding the allowability
of the patent in the formaccording to the main request
as allowed by the Qpposition Division in the decision
under appeal, there would be no record on file of the
facts and argunents that led the Board to its differing
opi ni on.

The appellant is rem nded that the appeal procedure is
primarily a witten procedure, and that oral
proceedings are in principle appointed at a point in
time when the Board considers the witten subm ssions
of all parties, including the witten presentation of
facts and evidence by all parties, to be conplete (see
"CQui dance for parties to appeal proceedings and their
representatives”, point 3.2, Q] EPO 1996, 342; G 4/95,
Q) EPO 1996, 412, point 4c). Thus, in principle there
is arecord in the witten subm ssions of the appellant
of the facts and argunents that |led the Board to give
t he opinion that the main request was not all owabl e.
Only new facts or a totally different |ine of
argunentation submtted at the oral proceedi ngs, when
taken into account for the decision, need therefore be
seen as "relevant" or "essential"

The reference to Articles 84, 52 to 56, 123(2), 113(1)
made by the appel |l ant cannot provide support for a

di fferent conclusion, since these articles find their
application in respect of the patent in suit only for
what concerns the actually pending request. Any
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findings applying these articles in respect of a nmain
request whi ch has been wi thdrawn cannot be
automatically extended to the new main request; these
nmust be reconsidered in the light of the new situation
following fromthe actual subject-matter clained.

The Board is aware of the different practice of witing
the m nutes of oral proceedings in opposition
Proceedi ngs when conpared to appeal proceedings.

Consi dering that the decisions of the Boards of Appeal
are not subject to revision (see in this respect

G 1/97, Q3 EPO 2000, 322) whilst the decisions of the
departnents of first instance (eg Opposition Divisions)
are open to appeal, it is clear that what constitutes
the "essentials" and the "rel evant statenents" of the
oral proceedi ngs before the Board of Appeal needs not
be noted down as extensively as the "essential s" and
the "rel evant statenents” of the oral proceedings
before the departnents of first instance. This
justifies and explains the current practice of the
Boards of Appeal to include in the m nutes of oral
proceedi ngs before it only the essential information
which is necessary to ensure that all pending requests
and all statenents directly relevant to the decision
resulting fromthe oral proceedings are not ed.

Thus, the Board in this case is nmerely applying current
practice and is not faced with an inportant point of

| aw. Therefore, since the conditions of Article 112(1)
EPC for referral are not nmet also the third auxiliary
request of the appellant nust be rejected.
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7.4 The Board observes that it m ght becone necessary to
reconsider this current practice when the new
Article 112a EPC concerning petitions for review by the
Enl arged Board is applicable i.e. when the Act revising
t he European Patent Convention of 29 Novenber 2000
enters into force.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The witten requests filed by the appellant during the
oral proceedings are rejected.

3. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
fol |l owi ng docunents:

cl ai ns: 1 to 19, filed during oral proceedings;

descri ption: colums 1 to 8 and the insert in colum
2, filed during oral proceedings;

dr awi ngs: Figures 1 to 5, as granted.
The Regi strar: The Chai r man:
R Schumacher P. Alting van Ceusau
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