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Summary of Facts and Subm ssi ons

1188.D

This appeal is against the interlocutory decision in
opposi tion proceedi ngs posted on 3 August 1999

mai nt ai ni ng Eur opean patent No. 66 27 87 ("the Patent")
in amended form The Patent was granted to the
proprietor/respondent in response to European patent
application No. 93 921 860.8 and is entitled
"Production of Confectionery”". Claim1l of the Patent as
granted read as foll ows:

"1l. A nethod of preparing chocol ate products by

nmoul di ng in which

(i) a fat-containing mass at a tenperature in the
range 15°C, preferably from 28°C to 55°C and havi ng
a fat content of at |east 25% by weight is
i ntroduced into a nould having a tenperature of
fromO0°C to -40°C

(ii) the fat-containing mass is retained in contact
with the nmould for a period sufficient to allow
the fat-containing mass to solidify in an unstable
format least in the layer in contact with the
noul d, and

(iii)the fat containing product is renoved fromthe
noul d. "

Dependent clainms 2 to 10 related to el aborations of the
nmet hod according to claim 1.

The opponent/ appel | ant gave notice of opposition on
19 March 1997, the date on which publication of the
mention of the grant of the Patent appeared in the
Eur opean Patent Bulletin 1997/12. In its statenent of

opposition filed on the sane date, the opponent sought
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revocation in full of the Patent on the grounds of | ack
of novelty and inventive step (Articles 54, 56 and 100
(a) EPC), and al so on the ground of insufficient

di sclosure (Articles 83 and 100(b) EPC)

In the statement of opposition, the follow ng docunents
were cited individually against novelty and inventive
step of the subject-matter clainmed in the Patent:

(1) = DE-B-1 180 613,
(2) = CHB-379 249 and
(3) = US-A-4 426 402.

In addition, the follow ng docunents were cited
i ndi vidual Iy against inventive step of the subject-
matter clained in the Patent:

US-A-2 670 696 and

(4)

US- A-3 529 553.

(5)

By its letter of 17 June 1999, received by the Ofice
on 18 June 1999, ie about 18 nonths after expiry of the
time limt for opposition set in Article 99(1) EPC (see
|1 above), the opponent/appellant introduced into the
proceedi ngs a new objection of |ack of novelty and

i nventive step on account of alleged public prior use
based on the manufacture and sale of (a) the FEST IS
range by Frisco Sol |Is (hereinafter referred to as

"FRI SKO'). To substantiate this prior use allegation,

t he opponent/appellant filed under the sane cover,

inter alia, a first declaration by Dr Johan Bi sgaard
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(hereinafter referred to as "BI SGAARD |1"). "BI SGAARD | "
was acconpani ed by three exhibits designated JB-1, JB-2
and JB- 3.

In its interlocutory decision, the opposition division
found that the amended set of clains 1 to 8 and the
consequential |l y amended description, both filed during
oral proceedings held on 20 July 1999 before it, net
the requirements of the EPC. Caim1 as naintained by
t he opposition division reads as follows, wth the
amendnments highlighted in bold italics bel ow

"1. A nethod of preparing frozen filled chocol ate
products by noul di ng conpri si ng:

(i) a chocolate nass at a tenperature in the range of
15°C, preferably from 28°C, to 55°C and having a fat
content of at |east 25% by weight is introduced into a
noul d having a tenperature of from0°C to -40°C

(ii) the chocolate mass is retained in contact with the
nmould for a period sufficient to allow the chocol ate
mass to solidify in an unstable format |east in the

| ayer in contact with the nmould to provide a chocol ate
shel | ;

(iii)the chocolate shell is filled with a filling; and
(iv) the filled chocol ate product is renoved fromthe
noul d. "

Dependent clainms 2 to 8 relate to el aborations of the
nmet hod according to claim 1.

The essence of the reasoning in the opposition

division's interlocutory decision was as foll ows:
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(A) As regards the opponent's objection on the ground
of insufficiency, the opposition division
considered that the patent specification contained
at colum 2, lines 19 to 21, a satisfactory
expl anation of what is neant by the reference in
current claim1l1l to a "chocolate nmass in an
unstabl e form' and al so adequate instructions
whi ch woul d allow the skilled person to obtain the
chocol ate mass in the postul ated unstable form
Si nce, noreover, the general term"fat-containing
mass"” used in the clains as granted (see | above)
has been replaced in the clainms as anended by the
nore restrictive wording "chocol ate nmass" (see |V
above), the opposition division found that the
Patent fulfilled the requirenent of enabling
di scl osure and that insufficiency as a ground for
opposition was no | onger of relevance to the
Patent in amended form

(B) As regards the opponent's/appellant's objection of
| ack of novelty based on the prior art of
citations (1) to (3), the opposition division
found that none of the cited docunents antici pated
the subject-matter of the clains as anended.

As to the opponent's objection of |ack of novelty
on account of alleged public prior use by (a)

"FRI SKO', the opposition division decided to

di sregard this prior use allegation for having
been filed too late and al so for being only
insufficiently substantiated by the evidence
presented by the opponent/appellant. In this
context, the opposition division observed in the
deci si on under appeal that the declaration by Dr

1188.D
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Bi sgaard ("BI SGAARD |1") did not reveal the
identity of any nenber of the public who had the
opportunity to visit the manufacturing facility at
t he conpany "FRI SKO', a subsidiary of the
respondent conpany, where the public prior use, ie
t he production of the "FEST |IS" range of desserts,
had al |l egedly taken place. Mreover, it observed
in the inmpugned decision that in Dr Bisgaard's
decl aration no detailed informati on had been given
as regards those technical features of the
manuf act uri ng process whi ch coul d have been
recogni sed by a skilled visitor of "FRI SKO S"
manufacturing facility. It was thus inpossible, in
t he opi nion of the opposition division, to
determ ne the nature and extent of know edge
menbers of the public could have gained fromtheir
visit of "FRI SKO S" manufacturing plant.

The opposition division further nmentioned in its
deci sion that Dr Bisgaard's declaration was
acconpani ed by three supporting exhibits,
designated JB-1, JB-2 and JB-3. JB-1 and JB-2 were
extracts from advertising and pronotion materials
in respect of a broad range of "FRISKO S" ice
cream products made available to the public prior
to the priority date of the Patent. The opposition
di vi sion found, however, that these materials did
not describe the particular manufacturing process
of the ice cream products disclosed therein and
that the evidence produced by the opponent was

t hus i nappropriate to support the allegation of
public prior use. Exhibit JB-3 was a flow chart
showi ng the consecutive steps used for the
production of the "FEST 1S" range. This flow chart
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was designed by Dr Bisgaard after the filing date
of the Patent and was therefore, in the opposition
di vi sions' judgnent, |ikew se an inappropriate

pi ece of evidence, and as such insufficient to
destroy the novelty of the claimed nethod in the
Pat ent .

(C© As to inventive step, the opposition division
considered citation (2) to represent the cl osest
state of the art because (2) was the only citation
in the opposition proceedings relating to a
manuf act uri ng process for filled frozen chocol ate
products. It determined the problemto be sol ved
by the clainmed invention in relation to the prior
art of (2) as that of inproving, on the one hand,
the taste and eating quality of filled frozen
chocol ate products and, on the other, the contact
bet ween the chocol ate couverture and the frozen
filling, such as, for exanple, ice cream

The opposition division found that none of the
cited prior art documents, alone or in

conbi nati on, suggested to a person skilled in the
art solving the problem posed by the nodification
of the process paraneters used in the

manuf acturing process of (2) in the direction of
those used in the clainmed process in the Patent.

VI, The opponent/appel | ant gave notice of appeal against
this decision on 29 Septenber 1999 and paid the
appropriate fee on the sane date. In its statenent
setting out the grounds of appeal, received by the
O fice on 10 Decenber 1999, the appellant referred to
two further instances of public prior use based on the

1188.D
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manuf acture and sale of (b) the | SSTJERNE product by
"PREM ER I S" and (c) the RCOLADE product by
" FREDERI KSBORG | S".

As a further piece of evidence in support of its

al l egation of public prior use by (a) "FRI SKO', the
appellant filed at the appeal stage on 13 Decenber 1999
a second declaration by the same Dr Johan Bi sgaard
(hereinafter referred to as "BISGAARD | 1").

A new decl aration by M Frank Jgrgen Pedersen
(hereinafter referred to as "PEDERSEN') was filed by
t he appel l ant on 24 Decenber 1999, with its letter of
21 Decenber 1999, in support of its allegation of
public prior use by (b) "PREMER I S". "PEDERSEN' was
acconpani ed by exhibits FP1, FP2 and FP3.

On 9 February 2000, with its letter dated 8 February
2000, the appellant filed a declaration by M Hans-
Jargen Ei bye (hereinafter referred to as "EIBYE") to
substantiate the alleged public prior use by (c)

" FREDERI KSBORG | S".

The respondent filed argunments supporting its request
for the appeal to be dismssed with letters of 25 Apri
2000 and 27 Cct ober 2003, enclosing three separate

decl arations by Huw Ni gel Evans (hereinafter referred
to as "EVANS'), Borge Sorensen (hereinafter referred to
as "SORENSEN') and Martin John lzzard (hereinafter
referred to as "I ZZARD'). It requested accel erated
processi ng of the appeal proceedings in accordance with
the Notice of the Vice-President Directorate-Ceneral 3
dated 19 May 1998 (QJ EPO 1998, 362) In this connection
t he respondent submtted all relevant docunents show ng
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that infringenment proceedi ngs had been brought up by

t he respondent in the UK agai nst Nestlé UK LTD, a
conpany related to the appellant conpany, and that such
i nfringenment proceedings were in progress, and in fact
stayed t he proceedi ngs pending the outcone of this
appeal .

By official letter issued on 11 July 2003, the parties
were summoned to oral proceedings fixed for 27 Novenber
2003.

On 17 Cctober 2003 the appellant's authorised
representative withdrew the request for oral

proceedi ngs and inforned the board that the appell ant
woul d be neither present nor represented at the hearing.

In a board's conmuni cation of 6 Novenber 2003, the
rapporteur notified the parties that they should be
prepared to discuss at the oral proceedings the
question of whether or not the anmendnent of the wording

of the claimas granted "A nmethod <........ > in which
<o >" (see | above) so as to read in the claim
as anended "A nmethod <........ > conprising <......... >"

(see IV above) had an inpact on the scope of protection
conferred (Article 123(3) EPC). In that communicati on,
the parties were also inforned that the issue of

al l eged public prior use would be discussed at the
hearing on the basis of the evidence submtted by them
in the witten proceedings.

Oral proceedings thus took place in the appellant's
absence as provided for in Rule 71(2) EPC. During the
hearing, the respondent filed a new nmain request

consisting of the set of clains 1 to 8 maintai ned by
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t he opposition division wherein the introductory
portion of claim1 reading "A nethod of preparing
frozen filled chocol ate products by noul di ng
conprising"” (see |V above) had been replaced by "A

nmet hod of preparing frozen filled chocol ate products by
nmoul di ng in which" in accordance with the patent as
granted. It also submtted further anendnents by way of
first and second auxiliary requests.

Claim1l of the first auxiliary request corresponds to

claiml of the above main request with the follow ng
addition to step (i) indicated in bold italics bel ow

"1. A nethod of preparing frozen filled chocol ate
products by noul ding in which:

(1) a chocol ate nmass at a tenperature in the
range of 15°C, preferably from 28°C to 55°C
having a fat content of at |east 25% by
wei ght and whi ch has not been subject to

tenpering is introduced into a nmould havi ng

a tenperature of fromO0°C to -40°C

Dependent clainms 2 to 7 correspond to clains 3 to 8 as
mai nt ai ned by the opposition division.

The clains of the second auxiliary request are those of

t he above main request. In this request, only the
description has been anended by del eting the foll ow ng
passage frompage 1, colum 1, lines 20 to 26, of the
pat ent specification as maintained by the opposition

di vi si on:

"The term "chocol ate"” is used herein generally to
i nclude fat based conpositions having a chocol ate
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conponent and extends to couvertures. Such conpositions
are well characterised in the literature, exanples are
Kirk-OQ hmer (2nd Edition 1964) at pages 363 et seq and
El ements of Food Technol ogy page 579 et seq, and

i nclude white chocol ate. ™

The argunents of the appellant presented in its witten
subm ssi ons concerning the issues which are relevant to
t he present decision can be sunmari sed as foll ows:

As regards the late-filed allegations of public prior
use, the appellant submtted that the evidence of the
manuf acture and sale of the FEST IS range by "FRI SCO
was presented to the opposition division at the
earliest nmoment possible, ie approxinmately one nonth
before the oral proceedings, and that the opposition
division was wong in not admtting this evidence into

t he proceedi ngs.

The deci sion under appeal was short and gave little by
way of reasoning in support of the opposition
division's refusal to admt Dr Bisgaard s evidence of
public prior use. Accordingly, in deducing the approach
adopted by the opposition division, reference al so
needed to be made to the m nutes of the oral

proceedi ngs. According to the mnutes, referring to the
evi dence produced by Dr Bisgaard, the opposition
division criticized the fact that no specific visitor
or specialist, who had the opportunity to see the
production of the FEST IS range, had been naned in the
evi dence provided, and that an argunment for public
prior use could not be based on the non-proven

al | egati ons of one single expert.
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The clear inplication of this statenment was, in the
appel l ant's opinion, that the opposition division was
generally not prepared to accept anything that Dr

Bi sgaard said wi thout corroboration. The appell ant
woul d not suggest that this was necessarily any
personal reflection on Dr Bisgaard, but the opposition
di vision seened to feel that Dr Bisgaard giving

evi dence for one of the parties, ie the appellant,
shoul d necessarily be assunmed to be sonehow in | eague
with that party and what he said could not be accepted
wi t hout being confirnmed by soneone else. This was quite
unjustified and was the wong way to approach evi dence.
Dr Bisgaard was at all tinmes quite independent of the
appel  ant and he was gi ving evidence because he
believed that it was his public duty to do so.

Al t hough the appellant considered that the adm ssion of
t he evidence by Dr Bisgaard had been incorrectly
refused by the opposition division for a nunber of
reasons and this refusal formed part of the decision
currently under appeal, it seened nore constructive for
the appellant to request the board to admt the public
prior use into the proceedi ngs at the appeal stage. The
board clearly had the power to do this. Decision

T 628/ 90 of 25 Novenber 1991 (cited in "Case Law of the
Boards of Appeal of the European Patent O fice", 4th
edition, 2001, page 331) was only one exanple of a
nunber of cases where an allegation of public prior use
was filed for the first tinme during the appeal
procedure and was admitted into the proceedi ngs.

In the present case a very clear explanation had been
given of the fact that the appellant had first becone
aware on 17 May 1999 of the possibility that there
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m ght have been public prior use by "FRI SCO' and an
attenpt was nade by the appell ant/opponent to introduce
it into the proceedings already exactly one nonth | ater
on 17 June 1999. This could thus not be said to be an
abuse of procedure. On the other hand, since the prior
use was by the proprietor/respondent itself, it nust be
deened to have known about it well before the filing of
t he application which |ed to the European patent.
Accordingly the proprietor had filed and maintained, in
the appellant's opinion, a patent application which it
shoul d have known was invalid and if there had been any
abuse of the procedure it had been by the proprietor.

The manufacture and sale of the | SSTJERNE and ROLADE
products had not been drawn to the attention of the
opposi tion division since the opponent/appell ant becane
aware of themonly after the oral proceedi ngs before
the opposition division. Wth the assistance of Dr

Bi sgaard, the appellant had been investigating other
products available in the Danish ice cream market
before the priority date of the Patent and now
requested the board to admt into the proceedi ngs

evi dence of the manufacture and sale of two further
novel ty-destroying i ce cream products placed on the
mar ket prior to the priority date of the Patent. The
appel l ant only becane aware of these further instances
of public prior use in COctober 1999, so that there had
been no abuse of the procedure. The decl arations by M
Pedersen ("PEDERSEN') and M Ei bye ("EIBYE") clearly
substantiated in every detail these further instances
of public prior use.

As regards the substantiation of all three instances of
al l eged public prior use, the appellant argued that in
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the case of a prior art docunent all that needed to be
proved was that the docunment in question had been nade
publicly available in a library before the priority
date. It was not necessary to prove that the docunent
had been read by a naned individual on a specific date.
Simlarly, although the occurrence of public prior use
coul d be proved by showi ng that a specific naned

i ndi vi dual saw a process in question being operated on
a particular day, it was also possible to establish
public prior use by showi ng that the process was used
over a stated period before the priority date and that
it was nmade available to the public within the neaning
of Article 54(1) EPC, w thout any need to show that a
speci fic naned individual saw the process in operation
on a specific day. The fact that availability to the
public as such was the key issue also in cases of
public prior use was, in the appellant's opinion,
consistently confirmed by the Enl arged Board of
Appeal 's case law, for exanple in decision G 1/92 (QJ
EPO 1993, 277).

Al'l clainms of the European patent |acked novelty over
each and every one of the three instances of prior
public use brought to the board's attention. Al these
i nstances of public prior use were of methods which
fell within the scope of each and every one of the
clainms of the Patent as maintained by the opposition

di vision. One could hardly imagi ne any instance of
public prior use nore clearly prejudicial to the

mai nt enance of the European patent than those presented
to the board in the present case. If the board
nevert hel ess reached the conclusion that each and every
feature of any one of the clains according to the

appel lant's current requests m ght not have becone part
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of the state of the art as a result of any one of the
i nstances of public prior use referred to in the
statenent of the grounds of appeal, then the clains
woul d | ack inventive step over that instance of public

prior use.

As regards the issues which are relevant to the present
deci sion, the respondent argued, in witing and at the
oral proceedings, essentially as foll ows:

The appellant's allegations of public prior use should
not be admtted into the proceedings in view of the

| at eness of their introduction and in view of the fact
that the circunstances relating to the alleged public
prior use were not indicated within the opposition

peri od. Moreover, there was in the respondent’'s opinion
no concl usi ve evi dence avail able that any of the

i nstances of alleged prior use presented to the board
by the appell ant had ever been nade available to the
public within the neaning of Article 54(1) EPC.
Deficiencies in the evidence neant that it could not be
argued that the alleged prior use was the cl osest prior
art. On the contrary, the appellant failed to provide

convi nci ng evidence of public prior use.

It was well settled by the case |aw of the board' s of
appeal that all facts which make it possible (i) to
determ ne the date of the prior use, (ii) what has been
used and (iii) the circunstances relating to the use
nmust be indicated within the opposition period - nine
nmonths fromthe date of grant. Notw thstanding the fact
that in the present case the opposition period had

al ready expired in Decenber 1997, the first allegation
of public prior use was not raised until 17 June 1999.
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The | ast allegation of public prior use was not raised
until 10 Decenber 1999 and the copy of the declaration
by M Ei bye ("EIBYE') was not sent to the EPO unti

8 February 2000.

Under EPO case law, in certain circunstances late filed
facts or evidence mght be admtted into the

proceedi ngs, for exanple if they reveal ed, w thout any
further investigation, that the basis of the decision
woul d be changed. This was, however, not the case here,
since all the evidence was deficient in respect of
public availability of the processes presented by the
appel l ant as prior use. The declarations from Johan

Bi sgaard, Frank-Jgrgen Pedersen and Hans-Jgrgen Ei bye
all generally asserted that visitors saw the process in
operation, that there was no obligation of secrecy and
that all the process paraneters could have been

determ ned by the visitor. Wthout nam ng in any of

t hese declarations a single individual, who had visited
the factory, it was a priori inpossible to determ ne
what precisely visitors had seen or what they had

| earnt about any given process. In particular, there no
evi dence had been provided that the process in question
had in fact beenin operation during any visit, that any
of the visitors had been shown the process and/or that
each and every paraneter of the process had been nade

apparent to one or nore visitors.

It was not a question of whether or not the evidence
filed was believed or not. The fact remained that the
evi dence presented did not denonstrate that the process
in question had in fact been nade available to the
public. In order to be able to denonstrate public

avai lability, a nmenber of the public and not only an
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enpl oyee of the conpany running the process should have
stated what was made available to themas a result of
their visit to the factory and whether or not they felt
bound by any duty of confidentiality.

In the absence of any physical evidence or testinony
froma visitor to the facility, the appellant's case
was based on uncorroborated testinony froma single

W t ness whose evidence ultimately consisted in
providing an opinion as to the |ikelihood of other
persons, ie unnaned nmenbers of the public, being in a
position to view and technically conprehend a specific
process which in all probability was not even taking
place at the tinmes visitors were nost likely to be
present. Accordingly, the opposition division was
correct in not accepting the evidence of Dr Bisgaard
wi t hout corroboration. The evidence of a single

i ndi vidual could not be relied on as being accurate in
every detail and fell far short of the standard of
proof required by the EPO when nmeki ng out a case of
public prior use.

As regards the first auxiliary request, the respondent
submitted that a visitor to any of the facilities that
were the subject of allegations of public prior use
woul d not have been able to determ ne whether the
chocol at e mass had been tenpered or was untenper ed.
Where chocol ate was being used in noul ding, a person
skilled in the art would al nbst certainly have assuned
that the chocol ate was tenpered.

As regards the second auxiliary request, the respondent
argued that the proposed anmendnent of the specification
limted the scope of the invention to chocolate. In

1188.D
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contrast to this, all three allegations of public prior
use concerned the manufacture of coated ice cream where
the coating was a couverture and not "real" chocol ate.
Therefore even if evidence of public prior use was
admtted into the proceedings and even if it was held
that there was sufficient evidence of both prior and
public prior use, then this supposed public prior use

woul d concern couvertures and not chocol at e.

The appell ant requested in witing that the decision
under appeal be set aside and that the Patent be
revoked.

The respondent requested that the appeal be dism ssed
and that the Patent be nmaintained on the basis of the
main  request or alternatively on the basis of one of
the auxiliary requests, all filed during the oral

pr oceedi ngs.

Reasons for the Decision

1

The appeal is adm ssible.

Mai n request; amendnents

1188.D

The wording of the preanble in claim1 as anended post
grant and mai nt ai ned by the opposition division,

readi ng: "A method of preparing frozen filled chocol ate
products by moulding conprising ... ........... " has
been replaced in the current version of claiml in
accordance with claim1 as granted by the wording: "A
nmet hod of preparing frozen filled chocol ate products by
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moul ding in which............. " (see V, XI and Xl
above).

The current wording of claim1l renoves any doubts as to
a possible violation of Article 123(3) EPC originating

fromthe substitution of the term"conprising” for "in

which" in claim1l as anended after grant and nai ntai ned
by the opposition division.

bility of the appellant's |ate subm ssions

The foregoing shows that the appellant’'s objections of

| ack of novelty and inventive step, which were based in
the statenent of opposition on the prior art of
citations (1) to (5), boil down to objections of public
prior use based on the manufacture and sale of (a) the
FEST | S range of products by "FRI SKO', (b) the

| SSTJERNE product by "PREMER I'S" and (c) the ROLADE
product by "FREDERI KSBORG | S".

As is apparent fromthe observations in IV and VI
above, all three allegations of public prior uses (a),
(b) and (c) and the evidence filed on behalf of the
appel lant in support its allegations ("Bl SGAARD | and
1", "PEDERSEN', "EIBYE" and the respective exhibits
annexed to the aforenentioned declarations) were all
filed well outside the nine-nonth period for opposition
at different stages of the opposition or opposition
appeal proceedings. It is thus beyond doubt that al
prior use allegations nust be regarded as late- filed
within the meaning of Article 114(2) EPC, whether
"late" is taken to nmean after the end of the opposition
period or after the end of the opposition proceedings.
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It is well-established by the jurisprudence of the
boards of appeal that, in considering the adm ssibility
of late-filed subm ssions, facts or evidence, account
is to be taken, inter alia, of whether they could have
been filed earlier and if so the reason why they were
not, and of their relevance and in particul ar whether

t hey have a greater relevance to the issues than the
material already on file. In addition to these general
principles, the board nust also ensure that late filing
does not constitute an abuse of procedure. Strict
standards for the exam nation as to abuse of procedure
have been set by the boards of appeal particularly in
the case of the admssibility of late-filed allegations
and evidence of public prior use by the opponent. On
the basis of Article 114(2) EPC, the boards did not,
for exanple, include such late-filed allegations and
evi dence in the proceedi ngs because in the

ci rcunst ances there had been an abuse of procedure and
a breach of the principle of good faith. In such cases
t he boards chose to refrain from exam ning the
potential relevance of the subm ssion (see especially

T 534/89, QJ EPO 1994, 464, T 211/90 of 1 July 1993
(not published in Q3 EPO) and T 17/91 of 26 August 1992
(not published in QJ EPO) and generally in respect of
the adm ssibility of |ate subm ssions: "Case Law of the
Boards of Appeal of the European Patent O fice", 4th
edition, 2001, pages 324 to 333).

As to the circunstances surrounding the |ate allegation
of public prior use by (a) "FRI SKO', the appell ant
submtted in the proceedi ngs before the opposition
division and |later at the appeal stage that the
respondent/proprietor had instituted proceedings
against it for infringnment of the European patent (UK)
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in the Patents Court in London and that, in response,

it had applied to revoke the European patent (UK)
before the same court. The procedure before the Patents
Court involved the subm ssion of testinmony from an
expert witness. As part of the process of identifying a
sui tabl e expert witness, solicitors acting for the
opponent / appel | ant contacted a nunber of people
experienced in the manufacture of ice cream One of the
peopl e so contacted was Dr John Bi sgaard who had nmany
years experience in the ice creamindustry in Denmark.

The appellant then submtted that in the course of the
above-nentioned | egal proceedings it had first becone
aware, during a neeting with Dr Bisgaard on 17 May 1999
of the possibility that there m ght have been prior
public use by "FRI SKO'. According to the appellant, an
attenpt was nmade to introduce the objection based on
prior use as soon as possible into the proceedi ngs
before the opposition division. This was done exactly
one nonth later on 17 June 1999, ie about one nonth in
advance of the oral proceedings held before the
opposition division on 20 July 1999.

The appel l ant' s above assertions appear prinma facie
correct. Thus, in the board's judgnent, a very clear
expl anation and sound reasons have been given by the
appellant as to why in the present case the allegation
of public prior based on (a) the manufacture and sal e
of the FEST IS range by "FRI SKO' was filed when it was
and why this could not have been done earlier. It
follows that, in the board' s view, the late filing of
the prior use allegation (a) cannot be considered to be
del i berate and does not represent an abuse of the

pr oceedi ngs.
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3.6 As to the rel evance of the appellant's objection based
on public prior use by "FRISKO', the board has prim
facie no reason to doubt the correctness and accuracy
of the facts and evidence Dr Bisgaard reports in his
declarations ("BISGAARD |I" and "BI SGAARD I1"). Both
decl arati ons have been considered by the board, and
found to be sufficiently relevant to establish a clear
prima facie case as to the nature of the public prior
use and the fact that it led to the nethod used by
"FRI SKO' becom ng part of the state of the art. The
al l eged public prior use is of a nmethod which, if
est abli shed, would fall within the scope of each and
every one of the clains of the Patent as maintai ned by
t he opposition division.

3.7 In view of the foregoing, the board has decided, in the
exercise of its discretion pursuant to Article 114(2)
EPC, not to follow the opposition division on this
point and to take the late allegation of public prior
use by (a) "FRI SKO' into account.

4. In cases T 628/ 90 and T 150/93 (both decisions cited in
"Case Law of the Boards of Appeal of the European
Patent Ofice", 4th edition, 2001, page 331),
al l egations of public prior use, which were filed for
the first time in appeal proceedings and were
adequately substanti ated, were taken into account
because of their possible relevance for enabling
t hor ough consideration to be given to the patentability
of the subject-matter of the contested patent.

4.1 As to the reasons why the allegations of public prior
use based on the manufacture and sale of (b) the

1188.D
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| SSTJERNE product by "PREMER |S" and (c) the ROLADE
product by "FREDERI KSBORG | S" were raised for the first
time in the statenent setting out the grounds of appeal,
t he appel lant essentially offered the foll ow ng

expl anat i on:

| n paragraph 12 of "BI SGAARD |" dated 15 June 1999, the
decl arant said about the way in which the FEST IS
products were made: "The process was regarded as a
traditi onal manufacturing process which was al ready
known in the trade in Denmark and was operated in
essentially the sane way by ot her manufacturers in
Denmar k". This expert opinion |led the appellant to
investigate, with the assistance of Dr Bisgaard, other
products available in the Danish ice cream narket
before the priority date. The appellant then says that,
only in the course of this investigation did it becone
aware in October 1999 of the possibility that there

m ght have been the above-nentioned two further
instances (b) and (c) of public prior use. Since at
that stage the decision of the first instance had

al ready been issued, the manufacture and sale of (b)
the | SSTJERNE product by "PREMER IS" and (c) the
RCLADE product by "FREDERI KSBORG | S* before the
priority date could not have been drawn to the
attention of the opposition division but only to the
board's attention in the statenent of the grounds of
appeal .

In the board' s judgnent, there is prima facie no reason
to doubt that the appellant is correct when it asserts
that, in the circunstances of this case, it could not
have filed the allegations of public prior use by (b)
"PREM ER I S" and (c) "FREDERI KSBORG | S* before the
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appeal was | odged and the statenment of the grounds of
appeal was filed so that there has been established
that no abuse of the procedure had occurred.

As to the rel evance of these two further instances of
public prior use, the observations nade in 3.6. above
in respect of "BISGAARD | and I1" apply nutatis

mut andi s to the declarations of "PEDERSEN' and "El BYE"
Bot h decl arati ons have been consi dered by the board,
and found to be sufficiently relevant to establish
further prima facie cases of public prior use in
addition to (a) the "FRI SKO' case.

The board has al so ensured that the late filing did not
take the respondent by surprise and that, if the |ate-
filed allegations (b) and (c) were admtted, the
respondent woul d have had sufficient tinme to consider
them and, as appropriate, reply with evidence of its
own. This is the case here, because the respondent had
about four years [between the filing of the prior use
all egations (b) and (c) and the oral proceedi ngs before
the board] in which to consider and prepare argunents
and counter-evidence in reply to the late-filed prior
use allegations (b) and (c).

In view of the foregoing, the board considers it
reasonabl e and justified to follow the principles of
the decisions cited in 4 above and to take into account
al so the allegations of public prior use based on the
manuf acture and sale of (b) the | SSTJERNE product by
"PREM ER I S" and (c) the RCOLADE product by

" FREDERI KSBORG | S" because of their possible rel evance
"for enabling thorough consideration to be given to the
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patentability of the subject-matter of the contested
patent".

bility of the respondent’'s |ate subm ssions

As regards the declarations by "EVANS', "SORENSEN' and
"I ZZARD', the respondent's assertion that these forned
a response to the subm ssions and decl arations
submtted on behalf of the appellant appears prinma
facie correct. That said, "EVANS', "SORENSEN' and

"I ZZARD' were filed for the first tinme on 27 Cctober
2003, ie only one nonth before the hearing before the
board fixed for 27 Novenber 2003, although the grounds
of appeal had already been filed on 10 Decenber 1999
and the appellant's latest witten subm ssions in the
appeal proceedings dated from 10 April 2000. "SORENSEN',
for exanple, is dated 17 Septenber 1999 but was fil ed
only on 27 Cctober 2003, and the board does not condone
such | at eness per se.

Despite its strong di sapproval of the respondent's
conduct in presenting new evidence for the first tine
roughly three and a half years after the appellant's

| at est submissions in the witten appeal proceedi ngs
had been filed and only one nonth in advance of the
oral proceedings before the board, and m ndful of its
di scretionary power to disregard any evidence filed at
such a very | ate stage of the proceedings, the board
decided to admt "EVANS', "SORENSEN' and "I ZZARD'

| argely because the appellant and the board were
clearly able to deal with these declarations at the
heari ng wi t hout del aying the proceedings. Coupled with
the fact that the appellant to a | arge extent pronpted
t he respondent's declarations and evidence by its own
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| ate submissions, it is in the circunstances of this
case, in the board' s judgnent, clearly in the interest
of the proper adm nistration of justice within the EPO
that the respondent's late-filed evidence should al so
be adm tted.

Substanti ation of the appellant's allegations of public prior

use

1188.D

Article 117(1) of the Convention provides, anongst

ot her nmeans of giving or obtaining evidence, for the
production of sworn statenents in witing. The above-
nmenti oned decl arations were submtted in the form of
sworn statenments ("Bl SGAARD | ", "BI SGAARD I|1",
"PEDERSEN' and "ElI BYE" by the opponent/appel | ant;
"EVANS', "SORENSEN' and "I ZZARD' by the
proprietor/respondent). Accordingly, they are evidence
within the neaning of Article 117(1) EPC and are as
such subject to free evaluation of evidence.

According to the established case | aw of the boards of
appeal (cf. eg T 93/89, QJ EPO 1992, 718, point 8.1

T 538/ 89 dated 2 January 1991, point 2.3.1, unpublished,
T 830/90, QJ EPO 1994, 713, point 3.2.1, and generally
"Case Law of the Boards of Appeal”, 4th edition 2001,
VIl.C. 8.6, pages 473-474), there has been prior public
use of the subject-matter of a patent if

(A) the use occurred prior to the filing or priority
date of the contested patent (Wen did the action
take place? Was it a prior use?);

(B) the subject-matter of the use coincides with that
of the contested patent (What was used? Extent of
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use, subject-matter used identical in essence to
the subject-matter of the contested patent), and

(© the circunstances of the use are such that the
subject- matter used has been nmade available to
t he public and has therefore beconme public (where,
how and by whom the subject-matter was made public
t hrough that use).

8. ad (A): Wen did the action take place? Was it a prior

use?

(a) According to "BISGAARD | " (see page 2,
par agraph 5) and "Bl SGAARD | 1" (see paragraph 2),
the FEST IS range was produced in the sanme way
during the entire period of Dr Bisgaard's
enpl oynent at "FRI SKO' from 1978 to 1988. Exhibits
"JB-1" and "JB-2" enclosed with "BI SGAARD |" are
extracts from advertising and pronotional
mat eri al s produced in respect of "FRISCO S" ice
cream products offered for sale in the years 1990
and 1991. Both brochures JB-1 and JB-2 show,
anongst a series of other kinds of "FRISCO S" ice
cream products, also the range of "FRI SCO S" FEST
| S products.

(b) Pedersen in "PEDERSEN' (see page 2, paragraph 4)
reports that from about 1982 to 1984 "PREM ER | S"
manuf act ured and sold a product under the nane
| SSTIERNE, which neans lIce Star in English. This
declaration is strongly supported by

- exhibit FP1 which is a copy of a |leaflet
advertising "PREM ER | S" products for 1982 and
showi ng the product | SSTIERNE

1188.D
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- exhibit FP2 which is a copy of a |leaflet
advertising "PREM ER | S" products for 1983 and
I i kewi se showi ng the product | SSTIERNE

- exhibit FP3, a copy of a leaflet entitled "Ei skrem
aus Danemark 1983" |ikew se show ng the product
| SSTJERNE.

(c) "EIBYE" (see page 2, paragraph 6) contains the
statenent that from 1970 to about 1987 the ROLADE
product was entirely handmade at the facility of
" FREDERI KSBORG | S".

On the basis of the evidence provided by the appellant,
the board is convinced that all three instances (a),
(b) and (c) of alleged public prior use occurred before
the priority date of the Patent (1 Cctober 1992).

As regards the relevant date on which the alleged prior
use with the manufacture and sale of (a) "FRI SCO S'
FEST | S products occurred, the board' s above view is
strongly confirmed by Sorensen, who says in his

decl aration (see "SORENSEN' submtted on behalf of the
respondent in support of its case, especially page 1
par agraph 5) that from 1978 onwards one of the products
made at "FRI SCO S" Aarhaus factory was an ice cream
cake known as FESTI VAL which is, according to JB-1 and
JB-2, a product of the FEST IS range. Nothing has been
presented by the respondent to cast doubt on the

appel lant's subm ssions that all three instances (a),
(b) and (c) of alleged public prior use occurred prior
to the priority date of the Patent.
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ad (B): What was used? Extent of use, is the

subj ect-matter used identical in essence to the

subject-matter of the contested patent?

The text indicated in bold italic letters below recites

the features of claim1l as maintained by the opposition

division (reference nunerals added in square brackets

[1],

(a)

(b)

(c)

[2], etc. ......... by the board);

the text under (a) belowrefers to the
correspondi ng technical information contained in
"Bl SGAARD | " and "BI SGAARD I'1", relating to the
manuf acture and sale of a), the FEST IS range by
"FRI SKO';

the text under (b) belowrefers to the
correspondi ng technical information contained in
"PEDERSEN', relating to the manufacture and sal e
of (b), the I SSTIERNE product by "PREM ER';

the text under (c) belowrefers to the
correspondi ng technical information contained in
"EIBYE" relating to the manufacture and sal e of
(c), the ROLADE product by "FREDERI KSBORG'

Coi nci dence between the technical features of claim1l

and the features of each of the three instances (a), (b)

and (c) of alleged public prior use

[1]

"A method of preparing frozen filled chocol ate

products by moulding in which......... "

(a)

"The FEST IS range was nade up of a nunber of
[ ines including FESTI VAL, CHARLOITE and JOSEFI NE



1188.D

(b)

(c)

[ 2]

- 29 - T 0947/ 99

FESTI VAL is a noul ded chocol ate shell in the form
of a ring. The shell is filled with ice cream and
in the final product the shell is inverted and

decorated with cream nuts and cherries. The
centre of the ring is filled with balls of sorbet

of different flavours" (see "BI SGAARD |", page 3,
lines 1 to 4);
"FESTI VAL <..... > are chocol ate covered products

and were made from 1978-1988 in the manner which
have described by cold noul ding of chocol ate
shel I s which were subsequently filled with ice
cream’ (see "BI SGAARD I I", paragraph 3, lines 4-
6) .

"From about 1982 to 1984 "PREM ER I S" manuf act ured
and sold a product under the name | SSTJERNE whi ch
nmeans lce Star in English. The | SSTIERNE product
<..... > was essentially a nmoul ded chocol ate shel
filled wwth ice cream (see "PEDERSEN', page 3,

par agr aph 5);

"Over the period 1970 to 1993 "FREDERI KSBORG | S"
manuf act ured and sold a product under the nane
ROLADE. This product was a noul ded chocol ate shel
in the shape of a rod or flattened cylinder filled
with ice creamand the di nensions of the product
wer e about 20cm |l ong, 7cmw de and 5cm hi gh (see
"El BYE", page 2, paragraph 5);

step (i): a chocolate nmass at a tenperature in the
range of 15°C, preferably from 28°C, to 55°C and

having a fat content of at |east 25% by weight is
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i ntroduced into a nould having a tenperature of
fromO0°C to -40°C,

"The products were nmade in a 1-12 litre netal
moul d which was first of all placed on a
continuous belt and passed through a hardeni ng
tunnel of conventional type used in ice cream
manuf act ure whi ch had a tenperature of about- 30°C.
On energing fromthe hardening tunnel the nould
whi ch had been cooled to the tenperature of the
tunnel, was then filled by pouring in nolten
chocol ate or a conmpound with a tenperature of 40
to 50°C. Depending on the particular product |ine,
we used a standard dark or mlk chocolate with a
fat content from 40-60% which is typical for use
with ice crean (see "BI SGAARD | ", page 3,

par agr aph 8);

"A 3000 litre hardening tunnel with blast freezing
capability was used. The tunnel was provided with
a continuous belt capable of taking about 1000
noul ds. The tunnel was run at -30°C and had a

t hernoneter on the front panel whish showed the
tenperature at which it was operating. The visitor
woul d have seen that the noul ds being taken out of
t he hardening tunnel were white frost on the
out si de and were being handl ed by workers with

gl oves and woul d thus have been in no doubt that

t hey had been cooled to a tenperature bel ow 0°C’
(see "BI SGAARD I 1", paragraphs 6 and 8);

"A chocol ate dosing unit was al so used conpri sing
a tenperature controlled vessel with stirrer to
whi ch the chocol ate coating material was supplied
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directly froma bl ending room above. The vessel
was heated by a heating unit controlled by a
thernostat to nmaintain the chocolate at a
tenperature of 40 to 50°C' (see "BISGAARD I1",
par agr aph 6).

"The coatings varied slightly fromtinme to tine
but typical coatings were: 50% standard dark
chocol ate and 50% coconut oil; and 50 to 60%
standard m | k chocol ate and correspondingly 50 to
40% coconut oil" (see "BI SGAARD I ", paragraph 5);

"I n devel oping the process for the manufacture of
the | SSTIJERNE product it was al ways our intention
to introduce the chocolate into the noulds with
the noul ds significantly bel ow 0°C. W then dried a
couple of runs with the noul ds cool ed to just
above 0°C and we found the solidification of the
chocolate in the mould was again too slow and we
decided to try cooling the noulds in a hardening
tunnel so that they were cooled to well bel ow 0°C
when the chocol ate was introduced. The noul ds were
used straight fromthe hardening tunnel at a
tenperature of -35°C to -45°C' (see "PEDERSEN',
page 4, paragraph 6);

"Ml ten chocol ate at about 20°C was dosed into each
part of the mould. The chocol ate was conposed of
chocol ate and vegetable oil in the proportions 52%
chocol ate and 48% vegetable oil or 55% chocol ate
and 45% vegetable oil" (see "PEDERSEN', page 5,

par agraph 7);
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"Metal noulds were placed by hand in a freezer at
about -25°C, remained in the freezer until they had
taken on the tenperature of the freezer.

| medi ately on renoval of the freezer, the noul ds
were filled with nolten coating chocolate froma
container and placing it in the nould. The coating
chocol at e was conposed of chocol ate and about 40%
coconut oil. The tenperature of the chocol ate
coating when it was placed in the noulds was about

30°C" (see "EIBYE', page 2, paragraph 6);

step(ii): the chocolate mass is retained in
contact with the nmould for a period sufficient to
all ow the chocolate mass to solidify in an
unstable format least in the layer in contact
with the mould to provide a chocol ate shell;

"The chocol ate or compound was left in the nould
for a short time (a mnimumof 1 to 2 m nutes)
until it had hardened in the layer in contact with
the mould but was still liquid in the interior.
Excess liquid chocol ate or conpound was then
renoved by manual nould inversion to produce a
shel |l inside the nmould" (see "BI SGAARD | ", page 4,
par agr aph 10),

"Pairs of nmoulds were then introduced into a
Schl 6j ter machi ne where the chocol ate was

di stributed evenly over the inner surface of the
moul ds still cool ed bel ow 0°C, and solidified" (see
"PEDERSEN', page 3, paragraph 5, point 3);

"Al nost imediately, the nould was manual |y
inverted to pour out unsolidified coating
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chocol ate and | eave a thin shell of solid coating
chocol ate on the inside of the nmould. This
operation was carried out so quickly that the
nmould was still cold, i.e. close to the
tenperature of the freezer" (see "ElIBYE", page 3,
par agraph 5, point 3).

The explanation in the Patent at colum 2,

lines 19 to 21 of how chocolate is solidified in
unstable formstates that "the process, by rapidly
cooling a chocolate mass in a nould, provides
chocol ate having an unstable form wusually a, and
this provides the inproved rel ease". This neans
that the unstable product is the inevitable result
of solidifying the chocolate in contact with the
nould at 0°C to -40°C, as used in all three prior
uses (a), (b) and (c).

step (iii): the chocolate shell is filled with a
filling;

"It would have been apparent fromthe nature of
the product that after formation of the shell it
had been filled with ice cream and normal handling
techniques for ice creamwould dictate that this
operation was carried out at bel ow 0°C, generally
around -4°C to -5°C" (see "BI SGAARD | ", paragraph
14, page 6);

"The noul ds containing the chocol ate shells were

t hen renoved to another working table with
conveyor positioned in front of the hardening
tunnel and ice creamwas di spensed into the noul ds

at -4°Cto -5°C fromtwo 600-litre continuous ice
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cream freezers, also manufactured by the conpany O
J Hoyer" (see "BISGAARD I1", paragraph 6, end of
third page);

"The noul ds were renoved fromthe Schl 6jter

machi ne, opened up, and ice creamwas dosed into
the solidified chocol ate shells" (see "PEDERSEN',
page 3, paragraph 5, point 4);

"In step 4, the noulds were manual |y renoved from
t he Schl 6jter machine and the two hal ves opened
up. lce creamwas then dosed into the shells stil
inside the noulds froman 800 litre O G Hoyer
continuous ice creamfreezer. The ice cream was

di spensed using a hose which was passed from one
mould to another and it was not necessary to use a
dosi ng head. The tenperature at which the ice

cream was dosed into the noul ds was about -4°C to -

6°C and it would be obvious to anyone famliar with
t he manufacture of ice creamthat the ice cream
woul d have to be at this tenperature range or at

| east very close to it. Qutside the range the ice
cream coul d not have been di spensed directly into
nmoul ds fromthe hose and had the ice creamreached
0°C or above it would have been |liquid and

i npossi ble to dispense, indeed it would no | onger
have been ice creant (see "PEDERSEN', pages 5-6

par agr aph 9);

"The chocol ate shells inside the noulds were then
filled wwth ice cream contai ning strawberries from
a Gramcontinuous ice creamfreezer, the ice cream
bei ng dosed manual |y by neans of a dosing head.

The tenperature of the ice creamas it was dosed
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into the noul ds was about -5°C' (see "ElIBYE"

par agraph 6, page 3, point 4);

step (iv): the filled chocol ate product is renoved
fromthe noul d.

"G ven that the product was clearly a noul ded
product but as sold does not include the nmould, it
woul d have been apparent to the ice cream
specialist that the product had been renoved from
t he moul d subsequent to formation" (see "Bl SGAARD

| ", paragraph 14, page 6);

"Finally the products were rel eased fromthe

noul ds by inverting the noulds and either tapping
wi th a rubber hamrer or by injecting air between
t he shell and the nould, whichever was consi dered
nost convenient by the operator™ ("Bl SGAARD I1",
end of paragraph 6);

"Finally the plastic nmoulds were renoved and the
| sstjerne products were passed to a packing
station" (see "PEDERSEN' paragraph 5, point 6,

page 4);

"The noul ds were then renoved fromthe hardening
tunnel and the products renoved fromthe noul ds
(the chocol ate shell released easily fromthe
noul d)" (see "ElI BYE" paragraph 6, point 6,

page 3).

From t he above conparison of the technical features of

present claim1l and the nmethods (a), (b) and (c) which

are reported i ndependently of one another in the above-
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nmenti oned separate declarations, it is readily apparent
t hat each of the followi ng nethods of preparing frozen
filled chocol ate products by noul di ng, nanely

(a) the nmethod as used by "FRI SKO' for preparing the
FEST | S products and described in "Bl SGAARD | and
M,

(b) the nmethod as used by "PREM ER' for preparing the
| SSTJERNE product and described in "PEDERSEN', and

(c) the nethod as used by "FREDERI KSBORG' for
preparing the ROLADE product and described in
" El BYE"

would fall within claim 1.

As regards (a) the nethod as used by "FRI SKO' for
preparing the FEST IS products and described in
"BISGAARD | and 11", Dr Bisgaard's evidence is
expressly confirnmed by M Sorensen in "SORENSEN'. M.
Sorensen, a skilled dairy man was a factory supervisor
at "FRISKO S" Aarhaus factory from 1971 until 1998 when
the factory closed down [and, accordingly, a co-

enpl oyee with Dr Bisgaard from 1978-1988]. M Sorensen
confirns that the nethod of preparing the FEST IS
products shown by Dr Bisgaard in the flow sheet (JB-3)
encl osed with "Bl SGAARD | " accords with his
recol l ection of the nmethod of naking the FESTIVAL | CE
CAKE which is one of the FEST IS products (see

" SORENSEN', page 1, fifth paragraph).

The board cannot share the respondent’'s objections
presented in witing and orally at the hearing that in
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the present case the allegations of prior use are

sol ely based on uncorroborated w tness testinony by Dr
Bi sgaard, M Pedersen and M Ei bye. On the contrary,
the evidence in 9 to 9.3 above showing that all three
i nstances of prior use (a), (b) and (c) are of nethods
which fall within the scope of present claim1 finds,
in the board's opinion, strong corroboration in the
virtually identical statements nade by all three

decl arants (Dr Bisgaard, M Pedersen and M Ei bye)

i ndependently of one another, nanely that the processes
for the manufacture of (a) the FEST IS products, (b)
the | SSTJERNE product and (c) the ROLADE product used
equi pnent that was standard in the ice creamfield
operating in a standard way - see:

- see "BI SGAARD | ", page 4, paragraph 12: "However,
peopl e from outside the conmpany visited the
manufacturing facility and were shown the standard
production lines including the dessert |ine used
for the manufacture of the FEST IS range. The
process was regarded as traditional manufacturing
process which was already well known in the trade
in Denmark and was operated in essentially the
same way by other manufacturers in Denmark. For
this reason, no obligation of confidence was
pl aced on visitors who saw the FEST | S desserts
bei ng made and no steps were taken to conceal from
visitors what was being done."

- see "PEDERSEN', page 6, paragraph 11: "During the
time that the | SSTIERNE product was being
manuf actured by Premer |Is at our factory in
Esbjerg we had an open policy towards visitors and
many people fromoutside visited the factory and
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were shown the production |ines. On the one hand,
we did not consider that our manufacturing nethods
needed to be confidential since we were making
conventional products in a conventional way. This
certainly applied to the | SSTIERNE product which
regarded as a traditional type of product being
made by a wholly conventional process.”

- see "EIBYE", page 4, paragraph 8: "I did not
consi der the process for the manufacture of the
ROLADE product to be confidential, and on the
contrary | thought of it as a well known process
whi ch had been operated for nany years in the
Dani sh ice creamindustry for making a traditiona
type of product. The other products of
" FREDERI KSBORG' Is were al so standard products in
the ice creamindustry, and so there was little or
nothing that | considered confidential about the
technology in our factory. Accordingly, | was
happy to wel cone visitors to the factory and when
they canme no attenpt was nmade to hide or concea
any of the processes that were being operated and
they were not placed under any obligation of
confidentiality in respect of what they had seen
or heard."

ad (C): The circunstances of the act of use; where, how
and by whomthe was THE subject-matter made avail abl e
to the public through that use?

It appears to be well established in the case | aw of

t he boards of appeal that for a clainmed invention to
have been "made available to the public" within the
meani ng of Article 54(2) EPC before the relevant filing
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date, information equivalent to the clained invention
nmust have been accessible to a skilled person. As
stated by the Enlarged Board in decisions G 2/88 and

G 6/88 (QJ EPO 1990, 93 and 114), "the word "avail abl e"
carries with it the idea that, for lack of novelty to
be found, all the technical features of the clained

i nvention in conbination nust have been conmunicated to

the public, or laid open for inspection”

Furthernore, in opinion G 1/92 (QJ EPO 1993, 277, see
especi ally Reasons, point 2), the Enlarged Board
stressed that "according to Article 54(2) EPC the state
of the art shall be held to conprise everything nmade
available to the public. It is the fact that direct and
unanbi guous access to some particular information is
possi bl e, which nakes the | atter avail able, whether or
not there is any reason for looking for it" (enphasis
added) .

10. 2 On the basis of the avail able evidence, the board has
no reason to doubt that all three instances (a), (b)
and (c) of prior use have been publicly nmade avail abl e
to those skilled in the art prior to the priority date
of the Patent. This opinion is essentially based on the

foll owi ng consi derati ons:

10. 3 As set out in the statenent of the grounds of appeal
and supported by evidence filed in the course of the
opposi ti on and subsequent appeal proceedings, (a) the
FEST IS products, (b) the | SSTJERNE product and (c)
t he ROLADE product were manufactured and sold in
Denmark before the priority date of the Patent and al
t hese products are accordingly conprised in the state
of the art under Article 54(2) EPC.

1188.D
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Furthernore, as set out in the statenent of the grounds
of appeal and supported i ndependently of one another by
t he declarations of Dr Bisgaard, M Pedersen and M

Ei bye, the processes for the manufacture of (a) the
FEST | S products, (b) the I SSTERNJE product and (c) the
RCOLADE product used equi pnent that was standard in the
ice creamfield operating in a standard way. On the
basi s of the avail able evidence, the board sees no
reason to doubt the declarants' subm ssions that al
three products (a), (b) and (c) were standard products
and were manufactured by wholly conventional processes
whi ch were generally known in every detail to skilled
persons in the Danish ice creamindustry |ong before
the contested patent's priority date (see 9.4 above).

Al'l three declarants categorically ruled out in their
decl arations that either an express or tacit agreenent
on secrecy or an express or tacit obligation on
confidentiality concerning the manufacture of (a) the
FEST IS products, (b) the | SSTJERNE product or (c) the
ROLADE product had ever existed or that access to the
production lines and facilities for making these
products was restricted to a particul ar group of
persons and not open to visitors in general (see 9.4
above).

In the absence of any evidence to the contrary, the
board is thus satisfied that a skilled visitor,
experienced in the production of ice cream who was

i nspecting the manufacturing processes known per se
(see 9.4 above) for (a) the FEST IS products, (b) the
| SSTJERNE product or (c) the ROLADE product, would have
recogni sed i mredi ately what was happeni ng, for exanple
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he woul d have known t he general tenperature range at
whi ch the freezing tunnel would be operating, the
general tenperature range at which nolten chocolate is
processed and the general tenperature range at which
the ice cream woul d be di spensed. Even if the visitor
had not been able as a result of his inspection to
determne wth accuracy each and every detail of the
process in question, he would have been invited and
encouraged by the person, explaining to visitors the
overal | process for nmaking product (a), (b) or (c), to
ask for specific information. According to all three
declarants, if any visitor had asked about details of
t he manufacturing process, he would have been given the

rel evant information.

In accordance with the principles set out in G 1/92

(loc. cit.), it is in the present case the fact that
direct, unlimted and unanbi guous access to any
particular information regardi ng the manufacturing
processes known per se for (a) the FEST IS products, (b)
t he | SSTJERNE product or (c) the ROLADE product was
possi bl e [as has been shown above], which nade these
processes available to the public within the neaning of
Article 54(2) EPC, whether or not there was any reason
to |l ook or ask for such information.

What ever the means of disclosure (witten description,
oral description, use by manufacture and sale, etc.),
it is the availability to the public within the neaning
of Article 54(2) EPC as such that counts. Contrary to

t he opinion of the opposition division in the decision
under appeal, it is possible to establish prior public
use by showing that a certain process was used over a
stated period before the priority date for making a
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certain product and that there existed a possibility
for a stated class of individuals, eg visitors, who
were under no obligation of secrecy or confidentiality,
to have direct and unanbi guous access to any particul ar
information regarding this process. If, as here, this
was the case, there is no need to show that a specific
named i ndividual saw the process in operation on a

speci fic day.

To summari se, free evaluation of the conbined evidence
avai l able in these proceedings | eads the board to the
conclusion that the probative value of the various
statutory declarations and docunents produced by the
appellant is sufficient to establish that the

manuf acturing processes for (a) the FEST IS products,
(b) the I SSTIERNE product and (c) the ROLADE product
were made available to the public by use prior to the
priority date of the Patent within the nmeaning of
Article 54(2) EPC and that each of the processes (a),
(b) or (c) falls within the scope of claim1. The main
request nust therefore fail on the grounds of |ack of
novel ty.

First auxiliary request

12.

12.1

1188.D

Claim1l1l of the first auxiliary request differs from
claim1l of the main request by the specification that
t he chocol ate nmass used in the clainmed nethod has not
been subjected to tenpering (see Xl Il above).

As di scussed and agreed by the parties at the oral
proceedi ngs, cocoa butter is capable of crystallising
in a nunber of different polynorphic forns sone of

whi ch are nore stable than others and, on storage at
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roomtenperature or thereabouts, those crystal forns
which are | ess stable tend to change into nornore
stablernms. Bloomformation is prevented when the
crystal types are converted to a m xture of the nore
stable fornms by the process known as tenpering.
Tenpering is a procedure whereby chocolate is subjected
to successive nelting and cooling treatnents to
stabilise the seed crystals of the nore stable fornms of
cocoa butter. The board concurs with the appellant's
subm ssion that whilst bloomis a problemfor the
chocol ate manufacturer, it is not a problemfor the ice
cream manuf acturer who nmakes a chocol ate/ice cream
product. Bloomis a phenonenon associated with a

predom nance of unstable crystal types in cocoa butter
during storage at roomtenperature. Since chocolate/ice
cream products are stored at freezing tenperatures
prior to consunption, mgration of fat to produce bl oom

cannot occur.

"Bl SGAARD | " (see page 3, paragraph 9), "BISGAARD | I"
(see page 2, paragraph 5) and "PEDERSEN' (see page 5,
paragraph 7) confirmthat no steps were taken in their
processes to tenper the chocol ate coating materi al

"El BYE" appears to be silent on the point whether or
not the chocol ate coating material has been subjected
to tenpering.

Even if the board were to accept novelty on the basis
of the respondent’'s argunent that a visitor to any of
the facilities that are the subject of the current

i nstances of public prior use would not have been able
to determ ne whether the chocol ate nmass has been
tenpered or was untenpered, the subject-matter of the
first auxiliary request would not be patentable.
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The respondent's allegations that the use of a

chocol ate mass which has not been subject to tenpering
was associated with certain advantages and possibly
prevented problens with denmoul di ng have not been
supported by the subm ssion of a strictly conparable
experinment, as mght have been expected, but nerely by
an argunment that anbi ent noul ded (not col d noul ded)
chocol ate products normally require the use of tenpered
chocol at e.

However, a person skilled in the art,

(a) knowing that whilst bloomis a problemfor the
chocol ate manufacturer, it is not a problemfor
the ice cream manuf acturer who nakes a
chocol ate/ice cream product, and

(b) also knowi ng that chocol ate whi ch has been
tenpered will normally [ ose this tenper, when it
isinliquid formor is reheated and nolten so as
to be ready for use, for exanple, in a cold
nmoul di ng process,

would in the first place use, for the clainmed nethod,
chocol ate whi ch has not been subjected to tenpering.
Only if he was not successful, would he possibly

consi der using a chocol ate product which has been
tenpered. It follows that the claimed nethod according
to the first auxiliary request, even if formally novel,

could not be regarded as involving an inventive step.

Therefore, the appeal nust also fail in respect of the
first auxiliary request.
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Second auxiliary request

13.

13.1

13.2

13.3

1188.D

The second auxiliary request differs fromthe above
mai n request by an anmendnment of the patent
specification such that the passage from page 1

colum 1, lines 20 to 26, of the description as

mai nt ai ned by the opposition division has been del eted
(see XV above).

The board cannot, for several reasons, share the
respondent’' s opi nion that anendnent of the
specification as proposed in the second auxiliary
request would limt the scope of the clainmed invention
to the use of "real" chocolate so as to exclude the use
of "chocol ate coatings, fat-based conpositions having a
chocol at e conponent and couvertures fromthe scope of

the cl ai ned i nventi on.

First, the specification itself as granted (see
Exanples 11, 12 and 13) and as nmai ntai ned [see

Exanple 11: "the shells in Exanples 2, 3, and 4 were
formed using a couverture containing 46%fat (cocoa
butter, dairy fat and coconut oil")] include a series
of exanples illustrating the claimed invention wherein
the shells were forned using a couverture instead of
chocol ate. Since none of the above exanpl es has been
deleted, they are included in the amended specification
of the respondent's second auxiliary request.

In accordance with Article 69 EPC and its Protocol, the
clainms of a European patent should be interpreted
having regard to the description and drawings (if any).
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In the present case, it thus follows clearly fromthe
exanples in the specification

(a) that the clainmed invention is not only concerned
with the use of "real" chocolate but also with the

use of couvertures and

(b) that, in the context of the description, the
expression "chocolate mass” in claim1 of the
second auxiliary request has consequently to be
interpreted as enbracing not only "real”
chocol ate, but also fat-based conpositions having
a chocol at e conponent and couvertures.

Second, the expert opinions submtted by either party
in the present case nake it quite clear that the
expression chocolate as used in claim1l w thout further
qgqualification such as "real" chocol ate woul d be
interpreted by those skilled in the art as including
both "real" chocol ate and couvertures:

- see, for exanple, "BISGAARD |I", page 3, paragraph
9: "During the tinme that I was wth FRI SKO
regul ations in Denmark as to what coul d be called
chocol ate for an ice creamcoating were | ess
strict than in sonme other European countries and
in Denmark coating could be called chocol ate which
woul d have had to be called conpound or couverture

in sone other countries";

- see, for exanple, "PEDERSEN', page 5, paragraph 7
"The chocol ate was conposed of chocol ate and
vegetable oil in the proportion 52% chocol ate and
48% veget abl e oil or 55% chocol ate and 45%
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vegetable oil. In accordance with the regul ations
in force in Denmark at the tinme, this could
| egally be described as a chocol ate coating."

- see, for exanple, "EIBYE', page 2, paragraph 6
point 2: "The chocol ate coati ng was conposed of
chocol ate and about 40% coconut oil and was such
that it could legally be called chocol ate coating
in Denmark. "

- see, for exanple, "|IZZARD', page 4, paragraph 8:
"I'f anything, had | known that the chocol ate
coating being used in the Aarhus factory was 50%
and 50% coconut oil, | would have assuned that it
was tenpered ............

Fromthe foregoing it follows that the proposed
amendnment of the specification in the second auxiliary
request cannot di spel the conclusion of |ack of novelty
arising fromthe study of the main request in the |ight
of any of the three instances of public prior use (a),
(b) or (c).

I n conclusion, neither the respondent's main request
nor any of its auxiliary requests relates to a
pat ent abl e i nvention. Thus the appeal is clearly

al | owabl e.



Or der

For these reasons it is decided:

1. The deci sion under appeal is set aside.

2. The Patent is revoked.

The Regi strar: The Chai r man:
A. Townend U Oswald
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