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Summary of Facts and Submn ssions

0821.D

The nmention of the grant of European Patent

No. O 594 875 (application No. 92 118 188) was
publ i shed on 12 March 1997. On 11 Decenber 1997 a
noti ce of opposition to said patent was filed and the
opposition fee was paid.

By deci sion posted on 19 July 1999 the Qpposition
Division rejected the aforenenti oned opposition as
i nadm ssi ble (Rule 56(1) EPC).

According to the analysis given in the decision under
appeal the patent opposed relates to a coated hard
alloy cutting tool conprising

(a) a WC substrate material (12) containing Co and
conprising Co-enriched surface |ayers and a core,

(b) the maxi num val ues of Co concentration occurring
within a surface |ayer region of 50 umfrom an
external surface of said substrate material (12)
Is less than 15 wt-%

(c) a plurality of hard coatings forned on said
substrate.

(d) the tensile residual strength in the primary
coating (13) is not nore than 30 kg/ m#¥,

said cutting tool being characterized in that
(e) said surface |ayer region being substantially free

of carbides of Ti, Ta and Nb containing W the
carbonitrides of Ti, Ta or Nb containing W and
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the nitrides of Ti, Ta and Nb containing W

(f) said plurality of surface coatings consisting
essentially of

(fl1) a primary coating (13) of Ti CN deposited on said
surface | ayer,

(f2) a secondary coating (14) of Al ,O, deposited on said
primary coating (13), and

(f3) a surface coating (15) consisting essentially of
at |l east one coating of TiCN and Ti N deposited on
sai d secondary coating (14) of Al ,OQ,.

The notice of opposition did not deal in detail with

| ack of novelty alleged therein; this ground of
opposition was dropped later. As to the second ground
al l eged by the opponent, nanely that the patent opposed
does not involve an inventive step, the notice of
opposition contains detail ed and extensive subm ssions.
Ni ne prior art docunents were cited, four of them (D1,
D2, D5 and D6) in a specific manner (col um,
l'ine/figure/abstract). The |line of argunent presented
can be sunmarized as foll ows:

The opposed patent relates to a coated cenented carbide
with a surface zone below the coating enriched in

bi nder phase. There are essentially two types of such
bi nder phase zones. One, the slow solidification type,
is known for exanple from D3. The other type ("gamm
phase di ssol uti on" because the zone is essentially free
of ganma phase) is disclosed in docunents D1, D2 and
D9. According to D1, colum 3, lines 26 to 28 the gamm
phase-free zone is obtained by vacuumsintering a
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cenent ed carbi de containing small amounts of up to 2
wt-% of a hydride, nitride, carbonitride of group IV or
VB el enents (see colum 3, lines 20 to 21). D2 is
simlar, but in this case nitrogen is introduced during
sintering (see Abstract); by this, equally a ganma
phase depleted zone is obtained, the binder phase

enri chnment of the opposed patent belonging to this

| atter type. Since D 1 discloses the Co-enriched zone
free of gamma phase which is obtained by sintering a

ni trogen-contai ning cenented carbide and thus nitrides
are present in the substrate, the binder phase enriched
substrate of claim1 is known from D3. The sane
docunent further discloses the coating of that
substrate with wear-resistant |ayers such as carbi des,
nitrides of netals as fromgroup IvVa and Al ,0,, and D5
(and D8) shows a cenented carbide with a three-|ayer
coating consisting in carbonitride of a netal selected
fromgroup Vb, Al ,O0 and a nitride of a netal from
group IVb (in that order) as (features f1 to f3 in)
claiml1l. D7 shows a residual stress in a TiN |ayer
deposited on a cenented carbide of less than 0.5 kg/ m®R
whi ch is obtained by shot peening. D4 discloses a
treatnment by shot peening and that as a result of that
treatnment cracks are forned in the coating indicating a
| ower tensile strength. As a result, claim1l of the
patent-in-suit |acks inventive step.

As regards dependent clainms 2 to 13 it is explained in
the notice of opposition that in view of the cited
docunents either their subject matter is

anti ci pated/ knowmn (claim2 - D7, clains 12, 13 - D1),
or they do not contain patentable subject nmatter
(claims 3, 5to 7), or they lack inventive step
(clains 8, 9 - D6, clains 10, 11 - D5).
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The issue of adm ssibility of the opposition was not
brought up before the oral proceedings, either by the
patent proprietor in his subm ssions dated 19 May 1998
and 2 June 1999, or by the Opposition Division in its
conmuni cati on of 23 Decenber 1998.

It was only at the oral proceedings held on 15 June
1999 that the Division indicated its doubts as to the
adm ssibility. This issue alone was then discussed
during the oral proceedings which ended with the
rejection of the opposition as inadm ssible for |ack of
substantiation within the nmeaning of Rule 56(1) EPC

The follow ng reasons for that finding were given in
the witten deci sion:

Since the Opponent has not submitted any argunents

agai nst novelty of the (sole) independent claiml

Wi thin the nine-nonth opposition period, he should have
at | east submtted grounds for the alleged | ack of

i nventive step

To this end he should have followed the instructions of
the Guidelines C 1V, 9 "Inventive step”, and in
particular, in view of the problemand sol ution
approach which should nornmally be applied, he should
have identified the closest prior art. As he has not
done so, it was not possible to the OCpposition Division
to establish without its own independent

I nvestigations, whether or not the clained invention
woul d have been obvious to the skilled person

(pts. 2.4-6 of the reasons for the decision).

Furthernore, no logical |ine of reasoning has been
presented. The Qpponent's statenents in the notice of
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opposition as regards the type of the binder phase
enri ched zone are contradictory (stratified |ayer
according to D3 or a gamma phase di ssol ution as

di scl osed in D1 and D27?).

The opposition division undertook "on its own notion"
to identify the closest prior art anong the docunents
cited by the Qpponent; however, an analysis of the
docunents D1 to D3 shows as their general teaching that
a carbide | ayer should exist between the Co-enriched

| ayer and the primary |ayer of the plurality of surface
coati ngs; none of these docunents even gives a hint as
to the essential requirenent of not having Ti, Ta and
Nb contai ning Wcarbides |ayer underneath said primary
| ayer.

Also fromthe fact that despite the I ength of the nost
rel evant cited docunents no particul ar passage has been
i ndicated, and no hint as to the essential feature as
defi ned above had been given, it is to be concl uded
that the opposition is not adequately substanti at ed.

Noti ce of appeal was filed on 16 Septenber 1999 by the
Opponent (Appel lant) and the appeal fee was paid on the
same day.

In the statenent of grounds for the appeal which was
recei ved on 26 Novenber 1999 the Appellant subnitted
that the notice of opposition in fact is structured in
a clear manner which allows verification of the chain
of argunents presented by the Appellant. The
presentation of the docunents, the relevant parts cited
and their conbination in the notice of appeal were such
as to enable the Opposition Division to exam ne the

al l eged ground for revocation in a final way and
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wi thout recourse to its own investigations. Since there
Is no doubt as to the publication date of the cited
docunents, decision T 522/94 is not relevant for the
present case. There is no need either to search for
further docunents because the content of those cited is
sel f-expl anatory and, as regards an inventive step, it
is sufficient to read a few docunents w t hout needi ng
undue effort.

The Appel | ant requested setting aside the inpugned
deci sion of the Qpposition D vision.

The Respondent (Patentee) requested dism ssal of the
appeal and submtted argunents in support thereof by
| etter received on 14 Novenber 2000.

Both parties have made an auxiliary request for oral
proceedi ngs. The Respondent's representative, by letter
dated 20 March 2001, did not maintain his request for
oral proceedings if the Board on the occasion of the
oral proceedings only intended to di scuss and deci de
upon the admssibility of the opposition.

Reasons for the Decision

1

0821.D

The appeal is adm ssible.

In view of the Respondent's declaration regarding the
request for oral proceedings (pt. I X of the facts,
above) and the outcone of the appeal which is in favour
of the opponent (see below) the present case can be
deci ded wi thout hol ding oral proceedings.
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The purpose of the third requirenent of Rule 55(c) EPC
(in conmbination with the first and second requirenent
of that Rule) is to ensure that the notice of
opposition contains a sufficient indication of the

rel evant facts, evidence and argunents for the
reasoning and nerits of the opponent's case in relation
to the grounds of opposition relied upon to be properly
under st ood by the opposition division and the patentee
(see eg. T 222/85), on the assunption of course, that
both are reasonably skilled in the art to which the
opposed patent relates (T 925/91). Mre specifically,
the term"indication" in Rule 55(c) EPC neans that the
content of the notice of opposition nust be such that
the patentee is able to understand fromit the case

t hat was bei ng made against his patent, if to this end
he makes those efforts, including a certain anmount of
interpretation, which can normally be expected froma
person skilled in the art (see decision T 199/92).

Furthernore and in line with the foregoing, the
question whether a particular notice of opposition
neets the m ni num substantive requirenents under

Rul e 55(c) EPC has to be decided in the context of each
i ndi vi dual case, since various relevant factors, such
as the conplexity of the issues raised, vary from case
to case (see eg. decisions T 2/89, T 261/91) and, in
general, conpliance with Article 99(1) and Rule 55(c)
EPC does not depend only on the fulfilnment of certain
formal and/or structural requirenents.

Thus there exists no requirenent, either in fact or in
| aw, that the opponent when submtting his grounds for
opposition had to apply the probl em sol ution approach
whi ch, according to the CGuidelines for the Exam nation
in the European Patent Ofice C1V, 9.5, is normally
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appli ed by the exam ner when assessing inventive step
and conprises, as a first step, the determ nation of
the closest state of the art. Even | ess can

i nsufficiency of grounds be based on the reasoning that
because the "opponent in his notice of opposition
failed to determ ne the closest prior art and the
technical problemto be solved ....... it was not
possi bl e for the Qpposition Division to establish

whet her or not the clained invention, starting fromthe
cl osest prior art and the technical problem would have
been obvious to the skilled person, without its own

I ndependent investigations" (pt. 2.6 of the reasons for
t he decision under appeal). Cearly, it is the
Qpposition Division's responsibility to nake, on
condition that the opposition is admssible, its own

I ndependent assessnent of the prior art which has been
i ntroduced into the proceedi ngs by the opponent or

ot herwi se, both as to its relevance and as to the
conclusions to be drawn fromit in respect of the
validly raised grounds for opposition, eg. |ack of
inventive step as in the present case. This task cannot
be left to the opponent and, therefore, cannot
constitute a precondition for the admssibility of an
opposition. Neither is the assessnent of prior art to
be considered "own investigations"” by the Opposition
Division; rather it belongs to the exam nation of the
opposition as to its nerits which has to be carried out
on the basis of the established facts and of the
argunments of both sides.

It also follows fromwhat has been said above, that
Rul e 55(c) EPC does not inply the requirenent of a

| ogical line of reasoning in the sense that the
argunents brought forward in the notice of opposition
must be cogent or convincing. Rather, the criterion is
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whet her the argunents presented are rel evant and, where
necessary as the result of a reasonable interpretive
effort, specific enough for allowing a person skilled
in the art to forma reasoned opi nion of whether the

| ine of reasoning on which the opponent apparently
relies is (logically) correct ("convincing") or not
(i.e. wong). That this was the case here becones
evident if one takes the approach set out above, in
particul ar by actively trying to understand the
opponent's subm ssions in their context including the
content of the docunents cited by him as objectively
understood by a person skilled in the art (see bel ow).

This view is supported by the fact, that the Opposition
Division found itself in a position to forman opinion
on the argunments presented by the opponent, nanely that
they did not constitute a "logical |ine of reasoning" -
viz. they were illogical and thus not convincing -
because of a blatant contradiction between the
opponent's statenents in the second and third paragraph
of the witten grounds for the opposition (on which
finding the Board does not comment further, of course,
at this stage of the proceedings).

A further indication may be seen in the fact that the
objection of inadmssibility was raised by the
Qpposition Division only during the oral proceedings,
not in the foregoing comunicati on and not by the
patentee in his reply to the notice of opposition
received on 19 May 1998, where he submtted detail ed
and extensive (six pages!) counterargunents in respect
of the nerits of the opponent's subm ssions in the
notice of opposition. It is hard to inmagine that he
coul d have done this if he had been confronted with a
really unsubstanti ated opposition. The sane is true for
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t he communi cation i ssued by the Qpposition Division in
preparation of the oral proceedi ngs which set out why
and on the basis of which docunents (D1, D2 and D3,
actual ly) inventive step would have to be di scussed.

Simlar considerations apply to the further reason
given for the rejection of the opposition as

i nadm ssi bl e, nanely that despite the length of the
nost rel evant docunents no particul ar passage had been
i ndi cated and no hint pointing to the essentia
features, as identified by the OQpposition Division in

t he deci si on under appeal, had been given in the notice
of opposition.

Again, and apart fromthis finding being sinply not
true, in that the notice of opposition actually does
identify several passages by columm and lines in
docunents cited, there is no legal or factua
requirenent to identify a particular part of a docunent
referred to as state of the art in a notice of
opposition; rather, this depends on the length and the
structure of the docunent on the one hand, and on the
context in which it is cited, on the other hand. Taking
all relevant aspects together, including the |ength and
structure of the docunments concerned - all but one
bei ng patent applications or patent specifications of
normal | ength and contai ning an abstract - and the
effort to understand these docunents in the l[ight of

t he opponent's subm ssions as can be expected froma
person skilled in the art, it cannot be maintained that
in the present case the identification of the rel evant
parts of the cited docunents was insufficient and the
notice of opposition was therefore deficient. Also this
finding is corroborated by the patentee who was able to
file an extensive response based on a detailed analysis
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of the docunents referred to in the notice of
opposition; the comunication issued in preparation of
the oral proceedi ngs does not give the slightest hint
that at that tine the Opposition Division had any
doubts in this respect.

Moreover, in the decision under appeal itself (pt. 2.7)
the Division undertook "on its own notion"” to sort out
and to anal yse the nost rel evant docunents and cane to
the conclusion that "none of these docunents gives a
hint to the essential requirenent of not having Ti, Ta
and Nb contai ning Wcarbides |ayer underneath said
primary layer"” and that "in contrast with the current
case, the general teaching of these prior art docunents
is that a carbide |ayer should exist between the Co-
enriched | ayer and the primary layer of the plurality
of surface coatings". This is nothing el se than a
conclusion as to the nerits of the opposition which
coul d not and should not have been drawn, had it really
been inpossible to identify the rel evant content of

t hese docunents which were relied upon in the notice of
opposi tion.

Last but not |east and nost obviously, it is inpossible
for the opponent to forecast precisely which feature
will later be found to be decisive by the Opposition

Di vision; there is neither the need nor an obligation,
that he points to that feature or those features
already in the notice of opposition. Thus, contrary to
what one coul d understand frompt. 3.1 of the reasons
for the decision under appeal, inadequate
substanti ati on of an opposition cannot be based on the
absence of a specific indication by the opponent of
those features which in the Qpposition Division's view
are essential for deciding on the opposition.
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8. The opposition under consideration conplies with al
ot her provisions nentioned in Rule 56(1) and (2) EPC

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The opposition underlying the decision under appeal is
adm ssi bl e.

3. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

V. Conmmar e W D. Wild
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