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Summary of Facts and Subm ssi ons

2093.D

The appellant (applicant) filed an appeal against the
decision of the Examning Division to refuse the
Eur opean application No. 95 112 862. 8.

The application was refused by the Exam ning Division
because of added subject-matter (main request) and | ack
of inventive step (auxiliary request).

The nost relevant prior art docunents for the present

deci si on are:
D1: US- A-4 407 865
D2: US- A-4 054 139

The appel | ant requested that the decision under appeal
be set aside and a patent be granted on either of the
followi ng requests filed on 25 July 2003: main request
conprising clains to 10; first auxiliary request
conprising clains to 10; second auxiliary request

conprising clainms

1
1

conprising claims 1 to 7; third auxiliary request
1to9; fourth auxiliary request
1

conprising clains to 6
The i ndependent clains of the main request read as
foll ows:

"1. A nethod of preparing an article that resists
m crobial growh, the article conprising a
nonconducting material having coated on at |east a
portion of a surface area thereof an adhesive, thin,
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coating conprising a |layer of silver, the nethod
conpri si ng:

a) depositing the silver layer by treating a portion
of the surface of the article activated with stannous
ion with an aqueous solution of at |east one salt of
silver in the presence of a deposition control agent
and in the absence of an electric current, the
depositing being conducted for a tinme sufficient only
toresult in a silver layer, wherein the thickness of
the silver layer is from2 to 2000A and/or wherein

t hi ckness of the coating is such that it is transparent
to the naked eye; followed by

b) rinsing the coating in demneralized water and
drying the coating."

"4. An article obtainable by a nethod according to any
of clains 1 to 3."

"5. An article that resists mcrobial growth

conpri sing a nonconducting substrate which is coated
over at least a portion of its surface area with an
adhesi ve coating conprising a |layer of silver that is
from2 to 2000A in thickness and is in colloidal form"

"7. An article that resists mcrobial growth

conpri sing a nonconducting substrate which is coated
over at least a portion of its surface area with an
adhesi ve coating conprising a |layer of silver that is
from2 to 2000A in thickness and is transparent to the
naked eye."
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The first auxiliary request differs fromthe main
request essentially in that at the beginning of each of
t he i ndependent clains 1, 5 and 7 the expression "that
resists mcrobial growth" has been replaced by "for
antim crobial nedical applications”.

The second auxiliary request differs fromthe main
request essentially in that in each of the independent
claims 1, 5 and 7 the wording "wherein the
nonconducting material is |atex, polystyrene,

pol yester, polyvinylchloride, polyurethane, an ABS

pol ymer, pol ycarbonate, polyam de,

pol yt etrafl uoroet hyl ene, polyimde or synthetic rubber”
has been added at the end of each claim Dependent
clainms of the main request which contained this feature
have been deleted and the clai ns have been
consequential ly renunber ed.

The third auxiliary request differs fromthe main
request essentially in that in the independent nethod
claiml the wording "wherein the nmethod further
conprises treating the coated portion with a hydroge

| ayer” has been added at the end of the claimand in

t he i ndependent product clains 5 and 7 the wording
"wherein the article is further coated with a hydrogel
| ayer” has been added at the end of each claim
Dependent cl ains of the main request which contained
this feature have been deleted and the clains have been
consequential ly renunber ed.

The fourth auxiliary request differs fromthe main

request essentially in that in each of the independent
claims 1, 5 and 7 the extra wording of both the second
and the third auxiliary requests has been added to the
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respective independent claim Dependent clains of the

mai n request which contai ned these features have been

del eted and the clains have been consequentially

r enunber ed.

The appellant argued in witten and oral subm ssions

essentially as foll ows:

(i)

Regardi ng the main request document D2 discloses a
coating of silver for a catheter with a thickness
of 254000A. This is a factor of nmore than 100
times greater than the top of the range clained in
t he i ndependent clains. There is no teaching in
docunent D2 to work in a range which is so nuch

t hi nner than that which was specifically

di scl osed. The very thin layer specified in the

cl ai med range has been found to have a surprising
effect. As a standard test an antim crobial agent
is tested in a Petri dish containing mcrobes to
test its range of efficacy. Normally, the m crobes
shoul d be killed for up to a certain distance from
the article under test. In the case of a catheter
having a coating according to the invention this
test failed, but nevertheless in clinical trials

t he catheter achieved good results. It is thought
that the thin layer kills just the m crobes which
conme in contact with it, whilst not negatively
affecting the body tissue with which it conmes in
contact. Prior art thicker |layers, e.g. as known
from docunent D2, have had sone negative effects
on the bodily tissues with which they have cone in
contact. The skilled person had no reason to
provi de such a thin | ayer and woul d not have
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expected the surprising effect that has been
achi eved.

(ii) The features added to the independent clains of
the first and second requests are intended to
di stinguish the field of application of the
invention fromthat of docunent DL.

(1i1)The feature of the hydrogel |ayer as added to the
i ndependent clains of the third auxiliary request
has the effect that the | ayer expands in use. This
brings an indwelling catheter into closer contact
with the surrounding tissue and reduces the
possibility for passage of m crobes between the
tissue and the catheter. Aremttal of this
request to the Exam ning Division wuld be
appropri ate.

Reasons for the Decision

Mai n request

2093.D

The main request contains four independent clains.
Claim7 is the claimof broadest scope so that only
this claimneeds to be consi dered.

| nventive step

Cl osest prior art

The cl osest prior art is represented by docunent D2

whi ch discloses: an article that resists mcrobial
growt h conprising a nonconducting substrate which is
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coated over at least a portion of its surface area with
an adhesi ve coating conprising a |ayer of silver.

Problemto be sol ved

The objective problemto be solved by the

di stinguishing feature is to mnimse the quantity of
silver to be applied, cf. application as filed, page 2,
| ast paragraph.

Solution to the problem

The solution to the problemis that the coating is from
2 to 2000A in thickness and is transparent to the naked

eye.

The solution to the problemis obvious for the

foll ow ng reasons:

Docunent D2 relates to coating silver on to a catheter
The docunent explains that silver is an oligodynamc
metal, which nmeans that it is effective in snal
guantities. In colum 2, lines 9 to 16 of the docunent
it is explained that an object is to provide an

i nproved cat heter which is capable of maintaining

m nut e anmounts of oligodynamc silver. In colum 4,
lines 7 to 12 it is explained that a "thin" |ayer of
about 0.001 inches (254000A) of silver containing
material nmay be fornmed. In colum 4, lines 16 to 18 it
is explained that "Utra-thin coatings of silver, e.g.
of the type deposited by electroless plating, would be
operable. " In dependent claim3 of the docunment the
coating containing silver is stated to have a thickness
of "less than about 0.001 inch". Fromthe above
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consi derations the Board concl udes that docunent D2
teaches providing a layer of silver which is as thin as
possi bl e. The docunent teaches that the |ayer may have
a thickness much | ess than 254000A since this is

descri bed as "thin" whereas el ectrol ess deposition may
achieve "ultra-thin" layers. Electrol ess deposition is
al so the technique disclosed in the application in suit
to deposit the silver. In wishing to achieve a | ayer as
thin as possible, i.e. an ultra-thin layer, the skilled
person woul d al so consider a |ayer having a thickness
from2 to 2000A.

The appel | ant has expl ained that the range clainmed in
t he i ndependent cl ains produces a surprising effect.
However, the appellant has produced no evi dence

what soever to show that this effect is actually

achi eved and furthernore is achieved solely due to the
claimed thickness range. Mreover, the appellant has
not shown that the effect could be achi eved throughout
the clai ned range. The Board notes that the | ower end
of the range, i.e. 2A is nothing nore than the m ni num
t hi ckness to achieve a | ayer having a thickness of an
atomor two. A thinner |ayer cannot therefore exist.
The appellant has also indicated in his subm ssions

t hat the thickness of 2000A approxi mately correl ates
with a thickness bel ow which the layer is transparent
to the naked eye. The upper limt was thus chosen on a
criterion which has nothing to do with the efficacy of
the material of the layer. The Board considers
therefore that there is no proof of any surprising

ef fect which occurs throughout the clained range.
Rather to the contrary the limts of the clained range
are specified for other reasons.
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The appel l ant has also alleged that there is a

prej udi ce agai nst such a thin |layer. However, no

evi dence of such a prejudice has been filed and the
teaching of document D2 is rather to the contrary,
namely that ultra-thin layers should al so be effective.

Therefore, the subject-matter of claim7 of the main
request does not involve an inventive step in the sense
of Article 56 EPC.

Since the main request contains at |east one claim
whi ch cannot be allowed the request as a whol e nust be
rej ect ed.

First auxiliary request

Claim?7, which is the claimof broadest scope of this
request, limts the field of application to
antimcrobial nedical applications. Since this field is
the field in which docunent D2 lies, the |[imtation
does not distinguish the subject-matter of claim7 from
t he di scl osure of docunent D2.

Therefore, the subject-matter of claim7 of the first
auxi liary request does not involve an inventive step in
the sense of Article 56 EPC

Since the first auxiliary request contains at |east one
cl ai m whi ch cannot be all owed the request as a whole
nmust be rejected.
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Second auxiliary request

The extra feature introduced into claimb5, which is the
cl ai m of broadest scope of this request, is to indicate
the material of the article. The clainmed materials are

standard materials for catheters. Since docunent D2 is

directed to a catheter also this extra feature does not
di stinguish the subject-matter of claim5 in an

i nventive manner from the di scl osure of document D2.

Therefore, the subject-matter of claim5 of the second
auxi liary request does not involve an inventive step in
the sense of Article 56 EPC

Since the second auxiliary request contains at |east
one cl ai mwhi ch cannot be allowed the request as a
whol e nust be rejected.

Third auxiliary request

The extra feature (additional coating with a hydroge

| ayer) of the independent clains of this request
appeared only in dependent clainms in the clains
rejected by the Exam ning Division. The feature did not
appear in the clains of the parent application, and the
search report for the application in suit contained
only one docunent which was designated as an A docunent.
It is therefore probable that the feature has not been
searched. The Board concludes therefore that the effect
of this feature on the patentability of the subject-
matter of the independent clains has not been exam ned
by the first instance. The Board al so notes that the

di scl osure of this feature appears to be based on two
specific exanples 15 and 16 (which each refer back to
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exanpl e 11) in the description, whereas the feature is
now cl ai med broadly. It does not appear that the
Exam ning Division has exam ned this feature for
conpliance with Article 123(2) EPC.

5.2 In accordance with Article 111(1) EPC, the Board
therefore considers it appropriate to remt the case to
the first instance for further exam nation so as to

give the appellant the possibility to argue his case
before two instances.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The main request and the first and second auxiliary
requests are refused.

3. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

D. Spigarelli A. Burkhart
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