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Summary of Facts and Subm ssi ons

The appel | ant (patentee) | odged an appeal against the
deci sion of the Qpposition Division revoking the
Eur opean patent No. 0 622 216.

Opposition was filed against the patent as a whole
based on Article 100(a) EPC (lack of novelty and
inventive step) and Article 100(c) EPC (added subject -
matter). The Qpposition D vision held that the subject-
matter of the patent in suit |acked an inventive step.

The foll ow ng docunents were inter alia referred to in
t he appeal proceedings:

El: US-A-4 910 602
E2: JP-A-6 359 560 (English translation)
E6: JP-U-6 353 743 (English translation)

1. Oral Proceedings were held before the Board of Appeal
on 7 Novenber 2002.

At the end of the oral proceedings the requests of the
parties were as follows:

(i) The appellant requested that the decision under
appeal be set aside and that the patent be
mai nt ai ned on the basis of the follow ng
docunent s:

(a) main request: claiml filed on 25 Novenber
1999 and clains 2 to 6 as granted; or
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(b) auxiliary request: claim1l submtted as
auxi liary request during oral proceedi ngs on
7 Novenber 2002 and clainms 2 to 6 as
gr ant ed.

(1i) The respondent (opponent) requested that the
appeal be di sm ssed.

Claim 1 according to the main request reads as foll ows:

"1. A thermal printing apparatus having a base for
supporting sheet material (S) during the generation of
printed i mages, a support franme (46) novably nmounted on
the base (24), a thermal printhead (30) nmounted in the
support frame (46) and having a plurality of resistive
heati ng el enents selectively energized and de-energi zed
to inpart thermal energy to a print mediumfor
generating a printed i mage on the sheet material (S),
an electrical power supply (70) nounted in the

base (24) and having output termnals (72, 74)
connected wth each of the plurality of resistive
heating elenents in the printhead (30) for supplying

el ectrical power at a given voltage for conversion into
the thermal energy by the plurality of heating

el enents, characterized by a capacitor (76) nounted

wi thin the support frane (46) close to and separate
fromthe printhead (30) and connected across the
termnals (72, 74) of the power supply (70) and adapted
to stabilize the given voltage and to prevent current
surges by conpensation of inductive inpedance of the
circuitry connecting the power supply (70) and the
printhead (30) and of the surrounding structure when
all or a significant nunber of the resistive heating

el enents in the printhead (30) are sinmultaneously
energi zed or de-energi zed."
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Claim1 according to the auxiliary request differs from
claim1l according to the main request in that the
expression "nounted in" is replaced by the expression
"resiliently supported froni.

The appel | ant argued essentially as foll ows:

Al t hough printers having a power supply with a

capaci tor connected across its termnals were known in
the art, a distance relationship between the capacitor
and the print head was either not recognised in the
art, or, if such a relationship was recogni sed, the
prior art taught that the capacitor had to be
integrated in the print head, see docunments E2 and EB6.
The main claimof both requests required that the print
head and the capacitor be "close to and separate from
the print head". This teaching was clear, and was

nei ther known from nor suggested by, the prior art.
During printing the print head was pressed onto the
sheet material, which caused nmechani cal stress on the
print head. By nmounting the capacitor and the print
head cl ose to each other, but at separate |ocations
within the support frame, the advantage of an effective
stabilization of the voltage was mai ntai ned, whereas
addi ti onal mechanical stress by the capacitor on the
print head was avoided. Claim1l according to the
auxiliary request expressed the idea that the capacitor
and the print head were nmechanically separated even
nore clearly.

The respondent argued essentially as foll ows:
The expression "close to" in claim1 of both requests

was vague and indefinite, and was thus not clear,
contrary to Article 84 EPC. A thermal printing
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apparatus with all the features according to the
preanble of claim1l of the main request was known from
docunent E1. It was well-known in the art that the

vol tage of a thermal printing apparatus could be
stabilized by nounting a capacitor across the termnals
of the power supply, and that the capacitor was
preferably nounted as close to the heating el enents as
possi bl e, see e.g. docunents E2 and E6. The additi onal
feature in claiml of the auxiliary request, viz. that
the print head was resiliently supported fromthe
support frame, was already known from docunent E1 and
coul d not support an inventive step.

Reasons for the Decision

Mai n request

0093.D

Al'lowability of the amendnents

The subject-matter of claiml is a conbination of
claims 1 and 2 as filed, with the additional features
that capacitor (76) is nounted "close to and separate
fromthe printhead (30) and connected across the
termnals (72, 74) of the power supply (70) and adapted
to stabilize the given voltage and to prevent current
surges by conpensation of inductive inpedance of the
circuitry connecting the power supply (70) and the
printhead (30) and of the surrounding structure when
all or a significant nunber of the resistive heating
el enents in the printhead (30) are sinmultaneously
energi zed or de-energized".

A basis for these additional features is columm 5,
lines 29 to 31 and colum 6, line 48, to colum 7,
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line 11, of the application as filed (published
version). Hence the Board is satisfied that the
subject-matter of claim1 is disclosed in the
application as filed, cf. Article 123(2) EPC.

Since features have been added with respect to claiml
as granted, and none del eted, the scope of protection
conferred by claim1 is restricted with respect to
claiml of the patent in suit as granted. Claim1l thus
neets the requirements of Article 123(3) EPC as wel |.

Claim1l requires that the thermal print head is nounted
in a support frane. The feature that the capacitor is
"mounted within the support frame close to and separate
fromthe print head" nust be interpreted in the |ight
of the purpose of nounting the capacitor defined in the
claim "... to stabilize the given voltage and to
prevent current surges by conpensation of inductive

i npedance of the circuitry ..., when ... the resistive
heating elenments in the print head are sinultaneously
energi zed or de-energized". It is thus clear that the
capaci tor nust be nounted so close to the print head as
to stabilize the voltage and to mnim ze the inductive
i npedance of the circuitry connecting the power supply
and the print head and of the surrounding structure,

cf. colum 6, lines 10 to 13, and lines 47 to 50, of
the patent in suit.

In the judgenent of the Board, the subject-matter of
claiml of the main request is thus clear. It is also
conci se, and supported by the description, so that the
requirenents of Article 84 EPC are net.

Novel ty
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None of the cited docunents discloses a therna
printing apparatus with all the features of claim1.
Since this was not disputed, there is no need for
further substantiation of this matter.

The subject-matter of claim1 of the main request is
t herefore novel within the neaning of Article 54 EPC.

| nventive step

The Board agrees with the parties that docunent E1
represents the closest prior art. This docunent

di scl oses a thermal printing apparatus according to the
preanbl e of claiml.

A known problemof thermal printers is that voltage
transients in the power supplied to the print head of a
thermal printing apparatus, and current surges, nmay
occur, when heating elements in the print head are
powered on, or off. A thermal print head generally
conprises, besides the heating elenents ("resistors"),
al so the electrical circuitry for switching these

el ement s.

From docunent E6 (cf. paragraph bridgi ng pages 3 and 4)
it is known that such voltage transients and current
surges can be suppressed by nmounting a | arge capacity
capacitor across the termnals of the power supply.
Docunent E6 states (see page 3, line 13) that if the
capacitor is not contained in the print head, voltage
drops in the print head cannot be neglected. This
docunent therefore proposes that the capacitor nust be
contained in the print head.

The appel |l ant has argued that, by nounting the (heavy)
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capacitor separate fromthe print head, the print head
woul d not suffer from nechanical stresses caused by the
capacitor during printing. However, claiml nerely
requires that the capacitor and the print head nust be
"close to" and "separated". In conbination with the
expression "close to", the term separated can only be
interpreted as nmeaning spatially separated. This does
not inmply that the capacitor and the print head are

al so nechanically separated. If, for exanple, the
capacitor and the print head are both fixedly nounted
within the support frame at different |ocations, the
capacitor and the print head are nechanically coupl ed
t hrough the (rigid) support frane.

The arrangenent depicted in Figure 6 of docunent E2
shows (see page 10, lines 8 to 9) an exanple of
"conventional thermal print heads", whereby

capacitors (20), driving circuits (14) and heating
devices (6) are all mounted on a support board. This
exanpl e shows two aspects. Firstly, the capacitors, the
driving circuits and the heating devices are
mechani cal ly "connected". Secondly, whether the
capacitor can be said to be "nmounted separate front, or
"contained in" the print head, depends on what
constitutes the print head: the driving circuits and

t he heating devices, or the driving circuits, the
heati ng devices and the support board.

In the opinion of the Board, the expression "capacitor
nounted cl ose to and separate fromthe print head" in
claim1l is not suitable to distinguish the
capacitor/print head arrangenment according to the
invention as clainmed fromthe capacitor/print head
arrangement shown in Figure 6 of docunent E2. To put it
differently, claim1 does not exclude a therm
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printing apparatus with a print head as shown in
Figure 6 of docunent E2.

Such an apparatus woul d however be obvious to the
person skilled in the art, since in order to solve the
probl em of voltage transients and current surges, the
skilled person, starting fromthe thermal printing
appar atus known from docunent E1, nerely has to apply

t he known teaching that voltage transients and current
surges can be suppressed by nounting a capacitor with a
| arge capacity close to the print head (as shown for
exanple in Figure 6 of docunent E2) with a viewto

m nimze the inductive inpedance of the system

The subject-matter of claiml thus |acks an inventive
step within the neaning of Article 56 EPC.

Consequently, the main request of the appellant is not
al | owabl e.

Auxi | iary request

0093.D

Allowability of the amendnents

The additional feature in claim1l of the auxiliary
request, viz. that the print head is "resiliently
supported fromthe support franme" is disclosed in
colum 4, lines 50 to 51, of the application as filed
(published version). The Board is satisfied that the
conbi nation of features is disclosed as a whole in the
application as filed. Cdaim1 thus neets the
requirenments of Article 123(2) EPC.

The subject-matter of claiml is also clear and
supported by the description of the patent in suit, cf.
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Article 84 EPC. Since the scope of protection conferred
by claiml is restricted with respect to claim1l of the
patent as granted, claim1l neets the requirenments of
Article 123(3) EPC as wel |.

Novel ty

None of the cited docunents discloses a therna
printing apparatus with all the features of claim1.

The subject-matter of claim1l of the auxiliary request
is therefore novel within the neaning of Article 54
EPC.

| nventive step

Claim1l of the auxiliary request requires that the
print head is resiliently supported fromthe support
frame.

In a thermal transfer printing apparatus, the print
head is gently pressed onto the sheet material to be
printed, whereby mechani cal shocks due to relative
novenents of the print head and the sheet material nust
be absorbed with a view to protecting the print head
and to avoi ding danage to the sheet material. Since the
sheet material typically passes over a rigid support,

it was known in the art to nmount the print head within
the support franme in a resilient manner. For exanple,
docunent E1 di scloses (see colum 6, lines 6 to 11, and
Figure 3) a thermal transfer printing apparatus,

wher eby springs (15) extending between the press

arm (14) and the support franme inpart a resilient
pressure force to the print head.
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The respondent has argued that the introduction of a
feature that is known fromthe prior art taken as a
starting point to assess inventive step could not make
an "obvi ous" teaching inventive.

The introduction of a new feature does not nerely
restrict the scope of the claim(this narrow view woul d
i ndeed give rise to the paradoxical situation as

descri bed by the respondent), it may al so change the
interpretation of the claimas a whole. The direct
result of this amendnent is that a correct
interpretation of claim1l1l is that the capacitor and the
print head are both spatially and nmechanically
uncoupl ed. In the judgenent of the Board, the phrase
(cf. claiml) "a capacitor that is nounted within the
support franme close to and separate fromthe printhead
resiliently supported fromthe support franme" excl udes
the case in which the capacitor is fixedly nounted on
the print head, or in which the capacitor and the print
head are fixedly nounted on a further conponent.

The teaching of the docunents E2 (see page 6, lines 7
to 10) and E6 (see the sole claimand the sole Figure)
is that the capacitor nust be integrated within the
print head. These docunents thus teach away fromthe
invention. In the exanple of a prior art thernal
printing head shown in Figure 6 of docunent E2, the
capacitor and the print head are both nounted on a
support board, and are thus mechanically coupled. This
exanpl e al so teaches away fromthe invention

The feature that the capacitor is nmounted close to and
(mechanically) separate fromthe print head is not
known from or suggested by, any of the other docunents
cited by the respondent. By nounting a capacitor in a
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thermal printing apparatus in the manner as cl ai ned,
transients in the power supply are mnimzed by
reduci ng the effects of inductive inpedance, whereas at
the sane tinme mechanical stresses to the print head are
avoi ded.

It follows fromthe above, that the person skilled in
the art, starting fromthe thermal printing apparatus
known from docunent E1, or from any other docunent
cited by the respondent, would not arrive at the
subject-matter of claim1 in an obvi ous manner.

Consequently, the subject-matter of claim1l involves an
i nventive step.

The subject-matter of clains 2 to 6, which are
appendant to claiml simlarly involve an inventive
st ep.

Therefore, the patent in suit may be maintained on the
basis of the docunents filed by the appellant.

For these reasons it is decided that:

1

0093.D

The deci sion under appeal is set aside.

The case is remtted to the first instance with the
order to maintain the patent on the basis of the
fol |l owi ng docunents:

(a) claiml submtted as auxiliary request during oral
proceedi ngs on 7 Novenber 2002, and clainms 2 to 6
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as granted; and

(b) description: page 3 submtted during oral
proceedi ngs on 7 Novenber 2002, and pages 2, 4
and 5, colum 7, lines 1 to 27, as granted; and

(c) drawings: Figures 1 to 5 as granted.

The Regi strar: The Chai r man:

M Dai nese W Mbser
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