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Summary of Facts and Subm ssi ons

Eur opean patent application 95 915 428.7 is based on

i nternational patent application PCT/US95/ 03806, filed
on 28 March 1995, claimng a priority in the USA of

5 April 1994 (US 08/222,830) and published on

12 October 1995 under No. WO 95/ 26812.

The application as originally filed conprised
22 clainms, independent clains 1 and 13 readi ng as
fol | ows:

"1. An adsorbent conprising a densified carbon black."

"13. A process for adsorbing a gas with an adsorbent
conprising a densified carbon black."

Dependent clains 2 to 12 and 14 to 22 concerned
preferred el aborations of the product according to
claim1 and of the process according to claim 13,
respectively.

1. By a decision of the Exami ning Division, posted on
3 May 1999, the above application was refused.

That deci sion was based on a set of 31 clains, as the
sole request filed by letter of 23 March 1999,
i ndependent clains 1, 13, 27 and 30 reading as follows:

"1. An adsorbent conprising a densified carbon bl ack,
havi ng a net hane storage capacity increase per unit
vol une at 298°K and 35 atm of at | east about 142%

conpared to an undensified carbon bl ack."

"13. A process for adsorbing a gas with an adsorbent
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conprising a densified carbon bl ack, said process
conprising the step of contacting said gas with said
adsorbent for a sufficient time to adsorb at |east a
portion of said gas, and wherein said adsorbent has a
nmet hane storage capacity increase per unit vol une at
298°K and 35 atm of at |east about 142% conpared to an
undensi fi ed carbon bl ack."

"27. An adsorbent consisting essentially of a densified
carbon bl ack."

"30. A process for adsorbing a gas with an adsorbent
consisting essentially of a densified carbon bl ack,
sai d process conprising the step of contacting said gas
with said adsorbent for a sufficient time to adsorb at

| east a portion of said gas."

Clains 2 to 12, 14 to 26, 28 to 29 and 31 concerned
preferred el aborations of the subject-matter of
clainms 1, 13, 27 and 30, respectively.

In its decision, having regard inter alia to docunents
DL (EP-A-0 218 403) and D2 (US-A-2 843 874), the
Exam ning Division held that:

(a) Since there was no basis in the original
di scl osure for a general carbon black exhibiting a
nmet hane storage capacity increase per unit vol une
of at least 142% at 298°K and 35 atm conpared to
an undensifi ed carbon bl ack, the subject-matter of
i ndependent clains 1 and 13 contravened the
requi renents of Article 123(2) EPC

(b) The subject-matter of claim27 was known from D2
and, consequently, did not neet the requirenents
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of Article 54 EPC

(c) The process of claim30 was known from D1 and,
consequently, did not neet the requirenents of
Article 54 EPC,

(d) Therefore, the application had to be refused.

| V. On 29 June 1999, the applicant | odged an appeal agai nst
t hat deci sion and payed the prescribed fee on the sane
day. Wth the statenment of grounds of appeal, filed on
3 Septenber 1999, the appellant encl osed four sets of
clainms as the main request and the first to third
auxiliary requests, respectively.

V. In a communication in preparation for oral proceedings,
the Board detailed the points to be dealt with, inter
alia objections under Articles 123(2), 83, 84, 54 and
56 EPC.

\Y/ In reply, the appellant submtted a further set of
clainms as the fourth auxiliary request.

VI, Oral proceedings were held on 12 Novenber 2002.

During the discussion, the appellant explained the gist
of the invention underlying the application in suit and
how the invention was to be seen in the light of the
prior art docunents, represented by D1, D2 as well

as D3 (EP-A-0 360 236), D4 (UsS-A-4 081 370) and D5
(US-A-4 999 330).

The Board elucidated its objections, doubts and

guestions, in particular regarding the product clains,
in view of the prior art represented for instance by

2874.D
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D2, D4 (conparative exanple) and also the "certain
carbon bl acks” nentioned in the description of the
application in suit (page 1, lines 24 to 25, ie the
article of Mull haupt et al., "Carbon Adsorbents For
Nat ural Gas Storage", International Carbon Conference
of June 21-26, 1992).

As a result of that, the appellant w thdrew the

previ ous requests and submtted a set of seven use
clainms as the sole request, independent claim1 reading
as follows:

"1. Use of a densified carbon black having a bul k
density of at |least about 0.3 g/cn? as an adsorbent for
a gas."

Dependent clains 2 to 7 of the sole request concern
preferred enbodi nents of the use according to claim 1.

The argunents of the appellant in support of the sole
request can be summari sed as foll ows:

The invention underlying the application in suit
concerned the use of a densified carbon bl ack, as
opposed to activated carbon, as an adsorbent for a gas.
Al t hough densified carbon bl ack as such was known, it
was not used as an adsorbent for a gas, because it was
t hought that densification would be prejudicial to the
pore structure.

The clains of the sole request were based on the clains
as originally filed. Consequently, they did not

contravene the requirenents of Article 123(2) EPC

These clains overcane all of the objections raised in
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t he i mpugned deci si on.

The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of clains 1 to 7 as submtted during the oral
proceedi ngs (sol e request).

Reasons for the Decision

1

2874.D

The appeal is adm ssible.

Amrendnent s

The sol e request as submtted during the oral
proceedi ngs before the Board conprises 7 use clains.

Claim1 results fromthe conbination of clainms 1, 5, 8,
13 and 17 as originally filed. The change of category
al so has a general basis in the original description,
for instance on page 1, lines 34 to 35, and in the
exanpl es.

Apart fromthe change of category, clains 2 to 7
correspond to clains 2 to 4, 6 to 7 and 9 as originally
filed, wwth the following further nodifications:

- In claim?2, the density has been anmended to "bul k
density", inline with original clains 5 and 17;

- I n dependent clains 3 to 6, the original reference
to claim1l has been anended to "of any preceding
clainf. This amendnent has a basis in the original
exanpl es and cl ai ns.
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I n dependent claim7, the original reference to
cl aim 8 has been anended to "of any preceding
claim'. This particular anendnment is logically
related to the change of category and has a basis
in the original clainms and exanpl es, where

speci fic gases are adsorbed on adsorbents
fulfilling the conditions as defined in the
dependent cl ai ns.

Therefore, the requirenments of Article 123(2) EPC are
ful filled.

Furt her issues

The subm ssion during the oral proceedings of the sole

request which is directed to use clains, shifts the

focus of the subject-matter under discussion, thus

constituting a new case.

Therefore, the Board, in order not to deprive the
appel l ant of the possibility to be heard by two

i nstances, does not consider it appropriate to deal

with the matter any further.

Accordingly, the Board remts the case to the first

i nstance for further prosecution pursuant to
Article 111(1) EPC.

In this respect, the follow ng points may be of

rel evance:

a)

Al t hough claim 17 as originally filed had a
subject-matter simlar to present claiml1, no
correspondi ng claimwas present in the set of
clainms according to the request on which the
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b)

d)
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i mpugned deci sion was based. Therefore, the

i mpugned deci si on does not address any claim
concerning the use of a densified carbon bl ack
having a m nimum density as a gas adsorbent now
bei ng cl ai ned.

Nevertheless, it is apparent fromthe file
(communi cation of 14 July 1998, page 2, point 4)
that original claim17 had been objected to as

| acki ng novelty having regard to D1, in particular
in view of exanples 30 to 32 and the term"PCB" in
Table 1A. The Exam ning Division interpreted "CB"
in "PCB" as "carbon black". However, in the |ight
of documents US-A-4 522 159 and US-A-4 523 548
acknowl edged in D1 (page 1, line 22), wherein the
term"PCB" is part of a product designation for an
activated carbon (colum 11, the table), the
meani ng of the term"PCB" nmay have to be
reconsi der ed.

Furthernore, in respect of the densification of
furnace carbon bl ack, the Board is aware of
docunent US-A-2 674 522 (eg colum 2, lines 20
to 33; Exanples | and I1), which has not been
consi dered before during these proceedi ngs.

At present, it is not apparent whether the

rel evance of the prior art acknow edged in the
description of the original application in suit
(page 1, lines 21 to 30), ie both the article of
Mul | haupt and US-A-4 999 330, has ever been
consi der ed.
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O der
For these reasons it is decided:
1. The deci sion under appeal is set aside.
2. The case is remtted to the departnent of first

i nstance for further prosecution.
The Regi strar: The Chai r man:
C. Ei ckhoff R Teschemacher
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