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Eur opean patent No. 0 394 399 was granted on
21 Decenber 1994 on the basis of European patent
application No. 89 911 181.09.

Claim 1l of the granted patent reads as foll ows:

"1.

A contai ner assenbly (20), for use in association
with liquid, sem-liquid and noi st products,
housing a prize award and for being randomy
di stributed with non-prize bearing containers
wi t hout being detected by the consuner prior to
openi ng thereof, said container assenbly (20)
conpri si ng:
A. an outer surface defining shell (21)
a. identical in appearance to the product
bearing shell normally enpl oyed for the
liquid, sem-liquid or noist product;
b. defining an internal retaining zone; and
c. conprising at |east one entry portal
formed at one end thereof;
B. closure neans (43) cooperatively associ ated
with the outer shell (21) for closing the entry
portal thereof;
C. neans (30) positioned in the retaining zone
for providing the container assenbly with
substantially the sound, weight and feel of the
product normally contained therein;
D. holding neans (78) positioned within the
retaining zone in cooperating relationship to
the entry portal for securely retaining a prize
award, the hol ding nmeans (78) being novable, in
response to opening of the entry portal of the
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shell (21), froma first position within the
retaining zone to a second position in

j uxt aposed, exposed relationship with the entry
portal ; and

E. a prize award retained by the hol di ng
neans. "

Dependent clains 2 to 19 relate to preferred

enbodi nents of the container assenbly according to
claiml, claim?20 to a container assenbly as clainmed in
one of clainms 1 to 19 in conbination with non-prize
bearing containers and claim?21 to a nmethod of
assenbling and using a container as defined in one of
clainms 1 to 19.

The granted patent was opposed on the grounds that its
subj ect-matter |acked novelty and or inventive step
(Article 100(a) EPC). The prior art documents relied
upon included inter alia:

( EO) EP-A-0 079 673,

(E8) US-A-4 424 913,

(E13)  US-A-3 547 308.

The opponents having wi thdrawn their opposition with

| etter dated 24 Septenber 1996 the opposition
proceedi ngs were continued pursuant to Rule 60(2) EPC
and with its decision posted on 14 July 1999 the
Qpposition Division held that granted claim1 | acked

i nventive step having regard to docunents EO, E8 and
E13, that claim1l according to the first auxiliary
request contai ned added subject-matter in contravention
of Article 123(2) EPC and that the patent could be
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mai ntai ned i n anmended formon the basis of the
docunents according to the second auxiliary request.

| V. A notice of appeal against that decision was filed on
17 Septenber 1999 and the fee for appeal paid at the
sanme tinme.

The statenent of grounds of appeal was filed on
24 Novenber 1999.

The appellants (proprietors of the patent) requested
that the decision under appeal be set aside and the

pat ent mai ntained as granted (nmain request) or in the
alternative on the basis of the first auxiliary request
rejected by the Opposition Division.

They argued that the Opposition D vision had

m sdirected itself in determ ning what was the cl osest
state of the art and the technical problemto be
solved. In particular, the route chosen to denonstrate
that the subject-matter of claim1 was obvi ous was
tainted by ex-post facto anal ysis.

Reasons for the Decision

1. The appeal conplies with the formal requirenents of
Article 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

2. As is discussed fully in the introductory part of the
present patent specification, it is well known to
include prize articles or the |like, for exanple
collectible items, in containers as part of a
pronotional marketing exercise. The prize award may be

2601.D Y A
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of relatively high value, in which case only a smal
nunber of containers including such a prize award woul d
be random y distributed anpbngst non-prize bearing
contai ners. There are however problens associated with
including a prize award in a container with a |iquid,
sem -liquid or noist product, in particular the fear of
degradation to the product and/or prize award, |ack of

i mredi ate accessibility to the prize award and
difficulty in ensuring that the presence of the prize
award cannot be easily detected by the consumer w thout
opening the container. Wth regard to |iquid products

t he awardi ng of prizes as a pronotional ploy has
therefore generally been restricted to incorporating
conceal ed prize indicia in or on the container or its
cl osure nenber, these only becom ng visible once the
cont ai ner has been opened. One such proposal is to be
found in docunment EO where prize information is printed
onto the inside of the bottomwall of a two-piece
beverage can, the information being visible through the
opening in the top wall of the can once the contents
have been di scharged. However, the imredi ate inpact on
t he consunmer of directly and i mediately receiving a
prize award is clearly nore potent than just being

i nfornmed of the subsequent possibility of being able to
cash in the container or its closure nmenber to obtain
the prize. Accordingly, the technical problemwth
which the invention is concerned is the extension of
this pronotional ploy to containers for liquids and the
like.

The solution to this problemlies in a container which
is not what it seens. Although it |ooks and feels like
a normal container filled with the product invol ved,
what it actually delivers to the consuner when opened
is a prize award. In particular, as defined in
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features D and E of granted claim 1, there are hol ding
means for the prize award within the container which
are noved to expose the prize award when the contai ner
i s opened.

Stating fromdocunent EO as the cl osest state of the
art the Opposition Division considered one of the
possi bl e obj ective technical problens to be solved as
being to find an existing container for use in
association with liquids and the |ike which was al ready
sui tably equi pped for bearing a conceal ed prize award
whi ch woul d be accessible to the consuner when the
cont ai ner was opened. It saw such containers as being
di scl osed in docunents E8 and E13. Both of these
docunents relate to beverage cans with neans for making
the end of a drinking straw, normally held within the
can, available to the consuner when the can is opened.
In the arrangenent of docunent E8 the flexible drinking
straw is normally confined in a bent condition with its
upper end positioned in a small spring clip attached to
t he underside of the pull-tab of the can. When the pul
tab is opened the end of the drinking strawis pulled

t hrough the aperture in the top wall of the can and can
be separated fromthe pull tab for use. Docunment E13

di scl oses various arrangenents of both rigid and
resilient bellows-like drinking straws the ends of

whi ch, when the pull tab is renoved, are delivered

t hrough the aperture in the top wall of the can either
by separate elastic neans or the inherent resilience of
the drinking straw itself. The Opposition Division
argued that the skilled person in the art would

i medi ately recogni se that sinply replacing the
drinking straw with a prize award would result in a
conplete solution to the technical problemit had

i dentifi ed.
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In the opinion of the Board however the person skilled
in the art concerned with the question of how prize
awards could be efficiently and effectively associ ated
with containers for liquids and the like is unlikely to
have had recourse to the teachings of docunents E8 and
E13 when | ooking for a solution. Clearly, the drinking
straws cannot as such be sensibly equated to prize
awards in the normal sense. The purpose of providing
the drinking straw within the beverage can is sinply to
facilitate the consunption of its contents. There w |
be no attenpt to conceal the presence of the drinking
straw within the beverage can fromthe consuner, indeed
it can be safely assunmed in the circunstances that its
presence will be explicitly advertised. As opposed to
the container of the present patent, the primry

pur pose of which is to deliver a prize award to the
consuner rather than the normal contents associ at ed
with the container, the beverage cans of docunments E8
and E13 are just that - the consunmer nerely obtains the
beverage he purchased and a drinking straw to help him
drink it. The path foll owed by the Qpposition Division
| eadi ng via docunents E8 and E13 to its concl usion of

l ack of inventive step has its origin in the

formul ation of the technical problemto be solved to
the effect that all the person skilled in the art was
required to do was to |l ook for a container for |iquids
or the like having nmeans within it for delivering an
article of some description to the consuner when the
contai ner is opened. That fornul ation al ready contains
however the seed of the solution to the nore general
problemw th which the person skilled in the art was
actual ly faced, as expl ai ned above.

The Board therefore cones to the conclusion that the
subj ect-matter of granted claim 1l cannot be derived in
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an obvi ous manner fromthe cited state of the art and
accordingly involves an inventive step (Article 56
EPC) .

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is naintained unanended.

The Regi strar: The Chai r man:
s. Fabi ani F. Gunbel
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