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Summary of Facts and Subm ssi ons

1624. D

Eur opean patent No. 0 479 795 based on international
application No. PCT/GB90/00700 was granted on the basis
of 13 cl ai ns.

| ndependent claim 1 as granted read as foll ows:

1. Aliquid agueous based skin cl eansing conposition
characterised in that it conprises:

(i) at least 3wt % of an G-C,, acyl esters of isethionic
acid salts;

(ii) at least 2wmt % of at | east one long chain fatty
acid having a major proportion of Cg or above;

(iii) at least 2wt % of a noisturizer conponent; and
(1v) O 5wm % soap;

wherein the weight ratio of (i) to (ii) ranges from
1:0,1 to 1:10.

Notice of opposition was filed against the granted
pat ent by the appellant opponent (opponent).

The patent was opposed under Article 100(a) EPC for
| ack of novelty and | ack of inventive step.

The follow ng docunments were inter alia cited during
t he proceedi ngs:

(1bis) French translation of JP-A-63-275698

(2bis) English translation of JP-A-63-243200

(3) JORDAPON® ClI Fl ake, commercial leaflet of the
conpany PPG Mazer Chem cal s

(5) Cosnetics and toiletries, 104, page 128, March
1989.
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The interlocutory decision of the Opposition Division
hel d that the patent could be maintained on the basis
of the fourth auxiliary request of the appell ant

pat ent ees (patentees) as supplenented during the oral
proceedi ngs on 3 February 1999.

The Opposition Division decided that docunent (3), a
commercial leaflet of the conmpany PPG consisting of two
unnunber ed pages, did not belong to the state of the
art because it could not be not established whether the
two pages bel onged together and because, in its

opi nion, the copyright date present on one of the two
pages could not be regarded as its publication date.

The Opposition Division considered that the subject-
matter of the main request was novel over docunents
(1bi s) and (2bis) because docunent (1lbis) failed to

di scl ose conpositions conprising at |east 2w of at

| east one long chain fatty acid having a major
proportion of Cg or above and docunent (2bis) disclosed
creamny conpositions.

However the Opposition Division rejected this request
for lack of inventive step over document (1bis) because
t hat had di scl osed adding "higher" fatty acids to

cl eansi ng conpositions containing isethionates to

i nprove stability and because the patentee did not show
that adding "a major proportion” of Cg fatty acids or
above provided any particular effect. In that respect,
it considered that the conparative test presented in
the patentee's letter of 25 March 1997 could not be
taken into account for assessing inventive step as it
was not perforned vis-a-vis the closest prior art

enbodi ment .
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The first auxiliary request was rejected for the sane
reasons as no particular effect had been denonstrated
for the additional feature introduced in claiml, ie

the presence of at |east 2% of a co-active surfactant.

The second and third auxiliary requests were rejected
because in the Opposition Division' s opinion they
cont ai ned added matter (Article 123(2) EPC)

The Opposition Division considered that the subject-
matter of the fourth auxiliary request, which contained
specific co-active surfactants other than taurates,

i nvol ved an inventive step over the closest prior art
docunent (1bis) because it was not obvious that

cl eansi ng conpositions based on isethionates and fatty
acids could be stable without taurate surfactants.

The opponent and the patentees both | odged appeal s
agai nst the said decision. The patentees filed a new
mai n request and auxiliary requests 1 to 4 with their
grounds of appeal.

Claim1l of the main request reads:

1. Aliquid agueous based skin cl eansing conposition
characterised in that it conprises:

(i) at least 3wt % of an G-C,, acyl esters of isethionic
acid salts;

(ii) at least 2wmt % of at | east one long chain fatty
acid having a major proportion of Cg or above;

(iii) at least 2wt % of co-active surfactant selected
fromthe group conprising anionic and anphoteric
surfactants other than taurates;

(iv) at least 2w % of a noi sturizer conponent; and
(v) O 5wt % soap;
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wherein the weight ratio of (i) to (ii) ranges from
1:0,1 to 1: 10 (Enphasi s added).

| ndependent claim1 of the first auxiliary request
r eads:

1. Aliquid agueous based skin cl eansing conposition
characterised in that it conprises:

(i) at least 3wt % of an G-C,, acyl esters of isethionic
acid salts;

(ii) at least 2wmt % of at | east one long chain fatty
acid having a major proportion of Cg or above;

(iii) at least 2wt % of co-active surfactant selected
fromal kyl sulfates, alkyl ether sulfates, alkyl ether
sul fonat es, sarcosinates, sulfosuccinates,

al kyl bet ai nes, am dopropyl betai nes, am dopropyl

sul tai nes and conbi nati ons thereof;

(iv) at least 2w % of a noi sturizer component; and
(v) O 5wt % soap;

wherein the weight ratio of (i) to (ii) ranges from
1:0,1 to 1: 10 (Enphasi s added).

| ndependent claim 1 of the second auxiliary request
corresponds to claiml1l of the first auxiliary request
with the added words "the group conprising” in feature
(iii) after the words "selected from with the

foll owi ng ranges:

(i) 3to 20w %

(ii) 5to 15wt %

(iii) 5 to 20m %

(tv) 5 to 15wt % (Enphasi s added).
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| ndependent claim1 of the third auxiliary request
r eads:

1. Aliquid agueous based skin cl eansing conposition
characterised in that it conprises:

(i) at least 3wt % of an G-C,, acyl esters of isethionic
acid salts;

(ii) at least 2wt % of a m xture of stearic and palmtic
aci ds;

(iii) at least 2wt % of co-active surfactant;

(iv) at least 2wt % of a noi sturizer conponent; and

(v) O 5wt % soap;

wherein the weight ratio of (i) to (ii) ranges from
1:0,1 to 1:10 (Enphasi s added).

| ndependent claim1 of the fourth auxiliary request
r eads:

1. Aliquid agueous based skin cl eansing conposition
characterised in that it conprises:

(i) 3to 20wt % of an G-C,, acyl esters of isethionic
acid salts;

(i) 2 to 15w % of a m xture of stearic and palmtic
aci ds;

(iii) 2 to 20w % of co-active surfactant selected from
the group conprising alkyl sulfates, alkyl ether

sul fates, al kyl ether sulfonates, sarcosinates,

sul f osucci nat es, al kyl bet ai nes, am dopropyl betai ne,
am dopropyl sultaines and conbinati ons thereof;

(iv) 2 to 15wt % of a noi sturizer conponent; and

(v) O 5wt % soap;

wherein the weight ratio of (i) to (ii) ranges from
1:0,1 to 1: 10 (Enphasi s added).

Oral proceedings were held before the Board on 12 June
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2003.

The patentees deni ed that docunent (3) belonged to the
state to the art for the sane reasons as given by the
Qpposi tion Division.

They considered that document (5) should not be
admtted in the proceedings as late fil ed.

They mai ntai ned that the new main request, which
corresponds to the third auxiliary request which was
rejected by the Opposition Division, did not contravene
Article 123(2) EPC contrary to the Opposition
Division's view

In their opinion the exclusion of taurates fromthe
subject-matter of claim1 of this request did not
infringe the requirenments of Article 123(2) EPC as it
nmerely consisted in excluding a disclosed alternative.

As to inventive step, they shared the Opposition
Division's conclusions that there was nothing in the
prior art to suggest that non-taurate surfactants woul d
be efficient in the context of the higher-carbon-
content fatty acids which formpart of the clained
iquid conposition.

In their view, these findings applied also, with
greater force, to the nore limted subject-matter of
the auxiliary requests.

The opponent filed docunent (5) with its last witten
subm ssions of 9 May 2003 in order to establish that
t he cl eansing conposition disclosed in docunent (3)
bel onged to the state of the art as it had been
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described in this docunent which was definitely
publ i shed before the priority date of the patent in
Sui t.

It held that the exclusion of taurates fromclaim1l of
the main request contravened Article 123(2) EPC as the
original disclosure did not foresee such an excl usion.

Moreover, it was of the opinion that this request

| acked novelty over document (2bis), in particular
exanple 6 in table 2, and inventive step over docunents
(5), (1bis) and (2bis).

As to the auxiliary requests 1 to 4, it objected that
they all infringed the requirements of Article 123(2)
EPC and that they all |acked inventive step over
docunents (5), (1lbis) and (2bis). The objections under
Article 123(2) EPC agai nst these requests were however
not further maintained during the oral proceedings.

The opponent requested that the decision under appeal
be set aside and that the European patent No. 0 479 795
be revoked.

The patentees requested that the appeal be dism ssed
and that the patent be maintained on the basis of the
set of clains of the main request or alternatively,
that of the first, second, third or fourth auxiliary
requests, all filed with their grounds of appeal dated
3 Decenber 1999.

Reasons for the Decision

1

1624. D

The appeal s are adm ssi bl e.
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Adm ssibility of document (5)

Docunent (5) was filed by fax slightly nore than one
nmont h before the appointed date of the oral
pr oceedi ngs.

It is however established European case |aw that the
adm ssion of a citation which has been filed |late
depends inter alia on whether it is decisive for the
out come of the case (Case Law of the Board of Appeal of
t he European Patent O fice, 4th Edition 2001,
VI.F.3.1.1, pages 327 and 328).

As indicated by the Board at the beginning of the oral
proceedi ngs, docunent (5) precisely represents the

cl osest state of the art and its content is the sane as
docunent (3) which was introduced during the opposition
procedure(see point 3.3 bel ow).

Accordi ngly, docunent (5) is admtted in the
pr oceedi ngs.

Mai n request

Article 123(2)

This set of clainms corresponds to the set of clains
which was third auxiliary request before the Qpposition
Division. That is, claim1l of the patent as granted was
nodi fied to state that the co-active surfactant is

ani oni ¢ or anphoteric but not a taurate.

Ani oni ¢ and anphoteric surfactants are disclosed on
page 5, lines 15 to 26 and taurates on page 5, line 23
and page 8, lines 10 and 11 of the application as
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originally filed.

It is indeed true, as argued by the opponent, that the
application as originally filed does not describe the
excl usion of taurates.

The application as originally filed does however
di scl ose taurates as an alternative anong the anionic
co-active surfactants nentioned in the description.

Since, as arule, it is permssible to restrict the
subj ect-matter of a claimby deleting one of the
alternatives which was originally disclosed and since
that is precisely what the anmendnent does, the Board
concludes that claim1l of this request does not
contravene the requirenents of Article 123(2) EPC

Novel ty

The Board agrees with the patentees' subm ssion that
the feature in independent claim1l1 reciting that at

| east 2wt % of at | east one long chain fatty acid having
a maj or proportion of Cg or above is a distinguishing
feature over the disclosure in docunment (2bis) and in
particul ar over exanple 6 in table 2 describing a

cl eansing conposition with 6 wt% nyristic acid (C,) and
3 WM%palmtic acid (Cg), because the requirenent of
this claimthat the long chain fatty acids have a major
proportion of Cg or above nust be fulfilled considering
all the fatty acids present in the conposition.
Accordingly, this request is novel over docunent (2bis)
whi ch does not fulfill this requirenment of claim1l.

Having regard to the Board's concl usions on inventive
step (see below, point 3.3), there is no need to go
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into nore detail.

| nventive step

The patent provi des aqueous based skin cl eansing
conposi tions conpri sing:

(1) at | east 3wt % of an G-C,, acyl esters of
i sethionic acid salts;

(i) at least 2wt % of at | east one long chain fatty
acid having a major proportion of Cg or above;

(iii) at least 2wt % of a noi sturizer conponent;

wherein the weight ratio of (1) to (ii) ranges from
1:0,1 to 1:10.

The conpositions are described as having the advant ages
of m | dness, good noisturizing, good |athering, and
excellent long termstability.

They can additionally contain anionic, nonionic,
cationic and anphoteric co-active surfactants. (Page 3,
lines 44 to 48; page 4, line 4 and lines 34 to 39).

According to claim1l of the present request, the
conpositions are restricted to those conprising, beside
noni oni ¢ and cationic surfactants, at |east 2w % of co-
active surfactants selected fromthe group conprising
ani oni ¢ and anphoteric surfactants other than taurates.

Docunent (5) discloses a commercial |iquid aqueous
based cl eansing | otion conpri sing:
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(1) at least 3mt % of a G-C, acyl esters of
isethionic acid salts (18wt % Jordapon® Cl Fl ake
provi di ng 8, 6wm % sodi um cocoyl isethionate; see

bel ow)) ;

(i) at least 2wt % of at | east one long chain fatty
acid having a nmajor proportion of Cg or above
(18wt % Jordapon® Cl Fl ake providi ng about 4wt %
stearic acid and about 4w % palmtic acid; see

bel ow) ) ;

(iii) at least 2wt % of co-active surfactant (2w % of
cetyl alcohol; ie a nonionic co-active
surfactant);

(1v) at least 2w % of a noi sturizer component (7w %
m neral oil) and wherein the weight ratio of (i)
to (ii) ranges from1:0,1 to 1:10 (about 1).

In fact, independently of the question whether docunent
(3) belongs to the prior art, it is not disputed that
it described the sanme product as that disclosed in
docunent (5).

Accordingly, the opponent, referring on the one hand to
t he conposition given for Jordapon® Cl Fl ake in docunent
(3) (left colum, paragraphs 1 and 2), ie a blend of
48% sodi um cocoyl isethionate and 45% fatty acid (being
stearic acid as it is apparent from paragraph 1), and
on the other hand to the definition given for stearic
acid in the contested patent itself, ie a comerci al
product contai ning about 47% C,; (stearic acid) and 50%
Ce (palmtic acid) (Fornulation A and page 10, |ine 9),
concluded that all the features of the conposition of
claiml1l of the main request of the contested patent
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were fulfilled by the conposition of docunment (5)
except that the latter contained a nonionic co-active
surfactant but no anionic and anphoteric surfactants
ot her than taurates.

The opponent's cal cul ati ons have not been contested by
the patentees and the Board sees no reason to differ.

Accordingly, the Board considers that docunment (5)
represents the closest available prior art.

As there is no evidence on file showi ng that the
conposition of docunent (5) does not al so have the
advant ages of m | dness, good noisturizing, good

| at hering, and excellent long termstability as
required in general for a personal washing cleanser,
the problemto be solved vis-a-vis this docunent can
only be seen as the provision of an alternative liquid
cl eansi ng conposition.

In the light of the working exanples of the patent in
suit, the Board is satisfied that the probl em has been
solved by the subject-matter of claiml.

Thus, the question to be answered is whether the
proposed solution, ie adding anionic and anphoteric
surfactants other than taurates, was obvious to the
skilled person in the light of the prior art.

Havi ng regard to docunent (1bis) which discloses that,
besi de nonionic and cationic surfactants, anionic and
anphoteric surfactants can be added to |iquid cleansing
conpositions simlar to thoses of the patent in suit,
it appears that the skilled person, |ooking for further
cosnetic conpositions, would consider the addition of
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ani oni ¢ and anphoteric surfactants to the prior art
conposition w thout inventive activity nmerely by
appl yi ng the teaching of document (1bis) (page 6, third
par agr aph; table 2, exanple with | auryl sarcosinate, ie
an anionic surfactant).

Accordingly, the subject-matter of claim1l of the main
request does not involve an inventive step as required
under Article 56 EPC.

The main argunent raised by the patentees was that the
closest prior art was in fact represented by docunent
(1bi s) because this docunment, unlike docunment (5),
recogni sed the stability problemlinked to the | ow
solubility of acylisethionate conpounds at | ow
tenperature (page 3, first paragraph).

It argued, accordingly, that the subject-matter of
claim1l was inventive because the skilled person would
have assuned, when readi ng docunent (1bis), that the
presence of taurate surfactants was mandatory in order
to solve this stability problem (page 3, fourth

par agr aph) .

As to this argunent, the Board notes that according to
the description of the contested patent the stability
of the conpositions is achieved by the features (i),
(ii) and (iv) of claiml of the main request and that
the patent in suit is totally silent about any
particul ar effect achieved by the optional addition of
ani oni ¢ and anphoteric surfactants and the absence of
taurate surfactants (page 3, lines 44 to 48 and 56,
57) .

In addition, the Board observes that, as stated above
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under 3.3.2, there is no reason not to assune that the
liquid cleansing conposition according to docunent (5)
is as stable as those of the patent in suit, which
inplies that the skilled person would have known from
docunent (5) that taurates surfactants are not
mandatory in order to achieve stable |liquid cleansing
conposi tions based on isethionates and |ong chain fatty
aci ds.

Finally, the Board does not share the patentees' view
t hat docunent (1bis) represents the closest state of
the art since the conpositions of this docunent are
nore distant fromthe claimed ones because, in
conparison with the conmposition of docunent (5), they
do not fulfill the requirenents according to feature
(1i) of claiml of the main request of the opposed
pat ent .

Under these circunstances, the Board can only concl ude
that, as appears from point 3.3.4 above, the subject-
matter of claim 1l does not involve an inventive step
over document (5).

Since claim1l of the set of clainms under consideration
is not allowable, there is no need for the Board to
consi der the remaining clains.

First auxiliary request

The set of clains of this request corresponds to the
set of clains as maintained by the Qpposition Division.

No objection under Articles 123(2) and (3), 84 and 54
EPC was raised or maintained with respect to this set
of clainms and the Board sees no reason to differ.
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| nventive step

The only difference between this request and the nmain
request resides in that feature (iii) of claiml
requiring the presence of anionic and anphoteric
surfactants has been replaced by a list of specific
surfactants.

In fact, the only argunment brought by the patentees was
t hat those devel oped vis-a-vis the main request should
apply also, with greater force, to the nore limted
subject-matter of the first auxiliary request.

However, as these particular surfactants are well-known
inthe art, as is apparent for instance from docunent
(1bis) (table 2: laurylsarcosinate), and as no
particul ar effect has been achi eved by these particul ar
surfactants, the conclusions under 3.3.6 hold good for
this set of clains as well.

Second auxiliary request

| ndependent claim1 of this request corresponds to a
conbination of clainms 1, 3 and 4 as originally filed as
regards the upper and lower [imts of the ingredients
and furthernore, the coactive surfactant is specified
as in the first auxiliary request.

No objection under Articles 123(2) and (3), 84 and 54
EPC was raised or maintained with respect to this set
of clains and the Board sees no reason to differ.

| nventive step

The only difference between this request and the first
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auxiliary request resides in that there are upper as
well as lower limts to the contents of each of the
i ngredi ents specifi ed.

Agai n, the only argunent brought by the appell ant

pat ent ees was that those devel oped vis-a-vis the nain
request should apply also, with greater force, to the
nore limted subject-matter of the second auxiliary
request .

However, as these limts do in fact not add any
addi ti onal new feature over the conposition of docunent
(5), the conclusions under 3.3.6 hold good for this set
of clainms as well.

6. Third auxiliary request

| ndependent claim1 of this request corresponds to
claiml of the main request with the specification that
the fatty acid ingredient (ii) is a mxture of stearic
and palmtic acid as disclosed on page 9, lines 34 and
35 of the patent as originally filled.

No objection under Articles 123(2) and (3), 84 and 54
EPC was raised or maintained with respect to this set
of clains and the Board sees no reason to differ.

6.1 | nventive step
The only difference between this request and the nmain
request resides in that feature (ii) of claiml is now

restricted to a mxture of stearic and palmtic acid.

The only argunment brought by the appell ant patentees
was agai n those devel oped vis-a-vis the main request

1624.D Y A
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shoul d apply also, with greater force, to the nore
[imted subject-matter of the third auxiliary request.

However, as this anendnent does in fact not add any
addi tional new feature over the conposition of docunent
(5), the conclusions under 3.3.6 hold good for this set
of clainms as well.

Fourth auxiliary request

| ndependent claim1 of this request corresponds to a
conbination of clainms 1 and 3 as originally filed as
regards the upper and lower [imts of the ingredients
and furthernore, the coactive surfactant is specified
as in the first auxiliary request and feature (ii) is
restricted to a mxture of palmtic and stearic acid as
in the third auxiliary request.

No objection under Articles 123(2) and (3), 84 and 54
EPC was raised or maintained with respect to this set
of clainms and the Board sees no reason to differ.

| nventive step

The appel | ant patentees submitted that, having regard
to the nunmerous restrictions introduced in independent
claim1, the resulting subject-matter could no | onger
be derived fromthe available prior art and in
particul ar docunment (1bis) in an obvious manner since
the skilled person would have to make many sel ections
in order to arrive at the clainmed subject-matter

They noreover stressed, that, in their view, the
denonstration of a particular effect was not a
requi renent for the acknow edgenment of an inventive
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step under the EPC.

The Board agrees that the denonstration of a particul ar
effect is not a requirenment for the acknow edgenent of
an inventive step under the EPC. However, in the
absence of any denonstrated effect over the cl osest
state of the art enbodi nent, the only probl em which
remains is the provision of an alternative ie, a new
enbodi nent having the sanme properties as the prior art
enbodi ment (see point 3.3.2 above).

As to the second point, the Board observes that the
nunmerous restrictions introduced in the clains do not
however add any further distinguishing feature over the
[iquid cleansing conposition disclosed in docunent (5),
so that the skilled person does not need to make any
further choices conpared to the nmain request and the
concl usi ons under 3.3.6 hold therefore good for this
set of clains as well.

these reasons it 1s decided that:

The deci sion under appeal is set aside.

The patent is revoked.

The Regi strar: The Chai r man:
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A. Townend U OGswal d
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