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Summary of Facts and Subm ssi ons

0454.D

The mention of the grant of European patent

No. O 511 652 with respect to European patent
application No. 92 107 311.0, filed on 29 April 1992,
was published on 29 Novenber 1995. The granted patent
was based on 26 clains. Independent clains 1 and 24
read as foll ows.

"1. A hair shampoo-conditioner conposition conprising:
(a) froml %to 15 % by wei ght of an anionic cl eansing
surfact ant;

(b) from0.1 %to 2 % by weight of a polyneric cationic
condi tioni ng conpound havi ng an average nol ecul ar

wei ght of at |east 100, 000;

(c) from0.2 %to 10 % by weight of a cationic

condi tioning surfactant;

(d) from0.1 %to 3 %by weight of a nonionic fatty
ester; and

(e) a carrier conprising water."

"24. A hair shanpoo-conditioner conposition conprising:
(a) from3 %to 15 % by wei ght of an ani onic cl eansing
surfactant selected fromthe group consisting of
amoni um | auryl sulfate, sodiumlauryl sulfate,
amoni um | auryl ether sulfate having 1 nole of ethylene
oxi de, sodium |l auryl ether sulfate having 1 nole of

et hyl ene oxi de and m xtures thereof;

(b) from0.1 %to 1 % by weight of a guar

hydr oxypr opyl tri noni um chl ori de;

(c) from0.2 %to 10 % by weight of a cationic
condi ti oni ng conpound sel ected fromthe group

consi sting of
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i) a quaternary ammoni um conpound havi ng the structural
formul a:

e
Ry-C-N- (CH,) ,-N-R, X
Rs

wherein R, is a substituted or unsubstituted, saturated
or unsaturated, alkyl group having from5 up to and

i ncluding 21 carbon atonms; R, is hydrogen or nethyl; R,
Ry and Rs, independently, are nethyl, ethyl,

hydr oxyet hyl or benzyl; n is a nuneral fromone to 10;
and X is an anion selected fromthe group consisting of
chloride, brom de, ethosulfate, nethosulfate, acetate,
nitrate, tosylate, phosphate and m xtures thereof;

ii) a quaternized phosphate ester having the structural

f or mul a:
RGT
}p{YO}‘P“{%Q'P‘fCijm-N*C;Rg) p pZ
1 i _ g

wherein Rs is an aryl group, an al karyl group, a
saturated or unsaturated al kyl group, or a saturated or
unsat ur at ed hydroxyal kyl group wherein the al kyl or
hydr oxyal kyl group has from about seven up to and
including 21 carbon atons; R7 is hydrogen, or an al kyl
or a hydroxyal kyl group having fromone up to and

i ncludi ng six carbon atons; Rs and Ry, independently,
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are an al kyl or a hydroxyal kyl group having from one up
to and including six carbon atons; Ais a residue of a
glycol or a triol having fromtwo up to and i ncludi ng
four carbon atons; Z is an anion selected fromthe
group consisting of chloride, brom de, nethosulfate,
ethosul fate and m xtures thereof; mis a nuneral from
one to 10; Y is selected fromthe group consisting of
hydrogen, an al kyl group, a hydroxyal kyl group and an
aryl group, either substituted or unsubstituted, and
wherein the al kyl or the hydroxyal kyl group has from
one up to and including 22 carbon atons; and p is a
nunber from1l to 3; and

iii) a mxture thereof;

(d) from0.1 %to 3 %by weight of a fatty ester
selected fromthe group consisting of cetearyl
octanoate, isostearyl benzoate, a fatty (Ci2-GCs) al cohol
benzoate and m xtures thereof;

(e) fromO %to 5 % by weight of an anphoteric
surfactant selected fromthe group consisting of

cocam dopr opyl betaine, |auram dopropyl betaine,

coco/ ol eam dopropyl betai ne, coco betaine, oleyl
bet ai ne, cocam dopropyl hydroxysultai ne,

t al | owam dopr opyl hydroxysul tai ne, dihydroxyethyl

tall ow glycinate and m xtures thereof;

(f) fromO %to 5 % by weight of a nonionic

al kanol am de sel ected fromthe group consisting of
cocam de MEA, cocam de DEA, soyam de DEA, | auram de DEA,
ol eami de M PA, stearam de MEA, nyristanm de MEA

| auram de MEA, capram de DEA, ricinol eam de DEA,

nyri stam de DEA, stearam de DEA, ol eyl am de DEA,

tal | onam de DEA, |auram de M PA, tall owam de MEA

i sost earam de DEA, isostearam de MEA and m xtures

t hereof; and
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(g) a carrier conprising water."

Three notices of opposition were filed agai nst the
granted patent, in which the revocation of the patent
inits entirety was requested on the grounds of
Article 100(a), (b) and (c) EPC respectively.

In a decision issued in witing on 12 July 1999, the
opposi tion division revoked the patent. That decision
was based on a set of clains 1 to 25 (main request) and
five auxiliary requests. Claim1l of the main request
read as foll ows:

"“A hair shanpoo-conditioner conposition conprising:

(a) froml %to 15 % by wei ght of an ani onic cl eansing
surfactant, wherein the anionic cleansing surfactant is
an al kali nmetal salt, an ammonium salt, an

al kyl ammoni um salt or a hydroxyal kyl amoni um sal t
wherein the al kyl group has fromone up to and

i ncludi ng three carbon atons,

of an al kyl sulfate, an al kyl ether sulfate, an al kyl
ether sulfonate, a sulfate ester of an al kyl phenoxy

pol yoxyet hyl ene et hanol, an al pha-olefin sulfonate, a
bet a- al kyl oxy al kane sul fonate, an al kyl aryl sul fonate,
an al kyl ether carboxylate, a sulfosuccinate, a

sarcosi nate, an octoxynol phosphate, a nonoxynol
phosphate, a taurate, a fatty tauride, a sulfated
nonogl yceride, a fatty am do pol yoxythyl ene sulfate, an
i sothienate or m xtures thereof, wherein the fatty

noi ety has fromtwelve up to and including eighteen
carbon atons and the al kyl noiety has fromtwelve up to
and including ei ghteen carbon atons,
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(b) from0.1 %to 2 % by weight of a polyneric cationic
condi ti oni ng conpound havi ng an aver age nol ecul ar

wei ght of at |east 100, 000;

(c) from0.2 %to 10 % by weight of a cationic

condi tioning surfactant which is a quaternary ammoni um
conmpound including a fatty am doal kyl substituent, or a
guat er ni sed phosphtate triester;

(d) from0.1 %to 3 %by weight of a nonionic fatty
ester; and

(e) a carrier conprising water."

In claim1 of the first auxiliary request feature (c)
of claim1l1l of the main request was replaced by the
foll ow ng feature:

"(c) from0.2 %to 10 % by weight of a cationic
conditioning surfactant, which is a quaternary anmoni um
conpound including a fatty am doal kyl substituent with
a fatty am do noiety which contains a saturated or
unsaturated acyl group of 6 to 22 carbon atons which is
unsubstituted or is substituted with a single hydroxy
group, or a quaterni sed phosphate triester;"

The deci sion can be sunmmari zed as fol | ows:

(a) The term"fatty am doal kyl substituent™ in claiml
of the main request was not clear, since there
were two possible interpretations for that termon
the basis of the patent in suit. According to the
first definition the fatty am doal kyl group coul d
be interpreted in a structural sense as neaning an
acyl group of a fatty acid in line with R, of
formula (1) on page 10 of the patent in suit. The
term"fatty acid" was known in the art to include



- 6 - T 0885/ 99

certain unsubstituted saturated or unsaturated

ali phatic acyl groups, in particular, fatty acids
substituted with one hydroxy group, however, any
other or further substitutions on the acyl rest of
t he am doal kyl substituent as specified in formula
(1) of the patent in suit were not covered by such
a definition.

On the other hand, the term"fatty am do al kyl
substituent”™ m ght al so nmean that said substituent
was fatty which equated with the term

"hydr ophobi ¢c". However, there was no cl ear
interpretation of that term since according to
the patent in suit the "fatty al kyl am do
substituent” nust have a certain degree of
hydrophilicity which was in contradiction to the
nor mal under standi ng of "hydrophobic".
Consequently, the term objected to was not clear
(Article 84 EPC)

(b) For the sane reasons the subject-matter of
auxiliary requests I, Il1l and V did not neet the
requi renents of Article 84 EPC, either.

(c) Inclaiml of the first auxiliary request, the
amended term"with a fatty am do noi ety which
contains a saturated and unsaturated acyl group of
6 to 22 carbon atons which is unsubstituted or is
substituted with a single hydroxy group” was only
di scl osed with respect to the specific formula (1)
in the application as filed, which formula was
further defined by an al kyl ene group and specific
substitutents on the quaternary nitrogen atom The
application as filed provided no basis for the

0454.D
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generalized termas defined in claim1.
Consequently, claim1l of the first auxiliary
request and, for the sane reasons, the subject-
matter of the fourth auxiliary request did not
nmeet the requirenents of Article 123(2) EPC

On 16 Septenber 1999, the proprietor (appellant) filed
a notice of appeal against the above decision, the
prescri bed fee being paid on the same day. In the
statenment setting out the grounds of appeal filed on
19 Novenber 1999, the appellant submtted an anended
set of clains 1 to 25 (main request) and twelve

auxiliary requests.

In an annex to the sumons to attend the oral
proceedi ngs dated 8 COct ober 2003, the board addressed
the points to be discussed, in particular the form
al lowability of the anended requests pursuant
Articles 123(2) and 84 EPC. In a reply dated

27 Novenber 2003, the appellant submtted an anended
main and first auxiliary request and withdrew his
request for oral proceedings.

On 10 Decenber 2003, in reply to a further

communi cation of the board, the appellant filed an
anmended set of clains 1 to 24 as nmain request and a
first auxiliary request, which replaced all the
previous requests on file. In a letter dated 19 January
2004, the appellant announced that he would not attend
t he oral proceedings.

Amended claim 1 of the main request reads as foll ows:

"“A hair shanpoo-conditioner conposition conprising:
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(a) froml %to 15 % by wei ght of an anionic cl eansing
surfactant, wherein the anionic cleansing
surfactant is an alkali nmetal salt, an ammoni um
salt, an al kylamoniumsalt or a
hydr oxyal kyl ammoni um salt, wherein the al kyl group
has from1l up to and including 3 carbon atons, of:
an al kyl sulfate, an al kyl ether sulfate, an al kyl
et her sulfonate, a sulfate ester of an
al kyl phenoxy pol yoxyet hyl ene et hanol, an al pha-

ol efin sulfonate, a beta-al kyl oxy al kane sul fonat e,
an al kyl arylsul fonate, an al kyl carbonate, an

al kyl ether carboxylate, a fatty acid, a

sul fosucci nate, a sarcosinate, an octoxynol
phosphat e, a nonoxynol phosphate, a taurate, a
fatty tauride, a sulfated nonoglyceride, a fatty
acid am do pol yoxyethyl ene sulfate, an isothienate,
or conbi nations thereof, wherein the fatty noiety
has from 12 up to and including 18 carbon atons

and the al kyl nmoiety has from 12 up to and

i ncluding 18 carbon atons;

(b) from0.1 %to 2 %by weight of a polyneric cationic
condi ti oni ng conpound havi ng an aver age nol ecul ar
wei ght of at |east 100, 000;

(c) from0.2 %to 10 % by weight of a cationic
conditioning surfactant, selected from

(i) quaternary anmoni um conpounds depi cted by genera

structural fornul a:

AL
R]-C"N'[CHE}H*N*R4 b i
Rﬁ

wher ei n:

0454.D
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R, is a substituted or unsubstituted, saturated or
unsaturated, alkyl group having fromb5 to 21 carbon
at ons;

R, i s hydrogen or nethyl;

Rs, Ry, and Rs, independently, are nethyl, ethyl,

hydr oxyet hyl , or benzyl;

nis anuneral froml1l to 10; and,

X is an anion selected from chloride, brom de,

et hosul fate, nethosulfate, acetate, nitrate, tosylate,
phosphat e, and conbi nati ons thereof;

(1i) quaterni zed phosphate esters depicted by the
general structural formul a:

O R
+Rg R O
I [ 21, 5
L,,(m)-P—eﬂ-?\r—{cﬂz)-m-mc-gﬁ) . pZ
! P

wher ei n:

Rs is an aryl group, an al karyl group, a saturated or
unsaturated al kyl group, or a saturated or unsaturated
hydr oxyal kyl group wherein the al kyl or hydroxyal kyl
group includes from7 up to and including 21 carbon

at ons;

R; i s hydrogen, or an al kyl or a hydroxyal kyl group
having from1 up to and including 6 carbon atons;

Rs and Ry, independently, are an al kyl group or a

hydr oxyal kyl group having from1 up to and including 6
carbon atons; Ais a residue of a glycol or a triol
having from2 up to and including 4 carbon atons;

Zis an anion selected from chloride, brom de,

nmet hosul fate, ethosul fate, and conbi nati ons thereof;

mis a nuneral fromone to 10;
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Y is selected from hydrogen, an al kyl group, a

hydr oxyal kyl group and an aryl group, either

substituted or unsubstituted, and wherein the alkyl

group or the hydroxyal kyl group has from1l up to and

i ncluding 22 carbon atons;

and p is a nunber from1l to 3; and

(ti1) a conbination thereof;

(d) from0.1 %to 3 %by weight of a nonionic fatty
ester; and,

(e) a carrier conprising water."

By letters dated 7 January 2004 and 14 January 2004 the
opponents 02 and 01, respectively (respondents 02 and
01) withdrew their requests for oral proceedings and
announced that they would not attend the oral

pr oceedi ngs.

Opponent 03 (respondent 03) who had not requested oral
proceedi ngs, announced in his letter dated 20 January
2004 that he would not attend the oral proceedings. On
23 January 2004 oral proceedings were held in the
absence of the parties according to Rule 71(2) EPC.

The argunents of the appellant submitted in witing can
be summari zed as foll ows:

The anmended sets of clains of the main and first
auxiliary request were submtted to overcone the
objections raised in the decision under appeal
according to Article 123(2) and 84 EPC. The requests
were filed before the tine limt set out in the sunmons
to attend oral proceedings. The requests did not
reflect an abuse of the proceedings and were intended
to expedite the proceedings.
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The argunents of the respondents submtted in witing

can be sunmari zed as fol |l ows:

The appel l ant had submtted an entirely new case after
about four years by shifting the object of the debate,
whi ch amounted to an abuse of the proceedi ngs. The
debate in opposition and appeal proceedi ngs was whet her
or not the introduction of the terns "fatty al kyl
substituents” and "quaterni zed phosphate triesters”
conplied with Article 123(2) and 84 EPC. The anmendnents
requested by the appellants had been apparent to them
since the very beginning of the proceedings and coul d
have been filed already in the first instance. Thus,

t he new requests should not be admtted into the

pr oceedi ngs.

The appel | ant requested that the decision under appeal
be set aside and that the case be remtted to the
opposition division for further exam nation on the
basis of the main request or, alternatively, of the
first auxiliary request, both submtted with letter
dated 9 Decenber 2003.

The respondents requested that the appeal be di sm ssed.
Respondent 03 requested that the newy submtted clains
shoul d not be allowed into the proceedings.

Reasons for the Decision

1

The appeal is adm ssible

Amendnent s (mai n request)

0454.D
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Respondent 03 was of the opinion that the requests
filed on 10 Decenber 2003 should not be admitted into
t he proceedi ngs.

The main criteria laid down by the boards of appeal for
t he adm ssion of anmended clai mrequests at a | ate stage
of the appeal proceedings is whether they are serious
attenpts at overcom ng objections either raised in the
deci si on under appeal, by the board or by the
respondents and whet her they can be quickly checked for
their conpliance with the requirenents of

Articles 123(2) and 84 EPC (Case Law of the Boards of
Appeal of the European Patent Office, 4'" edition, 2001
Section VIl, D.14.1). It is normally sufficient for
reasons of fairness if new claimrequests are submtted
one nonth before the oral proceedings (conpare T 51/90
of 8 August 1991 and T 270/90 of 21 March 1991, both
cited in Case Law, C. D. 14.2).

In the present case the final requests were filed in
response to the conmunication of the board on

10 Decenber 2003 about six weeks before the oral
proceedi ngs arranged for 23 January 2004. The requests
were consequently filed within the tine limt of one
nmonth set by the board in the comunication
acconpanyi ng the summons to attend oral proceedings
(point 6). Thus, there was sufficient tine for the
respondents to check the amendnents on their nerits.

Furthernore, the anendnents are based on granted

claims 4 and 24 and are nothing nore than a foreseeabl e
[imtation of the clainmed subject-matter to preferred
enbodi ments of the invention.
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The amendnents renedy the grounds on which the patent
was revoked by the opposition division (see points 3
and 4 bel ow) and overcone the objections raised by the
boar d.

Finally, the board can not detect any procedural
violation in the behaviour of the appellant to first

mai ntain requests submtted in the first instance, and
t hen anend or abandon them because the appellant has
the right to have all the rejected requests

reconsi dered by the boards of appeal (see G 0009/91, QJ
EPO, 1993, 408). Contrary to the subm ssions of
respondent 03, the admi ssion of the |ate anendnents
does not result in an unreasonabl e delay of the
proceedi ngs. The procedural result would be exactly the
sane if the appellant had already submitted the anmended
clainms as an auxiliary request in the statenent setting
out the grounds of appeal.

Consequently, the behaviour of the appellant does not
amount to an abuse of the proceedi ngs and the
amendnents are admtted.

The amendnents in claim1 of the main request are based
on original claiml in connection with the follow ng

passages in the docunents as originally filed:

(a) anionic cleansing agents: claim4

(i) quaternary anmoni um conpounds: page 26, lines 1 to
16 and cl ai m 25;

(i) quaternized phosphate esters: page 27, line 21 to
page 28, line 12 and claim25

(iii1) a combination thereof: claim 25.
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Claims 2 to 24 correspond to clains 4 to 26 as granted
and are editorially adapted to anended claim 1.

3.1 Since the definitions as specified above have a basis
in the docunents as originally filed and restrict the
scope of the granted clains, the anendnents neet the
requirenents of Article 123(2) and (3) EPC.

3.2 The term "fatty am doal kyl substituent” objected to in
t he deci sion under appeal has been renoved from claim1l.
Furthernore, the definition of the quaternized
phosphate esters and of the quaternary anmoni um
conmpounds in amended claim1l of the main request is
al ready present in the version of claim24 as granted.
The sane applies to the definition of the anionic
cl eansing agent incorporated into claim1l and which is
al ready nmentioned in granted claim4. Since the anended
definitions are already present in the granted clains
and since lack of clarity is no ground for opposition,

t hose definitions cannot be objected to under
Article 84 EPC (Case Law, supra, VII.C 10.2).

In addition, no substantial objections under Article 84
and 123(2) EPC to the requests now on file have been
rai sed by the respondents.

Rem ttal

4. Since the decision under appeal has dealt only with
formal objections under Articles 123(2) and 84 EPC and
since remttal to the first instance was requested by
t he appellant, the board exercises its discretion to
remt the case for further prosecution with respect to

0454.D



- 15 - T 0885/ 99

t he outstanding formal and substantive issues, to give
the parties the opportunity to defend their case before
two instances (Article 111(2) EPC). The further

exam nation should be continued on the basis of the
clainms of the main request by taking into account that
further exam nation may reveal that additional

amendnments are required.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

The Regi strar: The Chai r man:

C. Ei ckhoff R. Teschemacher
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