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Summary of Facts and Subni ssions
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Bot h opponents appeal ed the deci sion of the opposition
di vision rejecting the oppositions filed agai nst

Eur opean patent 0 538 043. Subsequently, opponent Q2
Wi thdrew its opposition and its appeal.

The patent in suit as granted includes two clains which
read as foll ows:

"1l. A systemfor providing an easy, fast opportunity
to the Post Ofice to determ ne the accuracy of postage
paid for a batch of mail, conprising:

a mail processing unit (12) for assenbling mail pieces
and identifying assenbled mail pieces in accordance
wWith their zip codes,

a scale (14) | ocated downstream from sai d nai
processing unit (12) for weighing each nmail piece,

a data processor (16) in comunication with said nai
processing unit (12) and said scale (14) for receiving
zip code information fromsaid nmail processing unit and
wei ght information fromsaid scale, characterised by a
traying station (18) for receiving nmail pieces after

t hey have been wei ghed by said scale, the traying
station (18) being arranged to place mail pieces into
trays, and a printer (22) in comunication wth said
data processor (16) for printing a statenent concerning
the nunber and weight of the mail pieces in a tray at
the traying station (18); wherein said traying station
(18), under control of data received fromthe data
processor (16) places a fixed weight batch of mail in
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the tray."

"2. A systemfor providing an easy, fast opportunity
to the Post Ofice to determ ne the accuracy of postage
paid for a batch of mail, conprising:

a mail processing unit (12) for assenbling nmail pieces
and identifying assenbled mail pieces in accordance
with their zip codes,

a scale (14) | ocated downstream from sai d nai
processing unit (12) for weighing each mail piece,

a data processor (16) in comunication with said nai
processing unit (12) and said scale (14) for receiving
zip code information fromsaid nmail processing unit and
wei ght information fromsaid scale, characterised by a
traying station (18) for receiving nmail pieces after

t hey have been wei ghed by said scale, the traying
station (18) being arranged to place mail pieces into
trays, and a printer (22) in comunication with said
data processor (16) for printing a statenent concerning
t he nunber and weight of the nail pieces in a tray at
the traying station (18); wherein the data processor
(16) determ nes the thickness of the mail pieces based
upon the wei ghts thereof; under the control of the data
processor (16) causes a fixed stack di nension of mai
pieces to be placed in a tray; and wherein the wei ght
of the resulting stack of mail in said tray is

determ ned by the said data processor (16)."

The follow ng prior art docunents were referred to in
t he course of the appeal:

D2: GB-A-2 226 525;



0208. D

- 3 - T 0825/ 99

D3: @&B-A-2 208 021; and

D6: US-A-4 690 283.

Oral proceedings were held on 15 January 2002.

The appel | ant (opponent Ol) requested that the decision
under appeal be set aside and the patent be revoked.

The respondent (patentee) requested that the appeal be
di sm ssed and that the patent be maintained (nmain
request) or, as an auxiliary request, that the patent
be mai ntained in anended formon the basis of the
auxiliary request filed by fax on 14 Decenber 2001.

The appel |l ant essentially argued as foll ows:

The patent did not disclose in a manner sufficiently
cl ear and conplete how to detect salting, i.e. the
addi tion of mmil pieces for which no postage had been
paid, without referring to the weight printed in the
statenent, by nutually conparing the weights of the
mai | pieces or the dinensions of the stacks of nmai

pi eces placed in different trays. In particular, since
the mai| pieces had different weights and thus
different dinensions, it was not possible to
systematically form batches of nmail having a
predeterm ned fixed weight or a predeterm ned fixed
stack di nension which could be conpared to that of

anot her batch. Additionally, it would not be possible
to detect replacenent of a relatively heavy nmail piece
in a batch by a plurality of lighter mail pieces (for
whi ch nore postage had to be paid) if the weight of the
bat ch t hereby remai ned unchanged.
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Docunment D2 disclosed the closest prior art, describing
a systemw th zip code sorting, a scale, a

m croprocessor and a printer for printing a statenent
relating to a batch of mail. Furthernore, a systemlike
t he one described in D2 normally included a traying
station. The statenent indicated the nunber and wei ght
of the mail pieces in a batch of mail. Thus, D2

di scl osed technical neans suitable for printing the
nunber and wei ght of the mail pieces in a tray and it
was obvious to provide this information on a tray by
tray basis if the post office so required. Myreover, if
a conplete batch was acconmobdated in a single tray, the
statenment woul d actually indicate the nunber and wei ght
of the mail pieces in atray. It was apparent that an

i ndi cation of weight on a tray by tray basis woul d
rationalise work at the post office. Such an indication
was therefore obvious and it was not necessary to
provi de evidence for it. Furthernore, there was a
general trend in the art to give a mailer a rebate when
a task, e.g. pre-sorting of the mail, was shifted from
the post office to the mailer. Requiring the nailer to
provide a statenent indicating the weight of each tray
would be in line with that trend.

The appellant further submtted that the feature of
provi di ng the nunber and weight of the nail pieces in a
single tray was based on comerci al consi derations and
thus on a nethod of doing business. This feature, being
a commonpl ace i npl enentati on of a nethod of doing

busi ness, could not contribute to the inventiveness of
the clai ned subject-nmatter. This appeared to be in |line
with the policy of the European Patent O fice since,
according to a notice published in the Oficial Journa
(QJ 2001, 482-483), the European Patent O fice did not
search or exam ne commonpl ace i npl enent ati ons of
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nmet hods of doi ng busi ness.

The only remaining feature of claim1 was that the
traying station placed a fixed weight batch of mail in
a tray and the remaining feature of claim2 was that
the system conprised neans to place a fixed stack

di mension of mail pieces in a tray. Subdivision of a
batch of mail into trays had nothing to do wth the
detection of salting. It was known that the nmail pieces
processed by the systemhad all to be accommopdated in
the trays and the purpose of placing a fixed weight or
a fixed batch dinension of mail pieces in a tray was
simply to avoid overfilling the tray.

The argunents of the respondent can be sunmari sed as
fol | ows:

In reply to the objection of insufficient disclosure,
the respondent submtted that the purpose of the

i nvention was to provide a quick and easy opportunity
to detect salting. This could be achieved not only by
conparing the weight of the nail pieces in atray with
the weight printed in the statenent but al so, since
different trays contained a fixed weight or a fixed
stack di nension of mail pieces, by nutually conparing
the weights or stack dinensions of the mail pieces in
the different trays. Thus, the word "fixed" in the
clainms was inportant. It mght be that nutua

conmpari son of the weights or stack di nensions woul d not
al ways be effective to detect salting, but it
nevert hel ess provided a qui ck and easy, although rather
rough, way of achieving this purpose. Furthernore it
woul d be possible to detect salting even where a
heavier mail piece had been replaced by a plurality of
| i ghter ones because the printed statenent indicated
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t he nunber of mail pieces.

The system of D2 was intended for bulk mailing and thus
handl ed batches or runs that required a plurality of
trays to be accommodat ed. Furthernore, the statenent of
D2 referred to "TRAYS' and therefore to a plurality of
trays. Thus, the system of D2 was not concerned with a
single tray and the total weight indicated in the
statenment of D2 was always for a plurality of trays.
Furthernore, D2 did not disclose the reason for
printing the total weight in the statenent. The

i nvention defined in the patent differed in two key
aspects fromthe systemof D2: a fixed weight or a
fixed stack dinension of mail pieces was placed in a
tray and the statenent included a printed indication of
the weight of a single tray.

No evi dence had been provided that, at the priority
date of the patent, the post office required tray by
tray information. Thus, the subm ssions based on this
al | egation had to be di sregarded.

The objection that the invention was based on a

busi ness net hod had been raised |late. Furthernore, the
clainms of the patent did not define a business nethod.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. Sufficiency of disclosure

2.1 In this respect, the dispute relates in particular to
0208. D
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the feature of claim2 that a fixed stack dinension of
mai | pieces be placed in a tray under control of the
data processor. This feature inplies that the dinension
of a stack of mail pieces be estimated and the patent
di scl oses how to achieve this at colum 5, line 46 to
colum 6, line 1. where all the mail pieces are

i dentical, the dinmension of the stack is determ ned on
the basis of the nunber of mail pieces; where the nai
pi eces are different, the dinension of the stack is
deduced fromthe weights of the mail pieces. In the
view of the board, with these indications, the

di mensi on of a stack of mail pieces can be determ ned
with a precision adequate to ensure that the stack of
mai | pieces can be placed in a tray. Thus, the patent
provi des sufficient information to enable the skilled
person to carry out the disputed feature of claim 2.

2.2 Simlarly, claiml1 requires that a fixed wei ght batch
of mail be placed in a tray under control of data
received fromthe data processor. In this respect, the
patent explains at colum 5, lines 42 to 45 that the
data processor, which is in comunication with the
scal e, can determ ne when a predeterm ned wei ght of
mai | pi eces has been reached and cause that quantity of
mail to be placed in a tray. In the view of the board,
this information is sufficient to enable the skilled
person to carry out the corresponding feature of

claim1.
2.3 The passage of the patent fromcolum 3, line 55 to
colum 4, line 13 teaches to form batches not exceedi ng

a predetermned weight Iimt and weighing close to the
same anount, which is not inconsistent with placing a
fixed weight batch of mail in a tray as specified in

claim1l. This passage of the patent furthernore states

0208. D
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that if anyone were to add mail pieces to the batch for
whi ch postage had not been paid, subsequent inspection
of the batch would reveal the sane because of the

di screpancy in weight. This does not concern the system
itself which forns the batches, but rather the use of
the weights of the batches to detect salting
(apparently without need to refer to the printed
statenment as produced by the systemof claiml or 2).
In the view of the board, the uses that can be nade of
bat ches fornmed by the systens of claiml1l and 2 are
irrelevant to the question of sufficient disclosure of
the systens thensel ves, since the patent gives
sufficient teaching to enable the skilled person to

i npl emrent the systens of clains 1 and 2.

The board has therefore conme to the conclusion that the
pat ent di scl oses the subject-matter of the clains in a
manner sufficiently clear and conplete for it to be
carried out by a skilled person. Therefore, the ground
of opposition nmentioned in Article 100(b) EPC does not
prejudi ce the mai ntenance of the patent unanmended.

I nventive step

Docunent D2 di scloses a systemfor nailing |arge
guantities of mail pieces, in which a printer is
provided in conmunication with a data processor for
printing a statenent acconpanyi ng each batch of nail
whi ch statenent contains information relating to the
mai | and the anount of postage required. The batch of
mail is pre-sorted and may include nmail pieces of

di fferent weights which attract different postage fees.
The statenent is intended to facilitate inspection of
the batch of mail by the post office and in particular
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concerns the nunber of mail pieces in a batch, the
total weight in the batch and the nunber of trays.

The systemof D2 is intended for processing |arge
quantities of mail pieces, which therefore will need
nore than one tray to be accommbdated (note in
particular the plural "TRAYS' in the statenent shown in
Figure 9 of D2). D2 does not disclose neans for keeping
track of the nunber and wei ght of the mail pieces
placed in a particular tray. Thus, the system of D2
does not conprise neans suitable for printing this
nunber and this weight on the statenent. Furthernore,
D2 does not disclose any detail of the nmeans which

pl aces the mail pieces in the trays.

Thus, the subject-matter of claim1l of the patent in
suit differs fromthe prior art disclosed in docunent
D2 at least in that:

- (a) the printer in communication with the data
processor is arranged for printing a statenent
concerni ng the nunber and wei ght of the nai
pieces in a tray; and

- (b) a traying station under control of data
received fromthe data processor places a fixed
wei ght batch of mail in the tray.

The subject-matter of claim2 of the patent in suit
differs fromthe prior art disclosed in docunent D2 at
| east in that:

- (a) the printer in communication with the data
processor is arranged for printing a statenent
concerni ng the nunber and wei ght of the nai
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pieces in a tray; and

- (c) the data processor determ nes the thickness of
the mail pieces based upon the weights thereof;
under the control of the data processor causes a
fixed stack dinension of mail pieces to be placed
in atray; and wherein the weight of the resulting
stack of mail in said tray is determned by the
sai d data processor

Feature (a), which is common to both clains 1 and 2,
provi des the opportunity to detect a discrepancy, which
could indicate salting, by checking that the weight
reported in the statenent corresponds to the actua

wei ght of a tray.

Feature (a) inplies that the systembe arranged to
determ ne the nunber and wei ght of the nmail pieces in a
tray and therefore constitutes a technical feature. In
the view of the board, a technical feature of a claim
shoul d not be disregarded for the only reason that it
ari ses from busi ness consi derations. Since no evidence
is avail able that, at the relevant date, the post
office required information concerning the nunber and
wei ght of the mail pieces in a single tray, the board
regards this as a purely hypothetical situation which
cannot be given the value of a proven fact and, for
this reason, the board does not take the argunents
relying thereon into account in the exam nation of

i nventive step

Docunment D3, |ike docunent D2, discloses a system for
mailing large quantities of mail pieces, in which a
printer is provided in communication with a data
processor for printing a statenent to be used by the
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post office to determ ne the accuracy of postage paid
for a batch of mail. However, D3 does not disclose any
detail of the statenent produced by the printer.

Docunent D6 di scloses a systemfor sorting articles and
distributing theminto a plurality of receptacles. The
system of D6 includes neans for gaugi ng the approxi mate
vol ume of each article. A controller totalises the

vol unes of the parcels in each receptacle and, when a
predeterm ned volune is reached for a particul ar
receptacle, provide a "full" indication which signifies
to an operator that the receptacle is to be repl aced.
However, the system of D6 does not determ ne the weight
of the articles placed in a single receptacle.

It can be accepted that the post office is generally
interested in obtaining information that facilitates
detection of salting. However, the board has found no
suggestion in docunents D2, D3 and D6 to determ ne the
nunber and weight of the mail pieces in a single tray.
Furt hernore, the docunents do not contain any hint that
the weight of a batch of mail pieces could be hel pful
to detect salting.

For these reasons, the board takes the view that
feature (a), comon to both clains 1 and 2, is not
obvious to the person skilled in the art. Therefore,

wi t hout having to consider feature (b) or (c) which do
not nodify feature (a), the board judges that the
subject-matter of clains 1 and 2 can be consi dered as
i nvolving an inventive step in the sense of Article 56
EPC and that, therefore, the ground of opposition
mentioned in Article 100(a) EPC does not prejudice the
mai nt enance of the patent unanended.
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4. Since the board is in a position to accept the main
request of the respondent, there is no need to exam ne
the auxiliary request.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M  Hor nel | W J. L. Weeler

0208. D



