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Headnot e:

On appeal the non-appealing patent proprietor is primarily
restricted to defending the clainms as maintained by the
Qpposition Division. It these clains are not allowable, the
principle of prohibition of reformatio in peius applies, i.e.
an anended cl ai m whi ch woul d put the opponent and sol e
appellant in a worse situation than if 1t had not appeal ed
nmust be reject ed.

The only exception to this principle as set out in G 1/99
requi res consideration of a particul ar sequence of
possibilities for overcom ng the deficiency presented by the
clainm(s). The first solution for overcom ng the deficiency to
be considered (an amendnent introducing one or nore originally
disclosed limting features which would not put the opponent-
appellant in a worse situation than it was in before It

appeal ed) in fact concerns a limtation of the scope of the
claim Such limtation can al so be achieved by deleting the
alternative enbodinent in the claim which led to the

defici ency.

The proprietor's argunent that the limtation to only one of
the two alternatives would render the scope of protection too
narrow for it to be commercially interesting is not a valid
reason for dismssing this solution and proceeding to the next
possi ble solution indicated in G 1/99 (reasons 2.4).

EPA Form 3030 10.93
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Summary of Facts and Subm ssi ons

0497.D

The mention of the grant of European patent

No. 0 324 577 in respect of European patent application
No. 89300178.4 filed on 10 January 1989 and claimng a
US-priority of 11 January 1988 was published on

10 March 1993.

Notice of opposition was filed against this patent
based on an alleged | ack of novelty of the clained
subject-matter. After expiry of the nine nonths period
pursuant to Article 99(1) EPC the Opponent additionally
relied on an alleged | ack of inventive step and, in
respect of the alleged |lack of novelty filed evidence
in support of an alleged public prior use.

By deci si on announced during the oral proceedi ngs on

4 February 1999 and posted on 10 June 1999 the
Qpposition Division nmaintained the patent in anmended
form Since for the present decision only the subject-
matter of claim9 is relevant the text of this claimis
cited bel ow

"9. A unitary hook fastener portion (10) of a
resiliently flexible polyneric resin conprising a base
(11) having generally parallel upper and | ower major
surfaces (12, 13), and at |east 45 spaced hook nenbers
per square centineter projecting at generally a right
angle fromthe upper surface (12) of said base (11) and
arranged in spaced rows extending in a first direction
parallel to the surfaces of said backing, said hook
menbers having a height fromsaid upper surface (12) of
less than 1.5 mllinmeter and each conprising a stem
portion (15) attached at one end to said base (11), and
a head portion (17) at the end of said stem portion



0497.D

- 2 - T 0809/ 99

(15) opposite said base, which head portion (17) has a
rounded surface opposite said stemportion (15), said
stem and head portions having generally the sane

t hi ckness (21) of less than 0.046 centineter in the
said first direction, said stemportion having a width
(22) in the range of 0.018 to 0.03 centineter in a
second direction generally at a right angle to said
first direction and parallel to the surfaces of said
backi ng, and said head portion having a width at | east
0. 007 centineter greater than said stemportion and a
total width (23) of less than about 0.1 centineter in
sai d second direction, adjacent hook nmenbers being
separated by at least 0.5 mlIlinmeter, the total cross
sectional area of said head portions in a plane
parallel to said upper surface being | ess than 32
percent of the area of said upper surface.”

The Opposition Division was of the opinion that the

pat ent as anmended net the requirenments of novelty and
inventive step after hearing M Jean-Philippe Billarant
as witness and having due regard to the state of the
art cited in the opposition proceedi ngs and the
docunents submtted in support of the alleged public
prior use.

On 13 August 1999 notice of appeal was |odged by the
Appel I ant (Opponent) agai nst the decision together with
paynent of the appeal fee. The statenent of grounds of
appeal was filed on 20 Cctober 1999.

The Appel l ant argued that the patent as maintai ned by
t he Opposition Division did not neet the requirenents
of Articles 84, 123(2) and (3) EPC. In support of its
appeal additional docunments relating to a further

al | eged prior use were presented.
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Wth letter dated 5 May 2000 t he Respondent (Patentee)
filed new clains in accordance with a mai n- and
auxiliary request.

In a comuni cation dated 3 June 2002 the Board pointed
out that according to the principles developed in
connection with reformatio in peius the non-appealing
Pat entee was restricted to defending the clains as
mai nt ai ned by the Opposition Division unless these

cl aims were consi dered unal | owabl e by the Board.

| ndependent claim9 of these requests appeared not to
be sufficiently clear in respect of the dinensions of
t he hooks, when provided by cutting the ribs under an
angl e.

Oral proceedings were held on 22 Oct ober 2002.

The Appel |l ant requested that the decision under appeal
be set aside and that the European patent No. 0 324 577
be revoked;

auxiliarily that in case the Board decided to continue

the proceedings, M Billarant, the witness heard by the
OQpposition Division, be heard once again in respect of

the alleged prior use.

The Respondent requested that the appeal be dism ssed
and that the patent be maintained as upheld by the
Qpposi tion Division.

The Respondent further requested that the patent be
mai ntai ned on the basis of the auxiliary request 1
(claimse 1 to 15) or 2 (clainms 1 to 13) filed at the
oral proceedings;
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or, as an auxiliary request 3 that the oral proceedings
be adj ourned and the proceedings continued in witing
to give the Respondent the opportunity to provide
evidence that a limtation of the patent to a 90°
cutting angle, i.e. rectangul ar hook nenbers, as
suggested as the only possibility to avoid reformatio
in peius, would have the consequence that the patentee
woul d | ose any protection and woul d thus be

i nappropriate under G 1/99;

or that the patent be maintained on the basis of
claims 1 to 13 of an auxiliary request 4 filed at the
oral proceedings.

Agai n, since only the subject-matter based on claim9
uphel d by the Opposition Division is relevant for this
decision reference is only nade to the text of the
corresponding clains in the auxiliary requests.

| ndependent claim9 according to the auxiliary

request 1 differs fromthe corresponding claim
according to the main request in that the expression
"backing” in lines 8 and 19 of the claimis replaced by
"base" and that in line 23 after "0,5 mllinmeter" the
term"in the first direction" is inserted.

| ndependent claim8 according to the auxiliary
request 2 which is based on claim9 of the preceding
requests reads as follows:

"8. Aunitary hook fastener portion of a resiliently

fl exible polyneric resin being obtainable by a nethod
conprising the steps of extruding a thernoplastic resin
through a die shaped to forma base (11) and spaced
rows projecting above an upper surface (12) of said
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base (11), said rows having a cross sectional shape of
hook menbers to be formed and extending in a first
direction; transversally slitting or cutting said rows
at spaced locations along their length to formdiscrete
portions of said rows; longitudinally stretching said
base (11) at a stretch ratio of at least 2 to 1 to
cause spaces between said portions of the rows to form
sai d hook nenbers; said hook nenbers having first and
second pairs of opposite sides;

sai d hook fastener portion conprising a base (11)
havi ng generally parallel upper and | ower major
surfaces (12, 13), and at |east 45 of said spaced hook
menbers per square centinmeter projecting at generally a
right angle fromthe upper surface (12) of said base
(11) and arranged in spaced rows extending in said
first direction parallel to the surfaces of said base,
sai d hook nmenbers having a height from said upper
surface (12) of less than 1.5 mllinmeter and each
conprising a stemportion (15) attached at one end to
said base (11), and a head portion (17) at the end of
said stem portion opposite said base, which head
portion (17) has a rounded surface opposite said stem
portion, said stemportion having a wdth (22) in the
range of 0.018 to 0.03 centineter neasured between said
first pair of opposite sides in a second direction
generally at a right angle to said first direction and
parallel to the surfaces of said base, said stem and
head portions having generally the sanme thickness of

| ess than 0.046 centineter neasured between said second
pair of opposite sides in said first direction, and
said head portion having a width at |east 0.007
centinmeter greater than said stemportion and a total
width (23) of |less than about 0.1 centineter in said
second direction, said spaces between adjacent hook
menbers in a row being at least 0.5 mllinmeter neasured
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in said first direction, when said rows are cut at an
angle of 90° with respect to the Iength of the rows,
and the total cross sectional area of said head
portions in a plane parallel to said upper surface
being | ess than 32 percent of the area of said upper
surface."

| ndependent claim8 according to the auxiliary request
4 differs fromthe corresponding claimof auxiliary
request 2 in that after "length of the rows" in the
last but third line is inserted "or when said rows are
cut at a slanted angle with respect to the | ength of
the rows and conpared to the sane fastener portion when
cut at an angle of 90° with respect to the |ength of

t he rows".

In support of its requests the Appellant essentially
relied upon the foll ow ng subm ssions:

The introduction of the term"rows" resulted in |ack of
clarity because of the lack of a definition of the
first and second direction with respect to these rows
whereas in the clains as granted the first direction
was defined with respect to the thickness of the stem
and head portions of the hook nenbers.

The feature of the separation di stance between adjacent
rows, taken fromthe description, did not help clarify
this issue because in case of slanted cutting that

di stance could be neasured in two different ways:

per pendi cul ar to the extension of the planes of the

adj acent hook nenbers; or in the direction of the rows
(the machine direction). Only the latter was

unanbi guously di scl osed, but only for cutting the rows
at right angles to the machine direction. Therefore al
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requests including the possibility of slanted cutting
of the rows were not adm ssible under Article 84 EPC.
Mor eover, since another possibility of measurenent of
t he space between adjacent hook nenbers was added, the
patent was amended in such a way that Article 123(2)
EPC was viol ated. Going back to the subject-matter of
the granted clainms was no | onger possible because this
woul d extend the scope of protection of the clains over
that resulting fromthe clainms as upheld in opposition
whi ch coul d not be all owed under the principle of
reformatio in peius.

Additionally, the fourth auxiliary request should not
be admtted at such a |late stage of the proceedings. It
was late filed and since it was not clear which | engths
of the rows were to be conpared, this claimwas not
clearly allowabl e and already for that reason not
adm ssi bl e.

The subm ssions of the Respondent are summari sed as
fol | ows:

The feature concerning the "rows" to be cut was clearly
di scl osed and unanbi guously derivable fromthe original
appl i cation.

According to the definition of the first and second
direction with respect to the rows the disclosure of
the application was sufficient to indicate that the
measur enent of the spaces between two adj acent hook
menbers should be in the first direction irrespective
of whether the rows were cut at a right angle or at a
slanted angle. Since the patent was addressed to
persons skilled in the art it was clear that the
separation of the hook nenbers by stretching the base
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inthe first direction was to be nmeasured in that same
direction, as was also indicated in the description of
a preferred exanple (page 6, lines 21 to 30).

The gi st of the patent obviously included sl anted
cutting as well as cutting at right angles. Decision

G 1/99 (QJ EPO 2001, 381) gave several possibilities as
to how reformatio in peius could be avoided, in
particul ar deletion of a feature of the claimwas
acceptable. In any case, a restriction of the clains to
only cutting at right angles, thereby abandoning the
possibility of slanted cutting, would render the patent
conpletely without value. Therefore this restriction
coul d not be expected fromthe Patentee. |If the Board
accepted to continue the proceedings in witing as was
auxiliarily requested, evidence would be provided in
support of the above contention relating to the val ue
of the patent.

Reasons for the Deci sion

1

0497.D

The appeal is adm ssible.

Adm ssi bility of amendnents

Mai n request

The Opposition Division maintained the patent with an
anmended claim9 in which, when conpared to the granted
claim9, the feature "adjacent hook nenbers being
separated by at least 0.5 mlIlimeter"” was introduced.
According to the description as originally filed

(page 10, lines 22 to 30), the hook nenbers are
provided by cutting the ribs at an angle of 90° or
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preferably at an angle of 60° to 70° degrees with
respect to the length of the ribs. Stretching the strip
causes the separation of the hook portions by at |east
0.50 miIlineter, preferably by between 0.635 and 1.0
mllimeter. By this nmethod stem portions are obtainable
whi ch have the cross section in the formof a rectangle
or of a parallelogram The wording of claim9 is such
that the direction of cutting of the ribs is |eft open.
In the decision under appeal the Opposition Division
(see point 34) concluded that the subject-matter of
claim9 invol ved an inventive step because of the
feature of the clainmed distance between the hook
portions. It is therefore considered of the utnost

i nportance that such a feature be supported by the
description and be clear as required by Article 84 EPC

In case of the cutting at right angles this distance
bet ween adj acent hook nmenbers is well defined, as it
can only be neasured in the first direction. However,
in case of slanted cutting the parallel planes of the
facing sides of the adjacent hook nenbers forman angle
with the first direction, nanely the cutting angle.
Under those circunstances the di stance between adjacent
hook nenbers can be neasured in two directions: the
first direction and the direction perpendicular to the
direction of the cut, which neans it is at an angle
with the first direction. This results in two different
neasur enent s.

The Respondent argued that the only direction which
coul d have been neant was the first direction, however
this is contrary to what is usually done when di stances
are nmeasured between parallel planes; there the
measuring direction is perpendicular to the planes.
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The text passage at the top of page 11 of the
description as originally filed, cited by the
Respondent in support of its argunent, cannot help
either. The passage reads: "... and the stretching of
the strip will cause separation of the hook portions by
at |least about 0.50 mllineter ...", thus gives no

i ndi cation of the direction of nmeasurenent of the
separation di stance between the hook portions.

The sane applies in respect of the passage on page 13,
l[ines 14 to 21 of the description as filed, which
reads: "Stretching of the base 53 ... elongated the
strip 50 inits longitudinal direction. The resulting
strip had ... a 0.0977 [sic] center to center machine
directional stemspacing ...". The fact that the center
to center stemspacing is neasured in the machine
direction does not necessarily nmean that the spacing
bet ween adj acent hook nenbers is al so neasured in that
direction. Wth center to center spacing this
measurenent is between two points, between which the

di stance is independent of the direction of cutting;

t he spaci ng between adj acent hook nenbers bei ng between
t he parallel planes containing the facing sides of the
hook menbers, however, is different fromthe distance
nmeasured in the stretching direction.

In view of the small size to be measured and the

i mportance of this feature for defining the subject-
matter clainmed the conclusion is that the subject-
matter of the claimis not sufficiently clearly defined
when slanted cutting is involved. Therefore the claim
does not fulfill the requirenments of Article 84 EPC. As
a consequence the main request is not acceptable.

First auxiliary request
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Caim9 differs fromclaim9 of the main request in

that the feature "adjacent hook menmbers in a row being
separated by at least 0.5 mllinmeter"” is supplenented
by "in the first direction". This direction is defined
as the machine direction or the extension of the rows.

According to Article 123(2) EPC a European patent may
not be anmended in such a way that it contains subject-
mat t er whi ch extends beyond the content of the
application as filed.

As di scussed above, there is no indication in the
originally filed specification as to which of the
possi ble two directions of neasuring the distance

bet ween adj acent hook nmenbers in case of slanted
cutting has to be applied. Only when cutting at 90°
there is an unanbi guous disclosure that this direction
corresponds with the "first direction”. However, the
cl aimdoes not contain the limtation to that manner of
cutting. The feature "in the first direction” is not

di scl osed in conmbination with slanted cutting in the
application as originally filed. Therefore claim?9
contravenes Article 123(2) EPC and for this reason the
first auxiliary request cannot be all owed.

Second auxiliary request

Claim 8 conprises the wordi ng "said spaces between
adj acent hook menbers in a row being at least 0.5 nmm
measured in said first direction, when said rows are
cut at an angle of 90° with respect to the |ength of
the rows".

The content of this amendnment is as such correct; as
di scussed above, there is an unanbi guous disclosure in
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the original application docunents of the spacing being
measured in the first direction which corresponds to
the direction of the length of the rows, when these
rows are cut at an angle of 90° with respect to the

| ength of the rows.

However, the wording of the claim"when said rows are
cut at an angle of 90° with respect to the length of
the rows" does not |limt the scope of the claimto
cutting at a right angle. The amendnent in fact now

| eads to the claimno |onger defining any spacing

bet ween adj acent hook nmenbers in case of slanted
cutting. This leads to an extension of the scope of the
patent as mai ntai ned by the Opposition Division.

It has to be considered whet her such extension is
acceptable in case the proprietor did not appeal the
Qpposition Division' s decision. According to the
principles developed in G 1/99 (supra) in circunstances
where the patent as maintained in anended form woul d

ot herwi se have to be revoked as a direct consequence of
an i nadm ssi bl e amendnment hel d al |l onabl e by the
Qpposition Division in its interlocutory decision,
requests may be filed by the non-appealing patent
proprietor as follows:

" - inthe first place, for an anmendnent introducing
one or nore originally disclosed features which
l[imt the scope of the patent as mmi ntai ned;

- if such alimtation is not possible (enphases
made by the Board), for an anmendnent introducing
one or nore originally disclosed features which
extend the scope of the patent as naintai ned, but
within the limts of Article 123(3) EPC
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- finally, if such amendnents are not possible, for
del etion of an inadm ssible anendnent, but within
the limts of Article (123(3) EPC. "

The amendnent as now proposed by the second auxiliary
request introduces an originally disclosed feature.
However, as already stated, it extends the scope of the
patent as mai ntai ned. Therefore the first solution
referred to in G 1/99 cannot be appli ed.

Consi dering now the second possibility referred to in
G 1/99, it nust first be established that an originally
disclosed limtation of the clained subject-matter is
not possible. The Board is not convinced that this is
the case here, as a limtation of this claimto only
cutting at an angle of 90° with respect to the length
of the rows (or with respect to the first direction)

i ndeed is possible. Thus the anendnent cannot be
allowed as it results in reformatio in peius for the
Appel l ant. The second auxiliary request cannot

t herefore be all owed.

2.4 Third auxiliary request

The Board is well aware that by the restriction to 90°
cutting the Respondent would | ose part of the
protection conferred by the patent as upheld by the
Qpposi tion Division.

However, it is clear fromthe decision G 1/99 that a
further anmendnment that would put the opponent in a
worse situation than if it had not appeal ed shoul d be

rejected in principle.

The only exception to this principle my be made in

0497.D Y A
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ci rcunst ances where the patent as naintained in anended
formwoul d ot herwi se have to be revoked as a direct
consequence of an inadm ssible anendnent held al |l owabl e
by the Opposition Division. It is also clear that the
conditions for such an exception referred to above
shoul d be considered in the cited sequence.

Consi dering the respondent’'s argunent according to
which a limtation to the enbodi ment with 90° cutting
woul d render the scope of protection of the patent too
narrow, the Board does not see any reason to suppose
that the Enl arged Board considered such a limtation of
t he scope of protection unacceptable: on the contrary,
the first condition referred to above explicitly
mentions limtation of the scope of the patent as
anmended wi thout any further condition to be fulfilled.

Furt hernore, when relying on the principles devel oped
in G 1/99, objective considerations based on the
information provided by the application at the tine of
its filing should prevail. So far, no indication

what soever is derivable fromthis application at that
time that the enbodi nrent based on the 90° cutting angle
was technically not feasible or would otherw se not be
suitable as a conmercial product.

If it is later found that another enbodinent is
economcally nore interesting, such a fact being
supported by argunents - or even evidence, as was

of fered by the Respondent - provided after the filing
date of the patent in suit cannot serve as proof to the
Board that the actual value of the patent was rel ated
exclusively to this enbodinment at the filing date of
the patent in suit.
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The request for adjournment of the oral proceedings to
give time for providing such further evidence thus has
to be di sm ssed.

Fourth auxiliary request

By the amendnent of claim9 as upheld by the Qpposition
Division to read

"sai d spaces between adj acent hook nenbers in a row
being at least 0.5 mllimeter neasured in said first

di recti on,

when said rows are cut at an angle of 90° with respect
to the length of the rows or when said rows are cut at
a slanted angle with respect to the length of the rows
and conpared to the sane fastener portion when cut at
an angle of 90° with respect to the length of the rows”

t he Respondent attenpts to include the enbodi nent

i nvol ving slanted cutting. However, again no source for
t he disclosure of the specific spacing of at |east 0.5
mllinmeter in case of slanted cutting was provi ded by

t he Respondent, and the Board cannot identify where it
is disclosed in the claimed context in the patent in
suit or in the application docunents as originally
filed. Since the fourth auxiliary request was submtted
at the end of the oral proceedings before the Board,
i.e. at a very late stage of the proceedings, it can
only be admtted into the proceedings on the condition
that it is clearly allowable. Since there is no basis
for the added features, this condition is not
fulfilled, and consequently the fourth auxiliary
request is not admtted.

None of the requests of the patent proprietor being
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al l owabl e, the patent nmust be revoked.

Or der

For these reasons it is decided that:

1. The decision of the Opposition Division is set aside.
2. The patent is revoked.

The Regi strar: The Chai r man:

M Patin P. Alting van Ceusau
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