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Summary of Facts and Subm ssi ons
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The appel | ant | odged an appeal agai nst the decision of
t he Exam ning Division refusing the application
No. 96 201 483. 3.

The Exam ning Division held that the application did
not nmeet the requirenents of Articles 52 and 54 EPC,
because the subject-matter of clains 1 to 6, which were
subj ect of the decision, was not novel having regard to
the prior art as disclosed in docunent

D1: EP-A 0 273 307

and taking into consideration the comon technical
know edge for the interpretation of the technical
terns, in particular the term"acid nodified

pol yester", used in docunment DI.

In support of its argunents, the Exam ning D vision
further referred to the foll ow ng docunents:

D2a: U | manns Encykl opadi e der techni schen Chem e,
4. Aufl age, Band 22, page 619;

D2b: Ul man's Encycl opedia of Industrial Chem stry, 5th
edition, volune A10, page 460 and

D3: EP-A- 0 384 989.

In the statement setting out the grounds of appeal, the
appel  ant requested that the decision under appeal be
set aside and the case be remtted to the first
instance with the order to further proceed with the
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materi al exam nation of the further requirenments
according to the EPC. He was of the opinion that the
subject-matter of clainms 1 to 6 was novel having regard
to the prior art as disclosed in docunment D1.

As an auxiliary request, the appellant requested that

t he decision be set aside and the case be remtted to
the first instance with the order to further proceed on
t he basis of anended clains filed together with the
grounds of appeal.

Wth a comruni cation dated 10 January 2000, the Board
announced the prelimnary opinion that the subject-
matter of independent clainms 1 and 4 according to the
mai n request and claim 3 according to the auxiliary
request was not novel having regard to the prior art as
di scl osed in docunent DL.

The Board further referred to the foll ow ng docunent
cited in the application:

D4: US-A 4 137 042.

In its provisional opinion the Board found that the
argunents brought forward by the appellant concerning
t he subject-matter of clainms 1 and 4 according to the
mai n request seened not to be such as to refute the
reasoni ng presented by the Exam ning D vision.

In response hereto, the appellant submtted new clains
and requested that the decision under appeal be set
aside and the case be remtted to the first instance
with the order to further proceed on the basis of the
clainms filed with a letter dated 29 March 2000.
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He did not comment on novelty and inventive step of the
cl ai med subject-matter

The appel | ant requested oral proceedings only if the
Board cannot decide favourably on the basis of the
witten subm ssions.

The i ndependent clains 1 and 3 according to the single
request read as follows:

"1l. A thermal dye transfer assenbl age conpri sing:

(a) a dye-donor elenment conprising a support having
thereon a dye | ayer conprising a dye dispersed in
a polyneric binder, said dye being a deprotonated
cationic dye which is capable of being
reprotonated to a cationic dye having a N-H group
which is part of a conjugated system and

(b) a dye-receiving el enment conprising a support
havi ng thereon a polyneric dye inmage-receiving
| ayer, said dye-receiving elenent being in a
superposed rel ationship with said dye-donor
el enent so that said dye layer is in contact with
said polymeric dye inmage-receiving |ayer, said
pol ynmeric dye inmage-receiving |layer containing an
organic acid noiety conprising a sulfonic acid, a
phosphoni ¢ acid or a phosphoric acid as part of
t he pol yner chain which is capabl e of
reprotonating said deprotonated cationic dye, said
pol yneric dye inmage-receiving |ayer conprising a
pol yester, an acrylic polymer or a styrene
pol ynmer."

"3. A process of formng a dye transfer inage
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conpri sing i magew se-heating a dye-donor el enent
conprising a support having thereon a dye | ayer
conprising a dye dispersed in a polyneric binder, said
dye being a deprotonated cationic dye which is capable
of being reprotonated to a cationic dye having a N-H
group which is part of a conjugated system and

i mgewi se transferring said dye to a dye-receiving

el enent to formsaid dye transfer image, said dye-
receiving element conprising a support having thereon a
pol ynmeric dye inmage-receiving |layer, said polyneric dye
i mage-receiving |ayer containing an organic acid noiety
conprising a sulfonic acid, a phosphonic acid or a
phosphoric acid as part of the polynmer chain which is
capabl e of reprotonating said deprotonated cationic
dye, said polyneric dye inmage-receiving |ayer
conprising a polyester, an acrylic polynmer or a styrene
pol ynmer."

Reasons for the Decision

1392.D

Novel ty

Docunment D1, which is regarded as representing the

cl osest prior art, describes a thermal dye transfer
assenbl age from which the subject-matter of claim1l
differs in that the polyneric dye inmage-receiving |ayer
contains an organic acid noiety conprising a sulfonic
aci d, a phosphonic acid or a phosphoric acid as part of
t he pol yner chain.

Docunent D1 teaches the use of an acid nodified

pol yester as an organic image receiving |ayer but does
not describe the type of acid. In particular, docunent
D1 does not disclose the use of a sulfonic acid, a
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phosphonic acid or a phosphoric acid.

The docunents D2a, D2b and D4 do not describe a therma
dye transfer assenbl age conprising, in particular, a
dye-receiving el ement conprising a support having

t hereon a polyneric dye image-receiving |ayer.

Docunment D3 does not disclose a dye |ayer wherein the
dye is a deprotonated cationic dye which is capable of
being reprotonated to a cationic dye having a N-H group
which is part of a conjugated system

Therefore, the subject-matter of claiml is novel. The
sanme argunents apply to the subject-matter of process
claim 3.

The dependent clains 2 and 4 relate to further

enbodi ments of the subject-matter clained in clains 1
and 3, respectively, and, therefore, the subject-
matter of these clains is al so novel.

| nventive step

The question of inventive step was not subject of the
deci si on under appeal. In order to give the appellant
the opportunity to have the issue of inventive step
considered at two instances, the Board exercises its
powers under Article 111(1) EPC to remt the
application for further prosecution before the

Exam ni ng Di vi si on.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

A. Townend A. Burkhart

1392.D



