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Summary of Facts and Subm ssi ons

0829.D

This appeal is fromthe decision of the Opposition
Di vi si on revoki ng European patent No. 0 603 727
concerning a nmethod of papermaking. Ganted clains 1
and 6 are independent and read:

"1. A nethod of maki ng paper wherein a crosslinked,
cationi zed or anphoteric starch is added to the wet end
system wusing as the starch a cationized or anphoteric
starch which has been crosslinked by addi ng enough
crosslinking agent to provide a starch having a %

br eakdown vi scosity of from about 2 to 85% and wherein
the crosslinked, cationized or anphoteric starch has
been jet cooked at a tenperature of from about 90 to
163°C (195 to 325°F) under super atnospheric pressure.”

"6. A crosslinked, cationized or anphoteric starch
conposition for use in papermaki ng conprising a
cationized or anphoteric starch which is crosslinked by
addi ng enough crosslinking agent to provide a starch
havi ng a breakdown viscosity of fromabout 2 to 85%
wherein the crosslinked, cationized or anphoteric
starch is jet cooked at a tenperature of from about 90
to 163°C (195 to 325°F) under super atnospheric

pressure.”

The remaining granted clains 2 to 5 and 7 to 9 are
dependent on claim 1 and 6, respectively.

The Respondents | and Il (Opponents | and I1) filed
noti ces of opposition based on | ack of novelty and of
inventive step (Article 100(a) in conbination with
Articles 52(1), 54 and 56 EPC). Respondent | raised
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al so insufficiency of disclosure as ground of
opposition (Article 100(b) EPC)

Respondent | filed under cover of a letter dated

2 March 1999 an experinental report on a series of
conparative tests carried out by a third person
(Laboratoires Cerbia-lris) on starch sanples provided
by Respondent |. This experinmental report conprised
details as to the nmethod actually used by the third
person for neasuring the percent of breakdown viscosity
(hereafter "9BV') as well as a copy of the follow ng

docunent :

Docunment (11)= WC. Shuey et al., "The Anyl ograph
Handbook", A . A.C.C., USA 1988, pages 1
to 36.

Al so Respondent |1 neasured the %8BV on starch sanpl es

provi ded by Respondent | and filed the obtained results
under cover of a letter dated 19 April 1999.

The Opposition Division held that Respondent | had
sufficiently substantiated (Rule 55(c) EPC) within the
none- nont h opposition period the ground of opposition
under Article 100(b) EPC

It considered inter alia that in the opposed patent the
nmet hod for neasuring %8BV was not disclosed in a manner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art.

In particular, the skilled person could not derive from
the patent in suit a clear instruction, as to which
heating rate and which pH value had to be used when
measuri ng the 9%BV.
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The Opposition Division also decided to disregard the
experinmental data filed by Respondent Il under cover of
the letter of 19 April 1999 since these were filed late
and not nore relevant than those carried out by the
third person and already fil ed by Respondent 1.

I V. The Appel |l ant appeal ed against this decision and filed
with the grounds of appeal two new sets of anended
clainms as first and second auxiliary requests. Three
further sets of anended clains were filed by fax on
29 January 2004(third auxiliary request) and on
4 February 2004 (fourth and fifth auxiliary requests).
At the oral proceedings held on 9 February 2004 before
the Board the Appellant no | onger maintained the
objection previously raised in witing as to the fact
that the ground of opposition under Article 100(b) EPC
had not been sufficiently substantiated by Respondent |
Wi thin the nine-nonth opposition period.

V. The Appellant submtted orally and in witing the

foll owi ng argunents:

- The patent in suit disclosed at page 7, lines 10
to 21, the nethod actually used by the inventors
for measuring the %8BV (hereinafter "the nmethod of
Exanple 111"), which nmethod was clearly
reproduci ble by a person skilled in the art of
starches. In particular, the fact that anhydrous
starch sanples were to be used for the neasurenent
woul d have been self-evident. Mreover, in the
nmet hod of Exanple Il1l the expression "rapid
heati ng" woul d unanbi guously identify the
uncontrol | ed heating rate obtained when

0829.D



VI .

0829.D

- 4 - T 0782/ 99

positioning the heat swtch of the precisely
identified apparatus (i.e. the Brabender

vi scoanyl ograph) in the only possible position
ot her than that of controlled heating rate of
1.5°C/ mn.

It was self-evident that the nethod for neasuring
the 9BV di scl osed at page 10, lines 15 to 20
(hereinafter "the nethod of Exanple VI") was
substantially identical to that of Exanple I1I
even though an error in drafting the parent
application had rendered its description
contradictory. This error could however be anmended
under the provisions of Rule 88 EPC. Thus, it
woul d be evident that the nethod of Exanple Vi
conprised the use of the sane citric acid solution
as disclosed in Exanple 111

The argunents submtted orally and in witing by the
Respondents may be summarized as fol |l ows:

Two different nmethods for neasuring the 9BV were
disclosed in the patent in suit. They resulted
necessarily in different “BV val ues, therefore the
skill ed person would not know which of the two

nmet hods was to be used for carrying out the

i nventi on.

Mor eover, none of the two nethods was disclosed in
a manner sufficiently clear and conplete to be
carried out by a skilled person. In particular,
the latter would not consider reasonable to use in
the nethod of Exanple |1l the uncontrolled "ful
power" setting of the Brabender viscograph for the
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heating, since it would expect that such non-
conventional heating conditions wuld be
detrinmental to the reproducibility of the
nmeasurenent. Therefore, it would disregard the
instruction to use "rapid heating"” as unclear or
erroneous and use instead the conventi onal
controlled heating rate of 1.5°C/ mn. Moreover,
the skilled person would not learn fromthe patent
in suit whether anhydrous starch sanples or only
roughly dried ones, i.e. still conprising
substantial anpbunts of water, were used in the
test of Example II1.

- Additionally, the skilled person would i mredi ately
recogni se that the nmethod of Exanple I1l could not
possibly result in %8V values falling in the range
defined in the patent clainms, when applied to
starches identical or simlar to those of the
pat ent exanples, since in this nethod the
treatnment at 95°C for 30 mnutes at the discl osed
strongly acidic pH would inevitably produce
conpl ete hydrol ysis of these starches to a non-

vi scous |iquid.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be nmaintained as
granted or on the basis of the first or second
auxiliary request filed with the grounds of appeal, or
of the third auxiliary request filed by fax of

29 January 2004 or of the fourth or fifth auxiliary
requests filed by fax of 4 February 2004. Furthernore,
it requested correction of the description, page 10,
lines 15 to 18.
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The Respondents requested that the appeal be di sm ssed.

Respondent |1 further requested that the experinental
data fil ed under cover of the letter dated 19 Apri
1999 be admtted into the proceedings.

Reasons for the Decision

1

1.2

0829.D

Sufficiency of disclosure of the patent as granted
(Articles 83 and 100(b) EPC)

The starch referred to in the i ndependent granted
claims 1 and 6 is, before being jet-cooked, crosslinked
by using an amount of crosslinker sufficient to produce
a Y8V of fromabout 2 to 85%

The Respondents have contested the sufficiency of
di scl osure of the patent in suit only with regard to
t he nethod for neasuring such 9%BV.

Rel evant disclosure in this respect is to be found in
t he above-identified portions of the patent
specification (see above point V of the Facts and
Submi ssions) that describe the nmethod of Exanple I
and that of Exanple VI.

The met hod of Exanple VI conprises however an obscure
definition of the solution into which the starch is to
be di ssolved as a ".sodiumcitrate solution (52.55
citric acid nonohydrate dihydrate dissolved in...". In
this definition the expression "citric acid nonohydrate
di hydrate" is undisputedly erroneous and contradictory
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in respect of the i mediately precedi ng "sodi um
citrate".

1.3 The Appel |l ant has argued that the nethod of Exanple VI
was substantially identical to that of Exanple Ill and
that this would be apparent fromthe description of
Exanple VI, which starts with "Viscosity anal ysis...was
run using a C. W Brabender Viscoanyl ograph as in
Example 1l11.". Since in Exanple IIl "citric acid
nmonohydrate” is the conpound used for form ng the
solution to which the starch is added, it concl uded
that it would also be inmediately evident that a citric
acid solution had necessarily been used al so in Exanple
VI. Hence, the Appellant concluded that it would have
been possi bl e under the provisions of Rule 88 EPC to
amend accordingly the above identified (only apparently)
obscure expression in Exanple VI.

1.4 The Board finds however that the reference to the
nmet hod of Exanple Il1l given at the beginning of the
description of the nmethod of Exanple VI does not
excl ude the existence of differences between the two
%8V neasuring nmethods. On the contrary, it is
i medi ately evident fromthe subsequent portion of
Exanple VI that in this latter nethod at |east the used
anmount of solution (20 g) is different fromthat (i.e.
30 m) used in the nmethod of Exanple Il1l. This fact has
not been disputed by the Appellant.

Therefore, the Board finds that it is not possible to
unanbi guously derive fromthe patent in suit that the
conmpound used in the nmethod of Exanple VI for preparing
the solution nmust necessarily have been the sane as in
Exanple I1l1 (i.e. "citric acid nonohydrate") rather

0829.D
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than, e.g., its sodiumsalt (i.e. the "sodiumcitrate"
al so nentioned in the obscure definition cited above at
point 1.2).

Accordingly, it is not possible to establish with
certainty which definition of the chem cal conposition
of the solution should replace the present defective
definition given in the nmethod of Exanple VI at

page 10, lines 15 to 18. Thus, also its clarification
as requested by the Appellant is not allowabl e under

t he provisions of Rule 88 EPC and nust be refused.

The Respondents have naintained that, even if affected
by uncertainty as to whether the used conpound for the
solution in Exanple VI was citric acid or its sodium
salt, it would still be apparent that this exanple

di scl osed a second nethod for neasuring the %8V and
that it would necessarily provide viscosity
nmeasurenents different fromthose of Example I1I1.

They concluded, therefore, that the existence of these
di fferent nethods for measuring the 98V woul d oblige
the skilled person to guess which of them should be
used by the person skilled in the art when attenpting

to carry out the invention.

This argunment inplies inter alia the assunption that
the person skilled in the art, who wants to carry out
the invention defined in the patent in suit, would
regard both the nethod of Exanple IIl and that of
Exanple VI as suitable for nmeasuring the %BV.
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In the present case however, as di scussed above at item
1.4, an erroneous and contradictory instruction as to
the kind of solution is present in the nethod of
Exanpl e VI.

Hence, only the nmethod of Exanple IIl is at |east prim
facie suitable for carrying out the invention.

This conclusion is corroborated by the letter of

18 Decenber 1997 of Respondent | (see grounds of
opposition, page 6, lines 6 to 7) explicitly

acknow edgi ng that the only precise nethod for
nmeasuring the %8V disclosed in the patent in suit is
that of Example II1.

1.7 Therefore, the Board concludes that the person skilled
in the art would attenpt to carry out the invention
considering only that nethod for neasuring the 9BV the
di scl osure of which is free fromevidently erroneous
and contradictory instructions, i.e. that of Exanple
11, and would disregard the evidently defective
information in Exanple VI.

1.8 The Respondents contented that the disclosure of the
nmet hod of Exanple Il was insufficient and incorrect,
taking into account:

(a) the absence of any explicit indication as to the
wat er content of the dried starches sanples tested

with this nethod.

(b) that the disclosed "rapid heating” cannot be used
for determning the %BV.

0829.D
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In the Board's view these Respondents' allegation are

not convincing for the foll ow ng reasons.

In respect of the absence of explicit indication of the
water content in the starch sanples tested with the

nmet hod of Exanple I1l, the Board observes that, as
credi bly maintained by the Appellant, in the absence of
any explicit instruction the person skilled in the art
woul d necessarily assune that the given weight anount,
the sane for all the different starch sanples anal yzed
in Exanple 111, can only refer to the weight of

anhydr ous starch.

Mor eover, the above finding is also inplicitly
confirmed by the fact that Respondent | has not raised
in the grounds of appeal any doubts as to howto
prepare the starch sanples that it alleged to have
tested according to this method (see page 6, lines 8 to
13, of the grounds of opposition of Respondent 1), nor
has found necessary to specify in any of its

subm ssions the water content of the starch sanples
that it has sent to the third person or to Respondent
1.

Therefore, the Board considers credi ble that the person
skilled in the art would assunme that the wei ght anount
given in the nethod of Exanple Ill for the starch
sanple refers to that of the anhydrous starches.

Wth regard to the expression "rapidly heating”, the
Respondents conceded that (as suggested by Docunent
(11), left colum, line 9) this would per se clearly
instruct the person skilled in the art of viscosity
measurenents to set the heat speed control knob or
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switch of the Brabender viscoanyl ographs on the "ful
power " uncontrol |l ed heating position.

The Respondents have correctly observed that such
setting of the heating rate is normally not used up to
t he maxi num t enper ature when determ ning the 9BV
according to the standard procedures conventional in
the field of starches (wherein the uncontrolled "rapid
heating"” is used only during the initial tenperature
rise up to e.g. 65°C, see Docunent (11), left colum,
[ine 9).

However, the Board finds that, even if it is not
conventional to "rapidly heating" starches up to 95°C,
this remains a clear instruction that the person
skilled in the art is able to repeat. Since there is no
obligation for an inventor to describe how to carry out
its invention by using only conventional tests, it is
irrel evant whether or not the nethod of Exanple IIl is
conventional, as long as it is a clear instruction for
the person skilled in the art who intends to carry out

the i nventi on.

The Respondents have argued that even if per se the
instruction to apply rapid heating could be regarded as
clear, this instruction would neverthel ess be

consi dered erroneous by the person skilled in the art
who woul d use instead the controlled heating rate of
1.5°C/ mn.

They mai ntai ned that the person skilled in the art
woul d expect that the uncontrolled "rapid heating" rate
woul d render the neasurenent not reproducible, in
particul ar, when using different apparatuses.
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Significantly different 9BV val ues were also to be
expect ed when repeating the neasurenent on sane sanple
with the sane apparatus, especially at increasing tine
span between the two neasures, in view of the

unavoi dabl e wear and tear of the machi ne.

The Board observes that in the real world

reproduci bility of a neasurenent does not nean
production of perfectly identical results. The
reproducibility (or reliability) of a measuring nethod
is given if the results of this nethod on repetition
fall within an error margin which is appropriate and
acceptable for a given situation and the particul ar
pur pose ai nmed at.

Therefore, the Board accepts that a certain |evel of
reproduci bility upon repetition is also required for

t he ¥BV neasurenents according to the nethod of Exanple
I11. However, the subm ssion that "rapid heating"
actually resulted in a lack of reproducibility upon
repetition (or, in other words, in unacceptable errors
in the determ nation of %8V val ues) requires
experinmental evidence support it.

Actual |y, none of the experinental evidence provided by
Respondent | tested the reproducibility of the %8BV

obt ai nabl e under "rapid heating”". On the contrary, al
the avail abl e data were obtained by using a controlled
heating rate of 1,5 °C/ mn. Therefore, in the absence
of supporting experinental evidence, the Respondents’
"lack of reproducibility" submssion is to be dism ssed
as a nere allegation.
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In this respect, the Board observes that also the
experinmental data filed by Respondent Il under cover of
the letter dated 19 April 1999, use only a controlled
heating rate of 1,5 °C/ mn. Thus, the Board sees no
reason to deviate fromthe findings of the oppositions
di vi si on, which considered that these undisputedly late
filed data were not nore relevant than those provi ded
by Respondent | under cover of the letter dated 2 March
1999 and decided to disregard them Hence, the request
of Respondent Il to admt the data filed under cover of
the letter dated 19 April 1999 into the proceedings is
refused.

Finally, Respondent | mmintained that the nethod of
Exanple 111 would be necessarily erroneous because,

i ndependently as to how the starch sol ution was heated
up fromroomtenperature to 95°C, any cationi zed and
slightly crosslinked starch simlar to those of the
pat ent exanples would be fully hydrolyzed during the
final 30 mnutes step at 95°C under the used very
acidic conditions. Thus, no such starches m ght ever
have a 9BV value of 85%or |less, as required in granted
clainms 1 and 6, if the Y8V was neasured under the
conditions given in Example I11.

However, also in this respect the Board finds that in
t he absence of supporting experinental evidence the
Respondents' objection anbunts to a nere all egation.
The results of the avail able data obtained at constant
heating rate of 1.5°C do not all ow excluding the
possibility that the high %8V val ues neasured in these
experinments were due to the prol onged heating phase at
controll ed heating rate rather than to the 30 m nutes
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treatnments at 95°C. Therefore, also this argunent of
t he Respondents is found not convincing.

The Board finds, therefore, that the disclosure of the
patented invention is sufficiently clear and conpl ete
for the invention to be carried out by a person skilled
inthe art. In particular, the Board concl udes,
contrary to the finding of the decision under appeal,

t hat Respondents have provided no convincing argunent
or evidence showi ng that the patent in suit does not

di scl ose correctly or in sufficient details howto
neasure the %BV.

It follows fromthe above that the subject-matter of
the clains of the granted patent, i.e. the Appellant's
mai n request, is not open to the objection under
Article 100(b) on which the Respondents reli ed.
Therefore, there is no need to deal with the clains of
the auxiliary requests.

In the present case, the Qpposition Division has not

yet considered the issues of novelty and inventive step,
whi ch are essential questions regarding patentability

of the clainmed subject-matter. Therefore, the Board
considers it as justified to remt the case to the

first instance for further prosecution (Article 111(1)
EPC) on the basis of the clains of patent as granted.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

3. The request for correction of the description, page 10,
lines 15 to 18 is not all owed.

4. The experinental data filed under cover of the letter
dated 19 April 1999 are not admtted into the
pr oceedi ngs.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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