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Summary of Facts and Subm ssi ons

1885.D

The grant of European patent 0 601 163, in respect of
Eur opean patent application 93 913 585.1, filed on

25 June 1993 as international application

PCT/ JP93/ 00868 (published under N° WO A-94/00099) and
claimng a right of priority in Japan of 29 June 1992
(JP 170911/92), was published on 20 March 1996. The
patent as granted contained the follow ng i ndependent

cl ai ms:

"1. A conposition for treating keratinous fibers, which
conpri ses:

(A) Afirst agent containing a nmetal ion,

(B) A second agent conpri sing:

(B-1) An organic or inorganic conmpound which is capable
of readily pernmeating into the keratinous fibers and
can forma water-insoluble or sparingly sol uble conpl ex
together with said netal ion of conponent (A), and
(B-2) An organic conmpound which cannot readily perneate
into the keratinous fibers, and which reacts with said
nmetal ion of conmponent (A) to forma water-soluble
conpl ex. "

"2. A conposition for treating keratinous fibers
according to claim1, which conprises:

(A) Afirst agent containing a nmetal ion,

(B) A second agent conpri sing:

(B-1) An organic or inorganic conmpound which has

nol ecul ar wei ght of 180 or |ess and can forma water-
i nsol ubl e or sparingly soluble conplex together with
said netal ion of conponent (A), and
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(B-2) An organic compound which has nol ecul ar wei ght
over 180 and which reacts with said netal ion of
conponent (A) to forma water-sol uble conplex."”

"10. A nmethod for treating keratinous fibers which
conprises steps A and B

A: treating keratinous fibers with a first agent
containing a netal ion,

B: when predetermned tine el apses after step A
treating the hair which had undergone step A treatnent
with a second agent conprising: an organic or inorganic
conmpound which is capable of readily perneating into

t he keratinous fibers and can forma water-insol uble or
sparingly soluble conplex together with the nmetal ion
of the first agent, and an organi c conpound which
cannot readily perneate into the keratinous fibers and
which reacts with the netal ion of the first agent to
forma water-soluble conmplex.”

A notice of opposition was filed on 20 Decenber 1996,

in which revocation of the patent was requested on the
grounds of Article 100, paragraphs (a) and (b), EPC,

that the clainmed subject-matter |acked novelty and
inventive step and that the patent did not disclose the
invention in a manner sufficiently clear and conpl ete
for it to be carried out by a person skilled in the art.
The foll ow ng docunents were nentioned:

D1: JP-A2-01 233 208 (referred to as Chem cal abstract
112: 185567 (D1A));

D2: JP-A-55 108 812;

D3: EP-A-0 114 414;
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D4: DE-A-3 833 681.

In a decision notified in witing on 2 June 1999, which
was based on five sets of clains as the main and the
first to fourth auxiliary requests submtted during the
oral proceedings, the Qpposition Division found that
the patent could be maintained in amended form
according to the fourth auxiliary request. Claim1 of
the fourth auxiliary request read as foll ows:

"1. A nethod for treating keratinous fibers which

conprises steps A and B

A treating keratinous fibers with a first agent
containing an ion of a metal selected fromM, Ca,
Zn, Ag, A, Ba, WMh, Fe and Ni

B: when predetermned tinme el apses after step A
treating the hair which had undergone step A
treatment with a second agent conpri sing:

(B-1)an organic or inorganic conmpound which is capable
of readily pernmeating into the keratinous fibers
and can forma water-insoluble or sparingly
sol ubl e conpl ex together with the netal ion of the
first agent, wherein the organic sources of
conponent (B-1) are selected fromformc acid,
acetic acid, proprionic acid, butyric acid,

i sobutyric acid, valeric acid, isovaleric acid,
sorbic acid, lactic acid, oxalic acid, malonic
acid, succinic acid, glutaric acid, naleic acid,
fumaric acid, citraconic acid, itaconic acid and
tartaric acid, and wherein the inorganic sources
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of conponent (B-1) are selected fromchlorine ion,
hydroxyl ion, nitrite ion, sulfate ion, phosphate

ion, borate ion and carbonate ion, and

(B-2)an organi c conpound which cannot readily perneate

into the keratinous fibers and which reacts with
the netal ion of the first agent to forma water-
sol ubl e conpl ex, wherein said second organic
conmpound i s selected fromthe group consisting of
pol ycar boxylic acid, oxypolycarboxylic acid,

am nopol ycar boxylic acid and pol yphosphonic acid."

In its decision, the Opposition Division held that:

(a)

(b)

(c)

The clains according to the main, first and second
auxiliary requests, which all contained a

di scl aimer, contravened the requirenents of
Article 123(2) EPC and were not adm ssi bl e;

the clains according to the third auxiliary
request fulfilled the requirenents of Article 123,
par agraphs 2 and 3, EPC. However, due to
functional definitions in Claiml, the

requi renents of Article 83 EPC were not fulfill ed;

the clains according to the fourth auxiliary
request fulfilled the requirenents of the EPC. So
did the description that had been brought into
line with those clainms. Therefore, the anmended
patent fulfilled the requirenments of the EPC.
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On 27 July 1999, the opponents (appellants) | odged an
appeal against that decision; the fee for appeal was
paid on the sane day. The statenent setting out the
grounds of appeal was received on 8 Cctober 1999.

In a letter dated 24 May 2004, the respondents

mai ntai ned the set of clains according to the fourth
auxi liary request underlying the inpugned decision as
t he main request and encl osed two sets of anended
clainms as the first and second auxiliary requests.

Oral proceedings were held on 24 June 2004. The

appel lants submitted a translation of parts of JP-A2-01
233 208 (D1) and requested that they be allowed to
submt a provisional translation of the conplete
specification of Dl. The respondents filed a set of
amended clains replacing the first auxiliary request
submtted with letter dated 24 May 2004. Caim1l of the
first auxiliary request reads as foll ows:

"1l. A nethod for treating keratinous fibers which
conprises steps A and B

A treating keratinous fibers with a first agent
containing an ion of a metal selected fromM, Ca,
Zn, Ag, A, Ba, Mi, Fe and Ni, wherein said netal
ion is contained in said first agent in an anount
of fromO0.05 to 20.0% by wei ght based on the total
wei ght of the first agent

B: when predetermined tinme el apses after step A
treating the hair which had undergone step A
treatment with a second agent conpri sing:
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(B-1)an organic or inorganic conmpound which has a

nol ecul ar wei ght of 180 or less and is capabl e of
readily perneating into the keratinous fibers and
can forma water-insoluble or sparingly soluble
conpl ex together with the netal ion of the first
agent, wherein the organi c sources of conponent
(B-1) are selected fromformc acid, acetic acid,
propi onic acid, butyric acid, isobutyric acid,
valeric acid, isovaleric acid, sorbic acid, lactic
acid, oxalic acid, malonic acid, succinic acid,
glutaric acid, maleic acid, fumaric acid,
citraconic acid, itaconic acid and tartaric acid,
and wherein the inorganic sources of conponent (B-
1) are selected fromchlorine ion, hydroxyl ion,
nitrite ion, sulfate ion, phosphate ion, borate
ion and carbonate ion, wherein said conponent (B-
1) is contained in said second agent in an anount
of fromO0.1 to 10.0% by wei ght based on the total
wei ght of said second agent, and

(B-2)an organi c conpound which has a nol ecul ar wei ght

over 180 and cannot readily perneate into the
keratinous fibers and which reacts with the netal
ion of the first agent to forma water-soluble
conpl ex, wherein said second organic conponent is
sel ected fromthe group consisting of

pol ycar boxylic acid, oxypolycarboxylic acid,

am nopol ycar boxylic acid and pol yphosphoni ¢ aci d,
wherein said conponent (B-2) is contained in said
second agent in an anopunt of fromO0.01 to 20.0% by
wei ght based on the total weight of said second
agent . "
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The appel l ants argued essentially as foll ows:

(a)

(b)

(c)

No formal objections were raised against the
amendnents in the main and first auxiliary

requests discussed during the oral proceedings.

As regards sufficiency of the disclosure, organic
conpounds (B-2) in daim1l according to the main
request were only defined in general terns.
Further, Caim1l contained functional features
such as "capable of readily perneating”, "cannot
readily perneate” and features having a rel ative
meani ng such as "water-sol ubl e conpl ex". According
to the description, conponents having a nol ecul ar
wei ght bel ow 180 woul d easily perneate inside the
fibres, conponents with a nol ecul ar wei ght greater
than 180 woul d not and a "sparingly water soluble
conpl ex” would have a solubility of |ess than

0. 29/ 100g at 25°C. However, these features were
not mentioned in Caim1l. Furthernore, the
definitions for conmponents B-1 and B-2 in Caim1l
bot h i ncluded pol ycarboxylic acids and the
description did not disclose howto differentiate
bet ween these conponents. Since the solubility
mentioned in the description only related to the
wat er insoluble or sparingly soluble conplex, the
term "wat er-sol ubl e"” | acked a clear definition
Therefore, the conposition defined in Claim1l
enconpassed enbodi ments that could not be carried

out .

As to novelty, Caim1l according to the first
auxiliary request specified a concentration for
t he conponents used in the nethod but the
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predeterm ned tine between steps A and B was not
[imted and could be zero. Since natural water
cont ai ned hi gh anmounts of cal ci um and nmagnesi um

it was suitable as a first agent as defined in the
cl ai med net hod. Exanple 2 of D3 disclosed a nethod
of treating the hair conprising the use of water

| actic acid and a copolynmer of acrylic acid, which
conponents fell within the definitions of Caim1l
for the first agent and conponents B-1 and B- 2,
respectively. Calciumlactate was sparingly
soluble in water. DI1A disclosed a nethod of
treating the hair conprising the use of water
sodi um oxal ate and the sodium salt of

et hyl enedi am ne tetraacetic acid (sodi um EDTA) .

Cal ci um oxal ate was sparingly soluble in water
Even if the predetermned tine was not zero, the
sequence of the application would not confer
novelty. The translation of parts of D1 as

subm tted during the oral proceedi ngs showed t hat
t he sequence of the application of the agents in
D1 was not different fromthat as clainmed. In that
respect, the appellants were prepared to file a
conpl ete provisional translation of D1, which
concerned a docunent cited fromthe outset of the
proceedi ngs. Exanple 7 of D3 showed that al um nium
ions precipitated in a basic environnment and that
t he conbi nation of anionic and cationic copol yners
al so precipitated. These precipitations inplied
that a water-sol uble conplex was fornmed between
the alum niumions and the anionic copol yner.
Therefore, the nethod of Claim1 according to the

first auxiliary request was not novel.
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As regards inventive step, the closest prior art
docunent was D1A, which disclosed a nethod of hair
preparation conprising the steps of applying a
first agent, containing conponents that fel
within the definitions for conponents B-1 and B-2
in Cdaim1lin suit, and of successively applying
an agent containing a nmetal ion, also falling
within the definition for the first agent in
Claim1 in suit. D1lA ainmed at producing insoluble
substances within the hair to inprove the firmess
and the elasticity thereof. daim1l in suit
defined a reversed order of application, i.e.
treating the hair first with the agent contai ning
the metal ion and then with the agent containing
conponents B-1 and B-2. Since a reversal of the
order of the application still produced a
precipitation of insoluble conponents within the
hair, as in DlA the sequence of the steps of
application was not inportant. The only question
was, whether or not a sufficient anmount of netal
ion was applied, not which sequence of steps was
applied. The proprietors, who amended the cl ains
in view of the disclosure of DIA, had the onus to
denonstrate any inprovenents. This burden had not
been di scharged, however, since it had not been
shown that an inproved effect was associated with
a reversal of the treating steps. Thus, the
probl em underlying the patent in suit over DA
nmerely consisted in the provision of an
alternative nmethod. For the skilled person | ooking
for an alternative nmethod, however, a reversal of
t he application steps was an obvi ous mneasure.
Therefore, the clainmed nmethod was not inventive.
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The respondents argued essentially as foll ows:

(a)

(b)

The amendnents to the clains of the main and the
first auxiliary requests were all based on the
application as filed.

As regards sufficiency of the disclosure,
conponents B-2 were defined in clear chem cal
ternms as organi c substances that did not perneate
easily into the fibres and should be capabl e of
formng a water-soluble conplex with the netal ion.
The patent in suit disclosed a way to find out
whet her or not a conpound did not perneate easily
into the fibre, e.g. a nolecular weight greater
than 180. The term water-sol ubl e was common.
Furthernore, according to the description, a
conpl ex forned between a netal ion and conponents
B-2 was water-soluble, if its water-solubility was
greater than 0.2g/100g at 25°C. Al conponents B-2
formed wat er-sol ubl e conpl exes, which fulfilled
the conditions defined in aiml. In Exanple 7 of
D3 a separation |layer was forned by the

preci pitation of alum nium hydroxide, on the one
hand, and of the gel obtained fromthe conbination
bet ween ani oni ¢ and cationic copolyners, on the

ot her hand. Thus, that exanple did not teach the
formati on of a water-sol uble conplex between the
ani oni ¢ copol ymer and the alum niumion. Since
sufficiency had been acknow edged by the
OQpposition Division, the burden of proof was on

t he appel l ants. However, they had not produced any
concrete facts showi ng that the disclosure was

i nsuf ficient.
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The translation of parts of D1 was a new docunent,
on whi ch new argunents were based. Further, no
concl usion could be drawn fromthat translation,
because the neaning of terns such as anionic and
cationic conmponents were not clear, and no
certified conplete translation was avail abl e.
Hence, that translation of parts of Dl should be
di sregarded. A provisional translation was not
reliable and its filing during the oral
proceedi ngs shoul d not be permtted.

As to novelty of the subject-matter of Claiml
according to the first auxiliary request, the
specified anounts for the netal ions distinguished
the first agent fromnatural water. Furthernore,
Claim1l1l nmade clear that the first and second
agents should not be applied together.

Docunent DI1A di scl osed the application of a
shanpoo, containing sodi um oxal ate and sodi um EDTA,
and a rinse containing ZnSO4*7H20. The shanpoo was
applied before the rinse to produce insoluble
substances within the hair. Since the sequence of
application of the agents as cl ai med was reversed
with respect to that of D1A, i.e. a netal ion was
applied firstly, DLA was not prejudicial for

novel ty.

The exact conposition of the anionic copol yner of
vinyl acetate, crotonic acid and acrylic acid was
not indicated in Exanple 7 of D3. Hence, a
reproduction of that copolyner to neasure the
solubility of a conmplex fornmed with alum niumion
was not possible. Furthernore, Exanmple 7 of D3 did
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not di sclose that a water-sol uble conpl ex between
al um nium and t hat ani onic copol yner was forned.
On the contrary, the description of D3 made cl ear
that a separation |ayer was formed, which included
the separate precipitation of the netal ion.
Exanple 2 of D3 nentioned a pretreatnment with an
agent containing lactic acid but no netal ions. If
wat er was used before, it would only provide netal
ions in trace anmounts, which would not forma

wat er insoluble conplex. In any case, D3 did not
di scl ose that natural water provided netal ions
for reaction with an oxalate anion to forma water
i nsol ubl e conpl ex. The sane concl usion applied to
Exanpl e 6. Hence, D3 was not prejudicial either
for novelty.

Therefore, the clained subject-matter was novel .

As regards inventive step, the closest prior art
docunent was D1A, which ainmed at a durable
springi ness and toughness to be inparted to the
hair. Since by the clainmed sequence of steps,
conpared to that of Dl1A, a higher anmount of netal
ion penetrated into the fibres and fornmed even
nore insol ubl e conpl ex, the objective problem
underlying the patent in suit was to provide a
nmet hod by which firmess and el asticity of the
fibres could be further inproved. The sol ution
consisted in the nethod as cl ai nmed, having the
particul ar sequence of steps. The exanpl es showed
t hat the probl em had been sol ved. The appell ants
had not proven anything to the contrary.
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D1A gave no hint on how to inprove the firmmess
and elasticity of the treated hairs. On the
contrary, since the application of a rinse agent
necessarily followed the application of a shanpoo,
D1A did not render it obvious to reverse the order
of application of the agents. Wthout reversing

t he sequence of the application steps, however,
the effect of the clainmed subject-matter would not
be obt ai ned.

D2, D3 and D4 did not concern pernmanent wavi ng of
the hair and could not supplenment the teaching of
D1A.

Therefore, even if the problemwas the nere

provi sion of an alternative nethod, the nmethod of
Claim1 in suit would not be rendered obvious by
the cited prior art. Consequently, the clained

subject-matter involved an inventive step.

The appel | ants (opponents) requested that the decision
be set aside and that the European patent be revoked.

The respondents (proprietors) requested that the appeal
be dism ssed, alternatively that the patent be

mai ntai ned on the basis of either the first auxiliary
request submtted during the oral proceedings or the
second auxiliary request filed with letter dated 24 My
2004.
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Reasons for the Decision

1

The appeal is adm ssible.

Mai n request

3.2

1885.D

Amrendnent s

The anmendnments to the clainms according to the main
request, which is identical to the fourth auxiliary
request underlying the inpugned decision, have not been
objected to by the appellants, i.e. neither during the
opposi tion proceedi ngs nor during the appeal

proceedi ngs. The Board has no reason to take a

di fferent position.

Sufficiency of the disclosure

An invention is sufficiently disclosed within the
nmeani ng of Article 83 EPC if a person skilled in the
art can carry it out on the basis of the information
provided in the patent specification as filed in the
[ ight of comon general know edge.

The appellants do not contest that the invention can be
carried out under the particular conditions exenplified
in the patent in suit. Their objection is based on the
argunent that conponent B-2, to be used in the clained
nmethod, is defined inter alia by its function in
Claim1, i.e. "which cannot readily perneate into the

kerati nuous fi bres".
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That functional feature used to define conponent B-2 is
gi ven wi t hout any neasuring conditions under which it
can be ascertai ned whether or not the feature is
fulfilled. Further, conponent B-1 includes dicarboxylic
acids such as oxalic acid, malonic acid, succinic acid,
glutaric acid, maleic acid, fumaric acid, citraconic
acid, itaconic acid and tartaric acid, which

di carboxylic acids are pol ycarboxylic acids accordi ng
to the definition for conponent B-2. Thus, Claim1l does
not exclude that the sane pol ycarboxylic acid is used
for conponent B-1 and for conponent B-2. Consequently,
the skilled person does not get any clear teaching on
how to di stinguish the two conponents from each ot her
However, since conponents B-1 and B-2 have to fulfi
different functions, it is apparent that if an

i dentical conmpound is used for both conponents the

cl ai med i nventi on cannot be carried out.

Furthernore, the definition of conponent B-2 relates to
an indefinite nunber of possible alternatives, provided
that they achieve the desired result. To neet the
requirenments of Article 83 EPC, they nust all be

avai lable to the skilled person (T 435/91, QJ 1995, 188,
in particular point 2.2.1 of the Reasons). According to
t hat deci sion, the available information nust enable
the skilled person to achi eve the envisaged result

wi thin the whole anbit of the claimcontaining the
"functional "™ definition w thout undue difficulty, and

t he description with or without the rel evant comon
general know edge nust provide a fully self-sufficient
techni cal concept as to how the envisaged result is to
be achieved. Therefore, it has to be established

whet her or not the patent specification discloses
singl e enbodi nents or a technical concept fit for



3.4

3.5

3.6

3.7

1885.D

- 16 - T 0762/ 99

general i sation which nakes available to the skilled
person the range of variants enconpassed by the

functional definition in Caiml.

The patent in suit discloses only one way to ful fil

that functional definition, nanely that the nol ecul ar
wei ght of organi c conpound B-2 shoul d be higher than
180, otherwise it would easily perneate into the
keratinous fibres, where it would hinder the deposition
of the water-insoluble conplex (page 3, lines 41 to 45).
However, the feature defining that way of fulfilling
the functional definitionin Claimlis presented as a
preferred enbodi nent only. Consequently, the patent in
suit does not disclose any concept fit for
general i sati on, which would enable the skilled person
usi ng common general know edge to achi eve the envi saged
result (non readily perneable) w thout undue burden
within the whole anmbit of Caiml.

In this respect, the respondents have not shown that it
was possible to identify, on the basis of the
information in the patent and using conmon gener al

know edge, conmpounds B-2 other than those having a

nol ecul ar wei ght hi gher than 180 which coul d reasonably
be expected to bring about the desired effect.

Thus, it is not apparent that the patent specification
or the relevant common general know edge provi de any
gui dance ot her than the nol ecul ar weight as to how
further conponents B-2 may be sel ect ed.

Therefore, since the patent does not disclose a self-
sufficient technical concept which adequately
corresponds to the functional definition for conmponent
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B-2 in Cdaim1, the invention as defined in Claim1 of
the main request does not fulfil the requirenments of
Article 83 EPC.

Consequently, the main request is not allowable.

First auxiliary request

1885.D

Amrendnent s

Claim 1 according to the first auxiliary request,
conpared to Claiml1l according to the main request,
contains the follow ng further anendnents:

(a) "wherein said netal ion is contained in said
first agent in an amount of from0.05 to 20.0%
by wei ght based on the total weight of the first
agent” - in step A

(b) "whi ch has a nol ecul ar wei ght of 180 or |ess
and" and "wherein said conponent (B-1) is
contained in said second agent in an anount of
fromO0.1 to 10.0% by wei ght based on the total
wei ght of said second agent” - in the definition
of conponent B-1;

(c) "whi ch has a nol ecul ar wei ght over 180" and
"wherein said conponent (B-2) is contained in
sai d second agent in an anpunt of fromO0.01 to
20. 0% by wei ght based on the total weight of
said second agent” - in the definition of
conponent B- 2.
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Amendnent (a) has a basis in Caim4 as filed, which is

identical to Claim4 as granted.

Amendnents (b) have a basis in the application as filed
(page 4, lines 22 to 23) and in Caim7 as filed, which
is identical to Caim7 as granted.

Amendnents (c) have a basis in the application as filed
(page 7, lines 1 to 9) and in Caim9 as filed, which
is identical to Cdaim9 as granted.

The amendnents are occasi oned by the grounds of
opposition (Rule 57a EPC) and do not introduce any
anbiguities in daiml (Article 84 EPC).

Claim2, the only further claimof the first auxiliary
request, corresponds to Claim5 as filed, which is
identical to Claimb5 as granted.

Therefore, the patent in suit has not been anended in
such a way that it contains subject-matter which

ext ends beyond the content of the application as filed
(Article 123(2) EPC). Caim1l according to the first
auxiliary request has not been anended in such a way as
to extend the protection conferred (Article 123(3) EPC).

Consequently, the first auxiliary request is adm ssible.
Sufficiency of the disclosure

The objection of the appellants is now based on the
argunent that conponent B-2, to be used in the nethod

of Claiml, reacts with the netal ion of the first
agent to formany water-soluble conplex. The feature "a
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wat er sol ubl e-conpl ex", however, has a relative meaning,
since the water-solubility used to define the conpl ex
is without any limtation.

5.2 The definition of conponent B-2 nowrelates to a group
of conponents having a nol ecul ar wei ght hi gher than 180.
Therefore, the question arises whether or not the
present specification discloses sufficient information
such that the skilled person can identify conmponents
B-2 suitable for formng a water-soluble conmplex within
t he whole anmbit of the definition of component B-2.

5.3 According to the patent in suit, an insoluble or
sparingly water-soluble conplex is forned as a result
of the reaction between the perneated conponent (B-1)
in the keratinous fibres and the nmetal ion, which
conpl ex has a solubility of 0.2g/100g or less at 25°C
(page 3, lines 7 to 13).

5.4 Al t hough the water-solubility of the conplex forned as
a result of the reaction between the perneated
conponent (B-1) and the nmetal ion is not expressly
related to that of the conplex fornmed by conponent B-2
and the netal ion, it is nevertheless an indication in
whi ch direction the skilled person has to proceed.
Furthernore, it has not been shown that the water-
solubility of the above conplexes is not a well known
property in the field of conpositions for treating
hai rs.

5.5 In this respect, the followng facts fromthe patent
speci fication should be consi dered:

1885.D
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(a) The conplex fornmed as a result of the reaction
bet ween the netal ion and conponent B-2 should be
readily soluble in water (page 3, lines 34, 36 and
41), such that no insoluble or sparingly soluble
conplex remains on the fibres (page 3, lines 36 to
39), which inparts a rough feel to the touch;

(b) the sparingly water soluble conplex has a
solubility of 0.2g/100g or less at 25°C (page 3,
line 13).

The skilled person |looking for a readily water-soluble
conpl ex would thus preferably sel ect a conponent B-2
such that the conplex fornmed with the netal ion has a
wat er solubility nmuch greater than 0.2g/100g at 25°C

The appel | ants have not shown that in the field of hair
conpositions the water-solubility cannot be neasured,

nor that the skilled person is unable to find out in

the context of the patent in suit suitabl e candi dates
for conponent B-2 that form conpl exes having the
required water-solubility. Furthernore, they have not
shown that selecting a netal ion and a conponent B-2
such that the resulting conplex be water-sol uble
constitutes an undue burden for the skilled person.
Hence, the appellants have not shown that the skilled
per son using common general know edge coul d not

identify, on the basis of the information in the patent,
sui tabl e conponents B-2 other than those exenplified,

whi ch coul d reasonably be expected to result in a
conpl ex which is water-soluble as desired. Consequently,
t he burden of proof, which is on the appellants, has

not been discharged (T 219/83, QJ 1986, 211).
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Therefore, the patent specification and the rel evant
common general know edge provide sufficient guidance as
to how further conponents B-2 nmay be sel ected for
obtaining a water-soluble complex with a netal ion

Consequently, the invention as defined in Claiml
according to the first auxiliary request fulfils the
requi renents of Article 83 EPC

Late filed facts and evi dence

A translation in English of parts of D1 (the Japanese
pat ent application specification) has been submtted
during the oral proceedings. That translation consists
of a page with excerpt translations of selected parts
of D1, i.e. sone paragraphs of page 2 and a paragraph
of page 3 of Di1.

As admitted by the representative, that translation was
avai |l abl e to Henkel since 1996. Since the translation
coul d have been submtted before, it is therefore |late
filed.

According to the Case Law of the Boards of Appeal (4'
edition, 2001, VI.F. 2, in particular |andmark deci sion
T 156/84 (QJ 1988, 372)), the adm ssibility of late
filed docunents in the proceedings is in particular
decided with respect to its rel evance.

In the present case, the evidence submtted is not a
conplete translation but a typical excerpt translation
fromwhich not all necessary itens of information can
be deri ved.
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In that respect, the translation nentions that both

wat er - sol ubl e substances, which when reacting within
the fibres would formthe insoluble conponents, are
contained in separate conpositions, which are applied
separately to the hair. One possible way is a shanpoo
and a rinse (last paragraph). As far as the shanpoo is
concerned, the order of application is in particular as
given in D1A. The parts in parentheses which inply that
a cationic conmponent could be present in the shanpoo
appear to have been added by the translator and it is
not apparent whether they are correct and conplete or
not. The termnms cationic and anionic substances are
nei t her expl ained nor exenplified in that translation.
Hence, fromthese elenents, it is not apparent that the
late filed translation of parts of D1 is nore rel evant
t han D1A. Therefore, the late filed translation can be
di sregarded under Article 114(2) EPC.

The appel lants, during the oral proceedi ngs, have al so
requested that they be permtted to file a provisional
transl ati on of DL.

The Board has considered the follow ng facts:

(a) The appellants had to take into account the
possibility that late filed material woul d be
di sregarded and do their best to submt the facts,
evi dence and argunents relevant to their case as

early and conpletely as possi bl e;

(b) As the translation was avail abl e since 1996, the
appellants failed to do so w thout adequate

excuse;
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(c) The respondents were surprised by the subm ssion
of that translation, and were not in a position to
react to it nor to verify its correctness and
conpl eteness. They considered the late filing of a
provi sional translation as an abuse of procedure
and requested that, if the docunment were adm tted,
no decision be given orally and the proceedi ngs be
continued in witing, whereby the appellants
shoul d bear the relevant costs thereof. Hence, the
respondents coul d not adequately consider and
respond to the provisional translation during the
oral proceedings;

(d) admtting the evidence would thus have led to an
excessi ve delay in the proceedings.

Due to the above considerations, the Board saw no
possibility to admt the docunent and to take it as a
basis for a possible decision at the end of the oral
proceedi ngs without violating the respondents' right to
properly verify its correctness. Therefore, the Board
refused to take into account the late filed provisional
transl ation of D1 even before it was actually submtted,
on the basis of its discretionary power under

Article 114(2) EPC, which serves to ensure that
proceedi ngs be concluded swiftly in the interests of
the parties, the public and the EPO (cf. Article 11(3)
of the Rule of Procedure of the Boards of Appeal).

Novel ty

D1A di scl oses hair preparations for inprovenent of

keratin properties. Keratin fibres such as hairs are
treated with water-sol ubl e substances (inorganic salts)
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whi ch produce water-insol uble substances within the
hairs and hel p nmai ntaining the hair body. Keratin
fibres are reinforced by the insoluble substances,
whi ch are not washed out by shanpooi ng.

A hair preparation according to DLA conprises:

(1) A shanpoo contai ning Na-|auryl ether
sul phate 15.0, lauric acid diethanol am de
2.0, 2-Na EDTA 0.1, methyl paraben 0.1
Na- oxal ate 3.0 and water 79.8% and

(iit) a rinse containing lanolin quaternary salt
0.8, hydroxyethyl cellulose 1.0,
nmet hyl paraben 0.1, ZnSO:* 7H,O 10. 0 and wat er
88. 1%

D1A di scloses that the application to the hair of
conposition (i), followed by composition (ii) produces
i nsol ubl e substances within the hair.

Na- oxal ate in conposition (i) falls under the
definition for conponent B-1; 2-Na EDTA is enconpassed
by the definition of conponent B-2; ZnSO* 7H,O di ssol ves
in water and provides netal ions Zn*, as defined for
first agent Ain daimlin suit.

Thus, DI1A discloses a nethod for treating keratinous
fibres which conprises the application of conponents B-
1 and B-2 before the application of the netal ion. Wth
respect to the method of daim1l in suit, the order of
application is thus reversed.

Therefore, D1A is not novelty destroying.
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D3 di scl oses a process for a selective pernmanent
shaping of the regrowth of hair, whereby the hair is at
first treated with a |iquid agqueous pretreatnment
conposition, rolled onto rollers, treated with an
aqueous reduci ng permanent shapi ng conposition, rinsed
and neutralized oxidatively and then treated as usual,
characterized in that the pretreatnent conposition and
t he permanent shapi ng conposition are selected so as to
forma separating |layer at their contact face during
contact, thus making an adm xture of the pretreatnent
conposition with the permanent shapi ng conposition nore
difficult or preventing the same (Claim1l).

In particular, a aqueous preparation is used as the
pretreatment conposition which contains an anionic
pol ymer and as a pernmanent shaping preparation a
conposi tion which contains a cationic polynmner
(Cdaim1l2) or an aqueous preparation is used as a
pretreatment conposition which contains a cationic
pol ymer and a preparation is used as the pernmanent
shapi ng conposition which contains an anionic polyner
(Caim13).

More particularly, a copolynmer of vinyl acetate,
crotonic acid and acrylic acid is used as an anionic
copolyner (C aim15) and a copol ynmer of vinylpyrrolidon
and di nmet hyl am noethyl nethacrylate is used as a
cationic polynmer which is quaternized with dinethyl

sul fate, or a dinethyl diallyl ammonium chl ori de-
honopol yner (C ai m 16).

Preferably, the pretreatnent conposition additionally
contains at | east one of the weak acids, citric acid,
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tartaric acid, lactic acid, phosphoric acid, acetic
acid or acid phosphates or neutral or acid am no acids
(A aim1l7) and may further contain sodi um bromate,
aconitic acid, acetylene dicarboxylic acid, ethylene

di carboxylic acid, ethylmaleic acid, .alpha.-ethyl
crotonic acid, i-anylmaleic acid, angelic acid, n-butyl
fumaric acid, n- and i-butylmaleic acid, citraconic
acid, crotonic acid, fumaric acid, transglutaconic
acid, isopropyl nmaleic acid, itaconic acid, maleic
aci d, nmesaconic acid, alpha-nethylitacononic acid, cis-
bet a- met hyl gl utaconi c acid, trans-al pha-nethyl

gl utaconic acid, propiolic acid or cinnamc acid
(Claim18).

The pretreatnent substance for perform ng the process
in accordance with D3 can contain a water soluble
alum num salt and a cationic polynmer (C aim 20).

In Exanple 2 of D3, the hair is first treated with
water, then with a pretreatnment conposition, which
contains a copolynmer of acrylic acid as well as lactic
acid, hence a conponent B-2 and a conponent B-1 as
claimed. That pretreatnment conposition is used with a
per manent shapi ng conposition A or B as described in
Exanpl e 1, whereby Conposition A contains amoni um and
ammoni um hydr ogen car bonat es, hence a conponent B-1 as
cl ai med. However, D3 neither discloses that the water
shoul d contain a sufficient anpbunt of netal ion as
clainmed, nor that the treatnent is deliberately carried
out such that these netal ions should react with
conponents B-1 to forminsol ubl e conpounds within the
fibres and with conponents B-2 to forma water-soluble
conpl ex. Exanple 6 of D3 is not nore rel evant than
Exanpl e 2.
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Accordi ng to anot her enbodi nent of D3, described in
Exanpl e 7 and expl ai ned on page 9 (first paragraph),
the contact of the pretreatnment conposition with the
per manent shapi ng conposition produces a separation

| ayer in two nodes: by the precipitation of the
alumniumin the al kaline nmedium and by the
precipitation, which is the result of the conbination
of the cationic and anionic polyners. In Exanple 7, the
pretreatment conposition contains KA (SQi)2*12H,0 as
well as maleic acid, hence an agent A and a conponent
B-1. The permanent shapi ng conposition contains a
copol ymer of vinylacetate, crotonic acid and acrylic
acid as well as ammoni um car bonate and ammoni um

hydr ogen carbonate, hence a conponent B-2 and
conponents B-1 as clainmed. It is a fact that neither
Exanple 7 nor the rel evant explanation thereof on
page 9 nention the formation of a water sol uble conpl ex
bet ween the copol yner in the permanent shapi ng
conposition and the alum niumin the pretreatnent
conposition. On the contrary, these conponents form
separate precipitates.

Therefore, Exanples 2, 6 and 7 of D3 do not prejudice
the novelty of the nethod of Claim1l in suit.

Furt her docunents have not been used to attack the
novelty of the method defined in Claiml in suit. The
Board has no reason to take a different position.

Consequently the method of Caim1l according to the

first auxiliary request is novel.
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| nventive step

The patent in suit concerns a nmethod for treating
keratinous fibres, in which a particular conposition is
used (page 2, lines 5to 7).

Such a nmethod is known from D1, as acknow edged in the
patent in suit (page 2, lines 20 to 21).

D1, referred to by its Chem cal Abstract DLA (point 7.1,
supra), discloses a nethod, in which a water-sol uble
substance is contacted with a keratinous fibres to form
a water-insoluble or sparingly soluble salt inside the
fibre (patent in suit, page 2, lines 20 to 21). That
method is good in that a certain degree of firmess and
el asticity can be inparted, and they can last after the
fi bres undergo several shanpooings (patent in suit,

page 2, lines 31 to 33). However, when the

concentration of the active ingredients is raised with
an aimto inprove the effect considerable anmunts of

wat er -i nsol ubl e or sparingly soluble salts deposit on
the surface of the hair fibre, causing objectionable
frictional and rough feeling of the hair (patent in

suit, page 2, lines 33 to 35). Therefore, Dl1A

represents the closest prior art docunment for assessing
inventive step for the clainmed subject-matter, in line
with the patent in suit and the position of the parties.

During the oral proceedings, relying on the reversed
order of the application and the alleged effects

t hereof, the respondents have tried to refornulate the
problem stated in the patent as follows: to provide a
met hod by which firmess and elasticity of the fibres
could be further inproved.
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However, this reformnul ated problem no | onger addresses
the wish to avoid objectionable frictional or rough
feeling to the touch, which is the objective and the

al | eged advant age of the clained nmethod over D1A
(patent in suit, page 2, lines 36 to 37). Nor does this
refornmul ation take into account that according to the
patent in suit in the nmethod of DLlA the firmess could
be increased as well (patent in suit, page 2, lines 33
to 35).

Therefore, since the refornmulation of the problemis
not inline with the problen solution approach, it is
not al |l owabl e.

In view of D1A, the problemunderlying the patent in
suit is to provide a nmethod for treating keratinous
fibres which can provide the fibres with excell ent
firmess and el asticity while avoi ding objectionable
frictional or rough feeling to the touch (patent in
suit, page 2, lines 36 to 37).

The solution to that problemis represented by the
met hod having the features defined in Caiml.

The patent in suit exenplifies different formnulations
of the first and second agents whi ch have been used for
treating hair (Exanples 1 to 3). The treatnents
according to the nmethod of Caim1, when using the
claimed fornul ati ons, secure a better or at |east the
sane | evel of firmess as the conparative fornul ations
and provide significantly superior results with respect
to reduced rough feel (Tables 5 and 6). Although, no
conpari son over D1A (i.e. over a nethod with reversed
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application) is exenplified in the patent in suit, the
mechani smfor binding the nmetal ion on the fibre by
conponent B-2, to produce a water-sol uble conplex, can
be understood as foll ows:

The clained nmethod resides in two steps: in the first
step, a netal ionis applied to the fibres and
pernmeates into the fibres; in the second step, a second
agent is applied, which consists of two conponents, a
first conponent that perneates inside the fibres where
it forms a water-insoluble conplex with the nmetal ion
and a second conponent that does not perneate into the
fibres but is adsorbed on the surface of the fibres,
where it fornms a water-soluble conplex with the neta
ion. Since the hair is first treated with an agent A
containing netal ions and then treated with conpeting
conponents B-1 and B-2, that order of application
permts the external surface of the fibres to be
relatively free fromnetal ions, hence to prevent their
reaction with conponents B-1 which forns insoluble
conpl exes that inpart a rough feeling to the touch of
the surface of the hair. Thus, the technical effect of
t he clai ned nmethod over that of Dl1A is plausible.

In this respect, the appellants have not shown that the
nmet hod of D1A woul d provide the sane feel to the touch
of the surface of the hair. On the contrary, according
to the nmethod of D1A, while conmponent B-1 would
penetrate into the fibres, conponent B-2 would be
adsorbed on the surface of the fibres; the netal ion,
applied after the application of conponents B-1 and B-
2, would not only preferentially react with conponent
B-2 adsorbed on the surface of the fibres to forma

wat er sol ubl e conpl ex but also with any conponent B-1
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that has not penetrated inside the fibres, with the
result that the netal ion does not penetrate conpletely
into the fibres and forns insoluble conplexes on the
surface of the fibres, such that to inprove firmess
and elasticity the hair beconmes rough to the touch.

It follows fromthe above, that the nmethod of Caiml
represents an effective solution to the problem
underlying the patent in suit.

8.8 It remains to be deci ded whether or not the clai ned
nmet hods are made obvious by the cited prior art.

8.8.1 DI1A addresses the problem of firmess of the hair
fibres and suggests the use of water-soluble conponents,
whi ch would forminsoluble salts within the fibres, so
that firmmess |asts even after repeated shanpooi ng.
However, DlA is essentially concerned with inproving
firmess. Dl1A does not address the possible deposit of
i nsoluble salts on the hair, which would cause a rough
feel to the touch. Al though D1A exenplifies the
application of agents containing ingredients as used in
t he nethod as cl ai med, Dl1A does not suggest how to
control or reduce the rough feel to the touch. In
particul ar, DLA does not suggest to reverse the order
of application of shanpoo and rinse. Therefore, DlA
does not render obvious the subject-matter of Claim1l
according to the first auxiliary request.

8.8.2 D2, D3 and D4 have to do with permanent waving of the
hair. They do not address the reduction of the rough
feel to the touch of the hair. Therefore, they provide
no incentive to nodify the teaching of DlA towards the

1885.D
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reverse order of application of the agents as defined
in the clainmed nethod.

8.8.3 Furthernore, the appellants have not shown that the
cl ai med subject-matter is nmade obvi ous by any ot her
prior art, since they have not based their obvi ousness
objection on any further prior art docunent or evidence.

8.9 Therefore, it has not been established that the clained
subject-matter |acks an inventive step. Consequently,
the clains according to the first auxiliary request are
considered to fulfil the requirenents of the EPC.

9. In view of the above concl usion, the Board does not

need to decide on the further auxiliary request.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
instance with the order to maintain the patent on the
basis of clains 1 and 2 in the version of the first
auxiliary request as submtted during the oral
proceedi ngs and a description yet to be adapt ed.

The Regi strar: The Chai r man:

C. Ei ckhoff R. Teschemacher
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