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The appel |l ant (opponent) filed an appeal against the
deci sion of the Opposition Division to reject the
opposi tion.

The patent was opposed on the basis of Articles 100(a)
EPC (l ack of novelty and inventive step) and 100(b) EPC

(i nsufficient disclosure).

The foll ow ng docunents cited during the opposition

proceedi ngs are still relevant for the present
deci si on:

D5: SU-A-0 728 848 (translation into English)
D8: US-A-4 196 836

D9: US-A-4 562 839

D10: US-A-4 691 853

D11: US-A-4 728 020

Oral proceedings were held on 27 August 2002 on request
of both parties.

At the end of the oral proceeding the appell ant
requested that the decision under appeal be set aside
and the patent be revoked.

The respondent (patent proprietor) requested that the
appeal be dism ssed and the patent be naintained on the
basis of amended clains 1 to 19 and anended pages 1 to
4 of the description, as submtted during the oral
proceedi ngs, the rest of the description and figures as
gr ant ed.
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Claim1l as filed during the oral proceedings on
27 August 2002 reads as foll ows:

"Surgical apparatus (100) for driving surgical
fasteners into body tissue for adjoining two hol | ow
organs, and conpri sing:
a) a frame (102);
b) an endoscopic portion defining a |ongitudinal axis
and extending distally fromsaid frane, said endoscopic
portion including:
i) an elongate housing (134) having a distal
menber (134B) for nounting a cartridge assenbly
(137), said cartridge assenbly (137) including a
plurality of surgical fasteners (138) slidably
mounted therein arranged in a plurality of lines,
and having a tissue-engagi ng surface;
ii) an anvil menber (136) having a proximal end
(136C) and a fastener- formng surface (136D), and
a longitudinal center groove (136F) to permt
passage of a knife, said proximl end (136C)
nmounted to said el ongate housi ng such that the
anvil menber is novabl e between an open position
and a cl osed position wherein said fastener-
form ng surface has a plurality of fasteners-
form ng depressions arranged in a plurality of
lines and is in close co-operative alignnent with
said tissue-engaging surface of said cartridge
assenbl y;
iii) means (127, 327) for noving said anvil nenber
bet ween said open position and said cl osed
posi tion which, by distal novenent noves the anvil
menber to its closed position and clanps tissue
bet ween the anvil nenber and the cartridge
assenbl y;
iv) independent neans (129) for ejecting said
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surgical fasteners fromsaid cartridge assenbly
after having clanped said tissue; whereby all of
said plurality of fasteners engage said fastener-
form ng surface in one actuation of said ejecting
nmeans; and wherein
v) the anvil menber is pivotally nounted relative
to the el ongate housing proximally of its
fastener-form ng surface (136D);
and further wherein said endoscopic portion (103)
having a gripping ring (424) or thunmb wheel (123) at
its proximal end for rotating the endoscopic portion
around said longitudinal axis and relative to said
frame (102)."

The appel |l ant presented the follow ng argunents:

Caim1l did not conply with Article 123(2) EPC because
it consisted of a set of features which were not
originally disclosed in conbination.

Furthernore claiml1l did not conply with Article 84 EPC
because it attenpted to define a surgical apparatus
maki ng reference to a cartridge which did not belong to
the clai ned apparatus. Feature b) i) referred to a
"cartridge assenbly including a plurality of surgical
fasteners slidably nmounted therein arranged in a
plurality of lines". Feature b) ii) referred to the
knife which was al so part of the cartridge. Feature b)
iii) referred to clanping tissue between the anvil
menber and the cartridge assenbly. Feature b) iv)
referred to ejecting neans for ejecting the fasteners
fromthe cartridge assenbly.

Even if the above objection were not considered
rel evant by the Board, claim1l would | ack an inventive
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step. Starting fromdocunent D4, which related - |ike
the purported invention - to a surgical instrunment for
perform ng anastonosis (page 1, first paragraph),
following features of claim1 were in particular

di scl osed: two lines of staples, a knife, an anvil, and
ej ecting nmeans; see page 2, |ast paragraph; page 3,

| ast paragraph; page 4, paragraph starting from

line 21, and | ast paragraph. The only relevant feature
of claim1l which was not disclosed by docunent D4 was a
gripping ring for rotating the endoscopic portion of

t he instrunent around the |ongitudinal axis and
relative to said frame. This |ast feature was however
voi d of any technical contribution to the invention
bei ng essentially a functional feature. There was no
prej udi ce agai nst providing the surgical instrunment
according to docunment D4 with a rotational nechanism
if necessary. Even if a free rotation had been

consi dered unsafe, a rotation of the distal end could
still have been realized, when coupled with a | ocking
mechani sm Docunents D8 to D11 all showed surgical
instruments having a distal end which rotated relative
to the proximal end. Contrary to the assertion of the
respondent, claim1l did not support the view that
distal rotation entered into play only when the
instrument was inserted.

A/ The respondent replied as foll ows:

The features added to claim1 conplied with
Article 123(2) EPC because they were disclosed in the

description, colum 3, lines 1 to 3, 5 25 and 31;
colum 2, lines 13 and 58; colum 6, line 23;
colums 3, 5 and 6; colum 11, lines 56 to 58;
colum 22, line 7; and colum 23, |ine 44.

2629.D Y A
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Claim1 also conplied with Article 84 EPC. The
reference to the cartridge in the clains was necessary
because the instrunent had to be capable to cooperate
with the cartridge and therefore it should be
conpatible with it. Consequently, the reference to the
features of the cartridge inplied constructional
features of the surgical apparatus opposite to the

| ocation of the fastening formng surface of the anvil.

Docunment D4 had been designed for open surgery
anastonosis and not, like the invention, for endoscopic
anastonosi s. In endoscopi c anastonosi s the operation
site was out of reach for the hands of the surgeon and
therefore it was inportant for the instrunent to give
the surgeon a tactile sensibility during the fine
tuning of the rotational position of the instrunent
tool. Being the instrunent of docunment D4 only suitable
for open surgery, the tool of the instrument had no
need to be rotational. There was no sense in nodifying
the instrunent according to docunent D4 to introduce a
rotational nmechanism Documents D8 to D11 all disclosed
the possibility to rotate the instrunent tool nerely
for the purpose of setting up the instrunment before its
use and did not disclose - like the invention - the
possibility of rotation "in work", that is after
clanping the jaws on the parts to be joined.

Reasons for the decision

1. The appeal is adm ssible.

2. Amrendnent s

The amendnents to the clains are supported by the

2629.D Y A



2629.D

- 6 - T 0760/ 99

passages of the description cited by the respondent
(see point VI above) and restrict the extension of the
protection of the clainms. The amendnents to the
description have been made in order to adapt the
description to the new filed clains.

The Board does not share the view of the appellant that
the features of claiml are not originally disclosed in
conbi nati on. The added features together with the

previ ous ones forma coherent set fromwhich can be
derived a nore precise picture of the way of working of
the instrunent as it was disclosed in the original
application. The appellant, on the other hand, has
failed to specifically point out any features which
would not fit in the clainmed conbination.

Clarity

Claim1l is clear. The passages referring to the
cartridge, - which does not belong to the clained
instrunment - are necessary in order to define the
instrunment. They are also suitable to this purpose
because they inply constructional features of the
instrunment itself. In particular, the fact that the
cartridge has a plurality of surgical fasteners
arranged in a plurality of lines inplies that the
mating fastener-form ng surface (136D) has al so two
lines to receive them the fact that the fasteners are
slidably mounted on the cartridge inplies a
correspondent nechani snms on the instrunment (feature b)
i)); the neans (129) for ejecting the surgical
fasteners fromthe cartridge assenbly bel ong on the
other hand clearly to the instrunent and not to the
cartridge (feature b) iv)).
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Novel ty

Novelty is not an issue in this case, having been not
objected to by the appellant.

| nventive step

The nearest state of the art is uncontestedly docunent
D5. It discloses a surgical apparatus for driving
surgical fasteners into body tissue for adjoining two
hol | ow organs conprising a frame and a portion defining
a longitudinal axis and extending distally fromsaid
frame, said portion including:

i) an elongate housing (1) having a distal nmenber for
nmounting a cartridge assenbly (3), said cartridge
assenbly including a plurality of surgical fasteners
slidably nounted therein arranged in a plurality of

I ines, and having a tissue-engagi ng surface;

ii) an anvil nmenber (23) having a proximal end and a
fastener-formng surface (9), said proximal end nounted
to said el ongate housing such that the anvil nenber is
novabl e bet ween an open position and a cl osed position;
iii) means (12, 24, 25, 26) for noving said anvil

menber between said open position and said cl osed
position which, by distal novenent noves the anvil
menber to its closed position and clanps tissue between
the anvil nenber and the cartridge assenbly;

iv) independent neans (31, 10, 6, 32) for ejecting said
surgical fasteners fromsaid cartridge assenbly after
havi ng cl anped said tissue; whereby all of said
plurality of fasteners engage said fastener-formng
surface in one actuation of said ejecting neans.

The subject-matter of claiml differs therefromin that
it conprises:
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1) an endoscopic portion defining a |ongitudinal axis
and extending distally fromsaid frane;

2) a longitudinal center groove (136F) in the anvil
menber (23) to permt passage of a knife;

3) a plurality of fasteners-form ng depressions in the
fastener-formng surface of the anvil nenber arranged
inaplurality of lines and in close co-operative
alignnment with the tissue-engaging surface of the
cartridge assenbly;

4) and in that the anvil nmenber is pivotally nounted
relative to the elongate housing proximally of its
fastener-formng surface (136D). (In contrast thereto,
the anvil nmenber of the device of docunent D5 is
connected with the anvil through a system of pins (24,
25) slidable in camslots (26).);

5) the endoscopic portion (103) having a gripping ring
(424) or thumb wheel (123) at its proximal end for
rotating the endoscopic portion around the |ongitudinal
axis and relative to the frame (102).

According to D5, page 3, |ast paragraph, the known
stapling device is intended to be introduced into
narrow and deep wounds. This nmeans it is constructed to
be used in open surgery, where the operational field is
accessible to both hands of the surgeon, for easy
positioning of the organ to be sutured relative to the
stapling device. As soon as endoscopic surgery nmade its
way, there arose the need for a stapling instrunent,

whi ch coul d performthe sane functions under the
restricted conditions of this type of surgery: no

di rect manual and visual access to the operational

site.

The subject-matter of claim1 solves the problemto
neet this need of the endoscopic practitioner.
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Endoscopi c instruments are characterized by having
operating tools which can be inserted in small entrance
wounds in the body and can operate in body areas which
are out of direct reach of the surgeon's eyes and
hands. Surgical anastonpbsis is a connection created
between two normal |y separated spaces or organs. In
surgi cal anastonosis is essential to achieve a proper

i nstrument positioning before actuating the fastening
mechanism This may require nmultiple attenpts to clanp
the tissue prior to firing the instrunent (see

colum 23 of the description, fromline 40).
Furthernore, it is desirable that after insertion the
endoscopi c portion of the instrunent may be rotated in
order to appropriately orient the instrument at the
stapling site (see colum 23 of the description, from
line 2). The solution provided by the invention,
consisting of a gripping ring or a thunb wheel at the
proxi mal end for rotating the endoscopic portion
relative to the frame, gives the surgeon increased
flexibility in the operations, allowng a finely tuned
orientation of the endoscopic portion independently
fromthe orientation of the frame by neans of nerely
two fingers (gripping ring) or the thunb.

5.3 The person skilled in the art would not arrive in an
obvi ous way to the invention even with the
consi deration of the teaching of docunents D8 to D1l.
The devi ce according to docunent D8 is a surgica
stapling instrunment for formng and inplanting a staple
in the skin or fascia of a patient to close a wound or
incision therein. The instrunment presents two resilient
bushi ngs (59, 60) on the frame which allow the nose
portion of the instrument to rotate in the handle
portion while being held in position. The instrunment is
not suitable for endoscopic anastonosis. Docunment DO

2629.D Y A
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di scl oses a simlar nechanism (see Figure 3, reference
nunbers 148 and 154, Figure 4, reference nunber 248),
but without the possibility to fix the angular position
of the distal part. The purpose of that nechanismis
simlar to that the invention, that is to allow the
surgeon to hold with his hand the instrunment, with ease
and absence of fatigue, and still have the possibility
to change the presentation of the clips to a surgical
site (see description, colum 1, fromline 24, and from
line 59; colum 2, fromline 40). However, this
instrunment is equally not suitable for surgical
anastonosis; in particular, it is designed to fire only
one clip at a tinme. Docunment D10 concerns a surgical
stapl er device having a cylindrical portion 22 which
provides a controllable orientation of the angul ar
position of the barrel (distal portion of the
instrunment). Docunment D11 relates to a surgical

fastener where the fastener applying assenbly is
perpendi cular to a rotatable shaft assenbly, which is
connected to a proxi mal actuator assenbly. Both | ast
devices are not suitable for endoscopi c anastonosis

ei ther. None of the devices according to the docunents
D8 to D11 discloses a clanping nechani smwhich is

oper abl e i ndependently of the firing mechani sm
therefore they are not suitable for a fine rotational
adj ustnent after cl anping.

The further distinguishing features of claiml with
respect to docunent D5 are also directed to inprove and
facilitate operations by endoscopi c anastonosis. The

| ongi tudi nal center groove and the fastener-formng
depressions in the anvil nenber inprove accuracy in the
relative position of the incision and the two sutures.
The pivotal rotation of the anvil instead of the
conposite novenment of document D4 inproves cl anping
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accuracy and it appears nore suitable to endoscopic
surgery.

Accordingly, the subject-matter of claim1 involves an
i nventive step.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in anmended formon the
basis of clainms 1 to 19 and pages 1 to 4 of the

description, as submtted during the oral proceedings;
rest of the description and figures as granted.

The Regi strar: The Chai r man:

V. Conmar e W D. Wi ld
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