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Summary of Facts and Submn ssions
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Thi s appeal is against the decision of the Opposition
Division rejecting the opposition against European
patent No. 0 285 164.

Claim1 as granted and upheld by the Qpposition
Di vision reads as foll ows:

"“A communi cation control systemfor use in a nobile
radi o tel ephone network conprising a tel ephone Iine
(10), a plurality of radio tel ephone sets (11) novabl e
in an area (14) divided into a predeterm ned nunber of
zones (Z11, Zz12, Zz13, Zz21, Z22, Z23, Z31), and a
plurality of radio comunication devices (15) assigned
to the respective zones, said conmuni cation contro
system i ncl udi ng:

a menory (27) for menorizing, in correspondence to said
radi o tel ephone sets, location information signals

i ndi cative of the radi o communi cation devi ces assi gnhed
to the zones in which said radio tel ephone sets are
present at a tine;

sel ecting neans (21, 25, 31) coupled to said tel ephone
line and said nenory for selecting, in response to an
arrival signal arriving at said tel ephone Iine and
speci fying a specific tel ephone set anong said radio

t el ephone sets, one of said radi o conmuni cati on devi ces
as a specific comunication device that is indicated by
one of said location information signals that, in turn,
is in correspondence to said specific tel ephone set;

communi cati ng neans (22, 25, 32) coupled to said radio
conmuni cati on devices and said sel ecting neans for
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sending said arrival signal as a call signal to said
speci fic conmuni cati on device for transm ssion to said
specific tel ephone set, said specific tel ephone set
transmtting a response signal to said specific
conmuni cation device in response to said call signa
for reception by comruni cati ng neans when said specific
t el ephone set is present in one of said zones that is
assigned with said specific comunication device; said
call signal being transmtted to said specific

tel ephone set in a predeterm ned radi o frequency band;
wher ei n:

said zones are classified into a plurality of groups,
equal in nunber to a presel ected nunber which is not

| ess than two and not greater than said predeterm ned
nunber | ess one, with said groups given individua
nunbers, so that at |east one of said groups consists
of at least two of said zones and that said call signha
IS never subjected to a radio interference, when
transmtted fromat |east one of said radio

comuni cation devices that is assigned to one of the
zones of said at |east one of the groups, with a radio
signal transmtted from another of said radio

comuni cation devices that is assigned to another of
the zones of said at |east one of the groups;

sai d communi cati on control system conprising searching
means (25, 33) coupled to said radi o communi cation
devi ces and said comuni cating neans for searching a
di fferent one of said radio communication devices as a
searched conmuni cation device if the comrunicati ng
means does not receive said response signal, by
transmtting said call signal at first sinultaneously
to the radi o communi cati on devices assigned to the
zones of said at |east one of the groups, and by
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transmtting said call signal subsequently to at | east
one remai ni ng conmuni cati on device of said radio
communi cati on devices until said comruni cati ng neans
recei ves said response signal through said searched
conmuni cati on device, said at |east one remaining
comruni cati on device being assigned to the zone of at
| east one renmi ning group of said groups with said
groups selected in an order predetermned relative to
sai d individual nunbers.”

The Appel |l ant (Opponent) requested that the contested
deci si on be set aside, arguing that the subject nmatter
of claim1l did not involve an inventive step. The
Appel lant relied on the foll ow ng docunents cited in
opposi tion proceedi ngs:

Dl: GB-A-1 472 212

D2: WO A-84/00868

D4: Ericsson Doc. Nr. 23/155 16-ANT 219 02 Ue,
"Function description”, 23 Septenber 1986,
revision F.

The Appellant also filed and relied upon the follow ng
document for the first tine:

D5: US-A-4 125 808.

It was al so stated that when the reasons for the
Qpposition Division's decision were communicated to the
Appel | ant they had been acconpani ed by an EPO form
2327, entitled "Interlocutory decision in opposition
proceedi ngs (Article 106(3) EPC)". The Appell ant
requested re-inbursenent of any further appeal fee if
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it was necessary to appeal against the "interlocutory
deci si on".

The Respondents (Patentees) requested di sm ssal of the
appeal , questioning whether D4 was prior art and
requesting that D5 not be admitted into the proceedi ngs
due to | ack of relevance.

In an annex to a summons to oral proceedings the
Rapporteur expressed the prelimnary opinion that D4
did not appear to formprior art. D5 was regarded as

| ess relevant than either D1 or D2 so that it appeared
unlikely that it would be admtted into the

proceedi ngs. Mreover the subject matter of claiml
appeared to lack inventive step in view of the

conbi nation of D1 and D2. As to the "interlocutory
deci sion", given the circunstances as a whole, it nust
have been clear that no "interlocutory decision” had in
fact been taken.

In a letter received 21 Decenber 2000 the Respondents
filed three auxiliary requests concerning restricting
anmendnents to claiml1l. It was al so argued that the
conmbi nation of DL and D2 did not yield the subject
matter of claim1l, since neither docunent disclosed
termnating the search for a nobile user as soon as a
response signal was received fromthe nobil e user
There was also no hint in the prior art to add this
feature.

In a FAX received on 17 January 2001 the Appel | ant
filed the foll owi ng docunents for the first tine:

El: Information of the "Staatsbedrijf der Posterijen,
Tel egrafie en Tel efonie", three pages in Dutch.
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E2: El sevier Encycl opaedia 1977, published by B.V.
U tgever snamat schappij Argus El sevier, chapter on
"Mobi l of onie"” in Dutch with English translation.

E3: DE-A-2 128 204

E4: DE-A-35 07 058.

The Appellant stated that on 15 January 2001 he had
becone aware that the forner Netherlands car tel ephone
network "ATF 1", which had been in operation from about
1980 onwards, had used a search strategy simlar to
that of the patent in suit. In particular it searched
for a nobile user on a zone-by-zone basis, term nating
the search once a response signal was received fromthe
nobil e user. E1 and E2 related to this system The
Appel I ant had al so established that "ATF 1" conpri sed
systens manufactured by the Gernman conpany Tekade
Felten & Cuill eaune Fernnel deanl agen GrbH. A short
search for patent applications made by this conpany
reveal ed E3 and E4. In the FAX the Appellant also

provi ded English translations of particularly rel evant
passages of E3 and E4. The Appellant requested that E1
to E4 be admtted into the proceedi ngs, since they were
prima facie highly relevant. These docunents did not
present new evi dence goi ng beyond the indication of
facts and evidence al ready presented; they nerely
supported the view that the patent |acked inventive
step in view of D1 or D2 conbined with any of El to E4
so that the patent shoul d be revoked.

In a FAX received on 22 January 2001 the Respondents
requested that docunments E1 to E4 be di sregarded,
giving both formal and substantive reasons.
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As to formalities, the Respondents pointed out that the
annex to the summons to oral proceedi ngs had indicated
that all subm ssions should be nmade at | east one nonth
bef ore the oral proceedings. These docunents had been
filed after this date and were thus bel ated. Mreover,
since E3 and E4 were witten in German, translations
into English would be required for the Respondents, who
wer e four Japanese conpani es. There had been
insufficient time to translate these docunents.
Consequently the Respondents' representative had been
unabl e to discuss the rel evance of the new docunents
with the inventors in the short tinme avail able.

As to substance, the Respondents argued that, follow ng
T 1002/92, late filed docunents should only very
exceptionally be admtted into the proceedings if they
were prima facie highly relevant. This was not the case
for E1 to E4 since the Appellant had admtted that they
did not present new evi dence goi ng beyond the

i ndication of facts and evi dence al ready presented.

Mor eover, the Appellant had not properly substantiated
his case, having nerely discussed the content of El1 to
E4 without conparing their disclosure with claim1. The
Respondents al so questi oned whether E1 fornmed prior

art, since it lacked any indication of a publication
date and related to a planned system whi ch nay never
have been inplenented. It was al so questi oned whet her
El and E2 concerned the sane system E1 concerning a
systemin 1984 whilst E2 was published in 1977. Since a
"short search" had produced E3 and E4, the Respondents
argued that these docunents shoul d have been found
earlier. The relevance of E3 and E4 was al so
quest i oned.

The Respondents al so nmade a request under Rule 63 EPC
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for apportionment of the costs incurred by the
Respondents' representative in preparing and filing the
FAX received on 22 January 2001, since the Respondents
had had to respond to unjustifiably bel ated objections
whi ch coul d have been advanced earlier.

Oral proceedings were held before the Board on
25 January 2001.

Regardi ng the request for reinbursenent of an appea
fee if an appeal was required against the
"interlocutory decision", the Appellant stated that
this request had nerely been a precaution and that he
accepted that no "interlocutory decision"” had in fact
been t aken.

The Appel |l ant argued that the inventive step of claiml
essentially depended on whether the cl ai ned search
procedure was obvious having regard to D2. Two
alternative search strategies were possible. Firstly,
one could search all zones and then evaluate the
results, as taught in D2. This searching schene is
referred to as the "first option" below Secondly, one
coul d search a group of zones, evaluate the results and
only continue to the next group if nothing was found,
as clained in the patent. This searching schene is
referred to as the "second option" bel ow

The Appellant's representative expl ained that on

8 January 2001 his colleague M Verduin had, in a
chance conversation with a coll eague, becone aware that
a "second option" search strategy had been used in the
Dutch car tel ephone network "ATF 1". A mninmal form of
the "ATF 1" system had been established in 1980,

ext ensi ons bei ng pl anned and i npl enented every year to
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add capacity to neet the grow ng demand. As to the
argunent that the Appellant, being Dutch, should have
been aware of the Dutch "ATF 1" system the Appell ant
responded that this nmay have been known sonewhere in
the Appellant's organisation. It had not however been
known to the Representative. Myreover, it would not
have been feasible to find E1 to E4 during the

Qpposi tion period by checking all products of all known
manuf acturers in the market before the priority date,
sone of which no | onger existed.

M Verduin had visited the conpany operating the

"ATF 1" network on 11 January 2001. The Appell ant
subsequently recei ved docunents concerning "ATF 1" from
the Dutch authorities on 15 January 2001 nentioning
Tekade Felten & Guill eaune Fernnel deanl agen GrbH whi ch,
after a short patent search, led to E3 and E4.
Docunents E1 to E4 nerely confirnmed what had al ready
been argued, nanely that the "second option" search
strategy was prior art. The EPO, which had a high
search quality, had been unable to find E3 and EA4.
Hence they were not easy to find. Although E3 and E4
did not explicitly nention a conmuni cati ons contro
system this was inplicitly present in their

di scl osure. The Appellant stressed that, to save tineg,
he had sent the FAX of 17 January 2001 directly to the
Respondents' representative on the sane day.

The Appell ant pointed out that his FAX of 17 January
2001 contai ned English translations of the rel evant
passages of E3 and E4 so that the Respondents had not
needed to obtain their own translations. Moreover,
every Representative had the neans to rapidly contact
clients. The FAX of 17 January 2001 had nerely been
intended to nake a prim facie case and so had not
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contai ned a conplete substantiation. The Appel |l ant
offered to file further docunents in Dutch describing
the "ATF 1" system which were indisputably prior art.

The Appel |l ant requested that no apportionnent of costs
be nmade, since the late filing of E1l to E4 had not
caused the Respondents any extra work or costs; the
Respondents woul d have had to study E1 to E4 anyway,
regardl ess of whether they had been filed early or

| ate, and the Respondents' representative had admtted
that he had been unable to consult with his clients.

The Respondents' representative stated that the

Appel lant's FAX containing E1 to E4 had arrived at his
office at 18:10 hours on 17 January 2001. Since this
was out si de working hours, he had only becone aware of
t hese docunents on 18 January 2001, seven days before
the oral proceedings. He had sent a letter to his
clients in Japan on 18 January 2001 asking if they
required translations of E1 to E4, but had not yet
received any instructions on how to proceed. As a
precaution the FAX of 22 January had been filed. The
Respondents argued that the Appellant could have found
El to E4 earlier because Tekade Felten & Guill eaune
Fer nnel deanl agen GrbH was a well known nmanufacturer in
the field. Also the Appellants were Dutch and could
have been expected to know their own national car

t el ephone system E1 al so appeared to be an interna
docunment not intended for publication. If E1 to E4 had
been found nerely by chance then this indicated that
the invention was not obvious.

If El1 to E4 were to be discussed further the
Respondents' representati ve wanted an opportunity to
consult with the Respondents.
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After deliberation the Board stated that docunments E1
to E4 were sufficiently relevant to be introduced into
t he proceedi ngs.

The Appellant's final request was that the appeal ed
deci sion be set aside and the patent revoked. The
Respondents requested that the appeal be dism ssed and
the patent maintained as granted, or according to the
first, second and third auxiliary requests received on
21 Decenber 2000.

The parties also made the foll ow ng procedura
requests. The Respondents requested that the case be
remtted to the Opposition Division. Auxiliarily, they
requested that the procedure be continued in witing
before the Board. As to costs, the Respondents
request ed apportionnment of all future costs caused by
the late filing of E1l to E4.

The Appel |l ant pointed out that future costs could not
be predicted and stated that he could not agree to
remttal of the case unless the request for
apportionnent of costs was w thdrawn.

The Appel | ant consequently requested that proceedi ngs
be continued in witing before the Board and
auxiliarily, if the request for costs was w t hdrawn,
that the case be remitted to the first instance.

The Respondents did not however w thdraw their request
for costs.

Reasons for the Decision

0365.D
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1. The appeal is adm ssible.

2. Backgr ound

The patent concerns a nobil e tel ephone network covering
a service area divided up into a cellular structure of
zones. To connect an incomng call to a nobile user in
the network, the systemcontrol unit ("CU') sends an
"incomng call signal"” to the radi o comrunication
device ("RCD') covering the zone currently occupi ed by
the called nobile tel ephone. The radi o conmuni cati on
device, in turn, passes the incomng call signal to the
call ed nobile tel ephone. The call ed nobile tel ephone
responds to the incomng call signal with a "response
signal” which is passed to the control unit.

A problem ari ses when the called nobile tel ephone is
not in the expected zone and it is necessary to search
the service area. According to the patent, the service
area is divided up into a plurality of groups of zones,
at | east one group consisting of nore than one zone,
there being no nutual interference between incom ng
call signals in zones of the sane group. The search
strategy involves working through the groups in a
predeterm ned order, transmtting the incom ng cal
signal to all the radio conmunication devices in a
group sinultaneously, until a response signal is
received fromthe called nobile tel ephone.

3. The adm ssibility of docunents E1 to E4
In view of Article 114(2) and Rule 71a(l) EPC, the
Board may disregard docunents E1 to E4, since they were

filed after the tine imt set by the Board in the
annex to the sumons to oral proceedings. In exercising

0365.D Y A
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its discretion in this matter the Board has to decide
whet her these docunents are prima facie sufficiently
relevant to warrant their adm ssion into the
proceedings at this |ate stage because they could
change the outcone of the case.

El and E2 relate to the Dutch car tel ephone network. In
the light of the fifth paragraph of the English
translation of E2, this network searched the zones of
the service area for a nobile tel ephone user by
searching a group of zones at a tine, termnating the
search as soon as the nobile user was found. A simlar
search strategy appears to be known from E3 (paragraph
bridging pages 2 to 3) and E4 (page 9, line 11 to

page 10, |ine 25).

Hence E1 to E4 seemto disclose what is terned above a
"second option" search strategy. In D2 (see Figure 12
continued) all zones are searched and the results then
eval uated, this being a "first option" search strategy.
The di scl osure of docunments E1 to E4 thus goes beyond
the disclosure of the prior art previously on file, in
particular D2, in the sense that they show that at

| east one feature of the invention, i.e. termnation of
the search once the nobil e user responds, belonged to
the prior art, which was not known fromthe originally
cited references. This new evidence has been submtted
in order to assess inventive step, the ground of
opposition relied upon by the Opponent.

Docunents E1 to E4 are consequently prinma facie highly
rel evant to the case. The Board consequently admts

t hese docunents to the proceedi ngs.

It is enphasi sed however that, in admtting these
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docunents to the procedure, the Board is not taking a
final position on whether all of themformprior art.

4. Rem tt al

The subm ssion of the prinma facie highly rel evant
docunents E1 to E4 has substantially changed the

evi dence form ng the basis of these appeal proceedings.
In effect the Board has been presented with a new case.
Under these circunstances the Board is reluctant to
all ow the Appellant's main procedural request, the
conti nuati on of proceedings in witing before the
Board, since docunents E1 to E4 have been relied upon
for the first time in appeal proceedi ngs. Hence the
Board refrains fromgiving a final opinion on the

di scl osure of these docunents. Instead, in order that
the parties can benefit froma decision by two

I nstances on this new case the Board all ows the
Respondents' nmain procedural request and remts the
case to the Opposition Division in accordance with
Article 111(2) EPC. Rem ssion under these circunstances
Is consistent wwth case | aw of the Boards of Appeal;
see T611/90 (QJ 1993, 50) (point 3 of the reasons) and
T18/ 93 (unpublished) (see point 5 of the reasons).

Remttal of the case will also give the Respondents’
representative an opportunity to properly consult with
t he Respondents.

5. The request for apportionnent of costs
A deci sion on apportionnent of the future costs in
appeal proceedi ngs caused by the late filing of E1 to

E4 wll, to sonme extent, depend on the course of the
future procedure and, in the absence of the necessary

0365.D Y A
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facts, cannot be decided at present. The Board refrains
fromsuch an "open-ended" award of costs, agreeing with
the Appellant's objection that the consequences of such
an award are unpredi ctable. For these reasons the Board
devi ates fromthe judgenent given in T611/90 in which
legitimately incurred future costs were apportioned
(point 5 of the reasons and point 4 of the order).

For these reasons it is decided that:

1. The case is remtted to the first instance for further
prosecution on the basis of the requests of the
parties, taking into account that docunents El1 to E4
are admtted into the proceedi ngs.

2. A decision on the request for apportionnent of costs
wi Il be taken at a | ater stage.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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