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Summary of facts and subm ssi ons

This is an appeal against the decision of the
OQpposition Division to revoke European patent 0 521 609
because claim 1l as granted | acked novelty in view of
the foll ow ng docunent:

Dl: US-A-4 989 230

and claim1 as anended during oral proceedings before
the Opposition Division |acked inventive step over D1.

1. The Patentee appeal ed, requesting in the statenent of
grounds of appeal received on 24 Septenber 1999 that
t he patent be naintained on the basis of anmended cl ai ns
according to a main and an auxiliary request. The
Respondent (Opponent) requested that the appeal be
di sm ssed.

L1, Claim1l of the main and auxiliary requests reads as
fol | ows:

Mai n request:

"1. A radio tel ephone capabl e of dual -nbde operati on,
conpri si ng:

a basic nmodule (1) including circuitry comon to the
operation of the tel ephone in both nodes;

a first supplenentary nodule (2) including circuitry
for processing signals characteristic of a first node
of operation; and

a second suppl enentary nodule (3) including circuitry
for processing signals characteristic of a second node
of operati on,

wherein both said first and second suppl enentary
nodul es (2,3) are respectively detachably couplable to
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the basic nodule (1) such that the tel ephone is
operable in the first node when the first supplenentary
nmodul e (2) is coupled to the basic nodule (1), in the
second node when the second supplenentary nodule (3) is
coupled to the basic nodule (1) and in the first and
second nodes when the first and second suppl enentary
nodul es (2,3) are coupled to the basic nodule (1)."

Auxi |l iary request:

"1. A radio tel ephone capabl e of dual -nbde operati on,
conpri si ng:

a basic nmodule (1) including circuitry consisting of
conmponents and functions conmon to the operation of the
t el ephone in both nodes;

a first supplenentary nodule (2) including circuitry
for processing signals characteristic of a first node
of operation; and

a second suppl enentary nodule (3) including circuitry
for processing signals characteristic of a second node
of operati on,

wherein both said first and second suppl enentary
nodul es (2,3) are respectively detachably couplable to
the basic nodule (1) such that the tel ephone is

sel ectively operable as a single-node tel ephone in the
first node when the first supplenentary nodule (2) is
coupled to the basic nodule (1), as a single-node

t el ephone in the second node when the second

suppl ementary nodule (3) is coupled to the basic nodul e
(1) and as a dual -node tel ephone in the first and
second nodes when the first and second suppl enentary
nodul es (2,3) are coupled to the basic nodule (1)."

In the statenment of grounds of appeal the Appell ant
di sputed whet her the cordless unit 210 shown in
figure 3 of D1 was detachably couplable to the cellular
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t el ephone 220, since all the independent clainms of D1
nmenti oned the cordl ess cellular tel ephone being a
single unit. The Appellant argued that the term
"modul e” in the patent clains inplied not only

el ectrical but also nechanical features so that D1 did
not di sclose a second suppl enentary nodul e. The

obj ective technical problemstarting fromDl was to
reduce the size of the dual -node tel ephone, thus
enhancing its portability, and to provide flexibility
in selecting its operating node, neither problem being
mentioned in DL. In D1 both the cordless and the
cellular circuitry were always essential in order to
carry out the automatic node sel ection routine shown in
figures 4 to 8. Moreover the cellular circuitry was
required for call-forwarding at hone and the cordl ess
circuitry was required away from home to take advantage
of conmmunity cordl ess base stations. Furthernore a
techni cal prejudice had existed at the priority date
agai nst the construction of a radio tel ephone as three
det achabl e nodul es. The tel ephone according to the

i nvention was nore portable, since in single-node
operation one supplenmentary nodul e coul d be di spensed
with, and nore flexible as to node sel ection, since by
appropriate choice of supplenentary nodul es a dual - node
phone or two di fferent single-node phones could be
confi gur ed.

The Respondent argued that the clainms | acked inventive
step. Dl taught the concept of nodularity, the cordl ess
unit being detachably coupl able to the cellul ar phone.

In a comuni cation the Board introduced the follow ng
docunent, cited in the European Search Report, into the
proceedi ngs under Article 114(1) EPC
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D9: nachrichten el ektronik + telematik, vol. 38,
no. 4, April 1984, Heidel berg, DE, pages 134 to
137, S. Recklies, "Handsprechfunkgerate fir den
Wl t mar kt "

The Board pointed out that D9 seened to call the
techni cal prejudice asserted by the Appellant into
guestion and indicated that it doubted whether in the
light of D1 the subject-matter of claim1l showed

i nventive step.

The Appell ant nmade a further subm ssion in support of
i nventive step, enphasizing that the different
operating frequency ranges nentioned in D9 did not
anount to different nodes and that the codi ng plugs
(" Kodi erstecker”) nentioned in D9 did not process
signals characteristic of a node of operation.

In view of auxiliary requests for oral proceedi ngs by
both parties the Board issued a summons to oral
proceedi ngs. In an annex to the summons the Board
stated that inventive step would apparently form an

i ssue for discussion at the oral proceedings.

Oral proceedings were held before the Board on 24 Apri
2002. The Appellant's argunents at the oral proceedings
may be summarized as follows. It was not directly and
unanbi guously derivable fromDl that the cordless unit
was detachably couplable to the cellular tel ephone.

Mor eover the Respondent had conceded that one-way "snap
fit" connectors were known. D1 contained no incitenent
to split the tel ephone up into three nodul es, since
this would require an extra connector and housing for
the cellular circuitry and hence increase size and
weight. D1 was typical of the trend at the priority
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date to increase the integration of tel ephones. The
i nvention went against this trend in trading
functionality for portability.

D9 related to portable two-way radios and not to
t el ephones for public networks. Hence D9 woul d not be
considered in the context of DL.

As to claim1l1l according to the auxiliary request, it
was not obvious to provide a separate basic nodul e
cont ai ni ng no node-specific circuitry.

The Respondent's argunents can be summarized as
follows. The clained subject-matter | acked novelty in
view of D1. D1 gave no details concerning the plug-
socket conbination 270,272 between the cordl ess unit
and the cellular phone so that, on its usual
interpretation, the term"plug"” inplied renovability.
The "existing cellular phone" referred to in figure 3
of DL neant a cellul ar phone capabl e of functioning
wi t hout the cordless unit. D1 also disclosed a second
suppl ementary nodule. The cellular transmtter and
recei ver 222, 224 shown in figure 3 of Dl were
standardi zed and therefore nodul es, the patent giving
no definition of the term "nodul e". Mreover they were
suppl ementary to mcroconputer 230. It would be at

| east obvious to make such a nodul e detachably

coupl able to the basic unit.

The cellular circuitry nmentioned in D1 was noreover not
essential, particularly at home. The call-forwarding
mentioned in D1 did not require the tel ephone to al ways
be capable of receiving a cellular call, since call-
forwardi ng was carried out by a higher control entity
in the cellular network.
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The cordl ess function was al so not essenti al,
particularly when away from hone, since the community
cordl ess base station nmentioned in D1 nerely served a
few hones and not a w de area.

D9 taught the use of a basic nodule provided with
additional functionality by code plugs. The different
frequency bands associated with the plugs anpbunted to
di fferent operating nodes, the outputs fromthe plugs
bei ng characteristic of the operating node.

The Appel l ant mai ntai ned the request (see point Il
above) that the decision under appeal be set aside and
that the patent be maintained in anended formon the
basis of either the main or the auxiliary request filed
on 24 Septenber 1999. The Respondent requested that the
appeal be di sm ssed.

At the end of the oral proceedings the Board announced
its deci sion.

Reasons for the decision

1

2471.D

Adm ssibility

The appeal satisfies the requirenents nmentioned in
Rul e 65(1) EPC and is thus adm ssible.

The anmendnents

Apart fromeditorial amendnents, claim1 according to
bot h requests has been restricted fromthe case where
at | east one of the supplenentary nodules is detachably
couplable to the basic nodule (as clained in claim1l of
the requests refused by the Opposition Division) to the
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case where both of the supplenmentary nodul es are

det achably coupl able to the basic nodule, as shown in
figure 1 and described at colum 3, line 41 to

colum 4, line 24 of the patent. The Board is
consequently satisfied that claim1l according to both
requests conplies with Article 123(2) and (3) EPC.

Novel ty

It is conmon ground between the parties that D1 forns
the closest prior art in disclosing (figure 3) a radio
t el ephone capabl e of dual - nbde operation

(cordl ess/cellular), conprising: a basic nmodul e (220)
including circuitry (230,250) comon to the operation
of the tel ephone in both nodes and a first

suppl ementary nodul e (cordless unit 210) including
circuitry (212,214) for processing signals
characteristic of a first node of operation (cordless).
The radi o tel ephone al so conprises circuitry (222, 224)
for processing signals characteristic of a second node
of operation (cellular).

The parties differ however over whether the cordl ess
unit 210 is detachably couplable to the cellular

t el ephone 220 and whether D1 di scl oses a second
suppl ement ary nodul e.

The cordl ess unit

According to the appeal ed decision, since the cordl ess
unit 210 was described in D1 (colum 4, line 1) as a
"plug-in accessory”, it was therefore also "plug-
outabl e", neaning that it was detachably couplable to
the cellul ar tel ephone 220. The Appellant has
guestioned the logic of this concl usion.
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In deciding on this issue the Board nust assess what

t he skilled person reading D1 woul d have under st ood
about the features of the plug/socket conbination
270,272 shown in figure 3. This assessnment nust be nade
on the basis of the disclosure of DI as a whol e and not
nmerely on its independent clainms. Dl does not offer any
details of the plug and socket and certainly nakes no
explicit reference to renoval of the cordless unit
bei ng prevented. In the Board's view, the skilled
person woul d al ways assunme a plug to be renovabl e,

unl ess taught otherw se. The question is thus whether
such a contrary teaching exi st ed.

The parties agree that "one-way" connectors were
generally known at the priority date. The Board is
however unconvinced that their existence al one
suffices to rai se reasonabl e doubts in the skilled
person's mnd that the plug and socket shown in D1
m ght prevent renoval of the cordless unit.

The Board has al so consi dered whether the intended use
of the cordless unit inplies any features of the plug
and socket. The Appell ant has pointed to several
aspects of Dl teaching against ever renoving the

cordl ess nodul e, such as the fact that all independent
clainms in Dl relate to the conbination of the cellular-
and cordl ess phones "as a single unit”. Neverthel ess
figure 3 shows a dual - node phone consisting of an
"existing cellular phone" and, connected by the plug
and socket, a cordless unit as a "plug-in accessory".
In the context of this enbodinent, the term "existing
cel lul ar phone" is understood to nmean a unit capabl e of
operating alone as a cellular tel ephone, and the term
"accessory" is understood to nean a non-essential item
in the sense that it is not necessary for norma

2471.D Y A



3.2

2471.D

-9 - T 0755/ 99

cellul ar operation. This understanding is supported by
the fact that separate housings are provided for both
units, the housings being adapted to be coupl ed

t oget her by connector neans (see, for exanple, claim2
of Dl1). The automatic call routing according to figures
4 to 8 of Dl referred to by the Appellant in this

cont ext cannot cast doubt on the optional nature of the
cordl ess nodule, since it is clear to a skilled person
that such routing is only possible if both nodes are
avai |l abl e, whi ch however need not necessarily be the
case. O herwise, the availability check carried out in
D1 (see colum 4, lines 35 to 40) would not nake sense.

The Board consequently reaches the sane concl usion as
the contested decision in finding that it is directly
and unanbi guously derivable from Dl that the cordl ess
unit is detachably couplable to the cellular tel ephone.

The second suppl enentary nodul e

According to the contested decision (page 4, 3"

par agraph), the cellular tel ephone known fromfigure 3
of D1 conprises both a basic nodul e and an additi onal
nodul e containing circuitry for the cellular node,
meani ng that D1 di scl oses a second suppl enentary
nodul e. The Appell ant has chall enged this view.

The patent does not contain a definition of the term
"modul e". The Concise Oxford Dictionary however defines
the term "nodul e" as a "standardi zed part or

i ndependent unit used in construction, especially of
furniture, a building or an electronic systent.

Al t hough the cellular tel ephone 220 shown in figure 3
shows schematic buil ding bl ocks such as "cellular
transmtter 222" and "cellular receiver 224", the Board
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is not convinced that these circuits are either
standardi zed or independent units. Moreover, the
drawi ng of a notional boundary around just the cellular
transmtter and receiver to forma purported nodul e
seens to be entirely arbitrary. It is therefore not
unanbi guously derivable fromDl that the cellul ar
signal processing circuits forma second suppl enentary
nodul e.

Hence the Board differs fromthe Opposition Division in
concl udi ng that D1 does not disclose a second
suppl ementary nodul e containing cellular circuitry.

Concl usi on on novelty

The subject-matter of claim1 of both requests differs
fromthe disclosure of D1 essentially in the
partitioning of the cellular tel ephone, sone of the
circuitry not carrying out cellular signal processing
bei ng grouped into a basic nodul e and the renaining
circuits being grouped into a second suppl enentary
nodul e detachably coupl able to the basic nodul e.

The subject-matter of claim1 of both requests is thus
novel , Articles 52(1) and 54 EPC.

| nventive step: main request

The objective technical problem

Formul ati ng the objective technical problem poses sone
difficulties in this case, since neither of the

techni cal probl ens advanced by the Appellant is solved
in all three clainmed tel ephone configurations.
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The Board is disinclined to regard the reduction of

si ze and wei ght as the objective technical problem
since the Appellant has conceded that including the
cellular signal processing circuitry in a detachably
coupl abl e nodul e woul d i nvol ve adding a further socket
and housi ng. Hence, when configured as a dual - nnode
phone, the tel ephone woul d be bul kier and heavi er than
before, thus not solving the problem

The Board is also reluctant to regard increasing the
flexibility of nbpde selection as the objective

techni cal problemeither, since the single-nbde
configurations offer less flexibility than the dual -
node tel ephone known fromDl in that only one node is
avai | abl e. The problemis consequently not solved in
t he two singl e-nbde configurations.

In the Board's view the difference features set out
above have the effect of allow ng the tel ephone to be
nore flexibly configured for specific uses. The

obj ective technical problemis consequently seen as
increasing the flexibility with which the tel ephone may
be configured. This problemis attractive in that it is
solved in all three tel ephone configurations, since the
sol ution concerns the design of the basic nodule and
this is present in all three tel ephone configurations.

The obvi ousness of the problem

According to the appeal ed decision (reasons, point 7),
"Dl teaches the concept of nodularity". The Board
agrees; Dl seens to take a step in the direction of
increasing the flexibility of configuring a tel ephone
in going fromthe enbodi mrent shown in figure 2, in

whi ch a dual - node phone is fully integrated, to the
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enbodi mrent shown in figure 3, where the cordl ess nodul e
can be renoved. Hence Dl appears to point to the

obj ective technical problem The Board concl udes t hat

t he objective technical problemis obvious in the |ight
of D1.

The obvi ousness of the sol ution

In fact, in the terns of docunent D1 the clained
solution takes one step further by making the cellular
part of the known tel ephone nodul ar as well.

The parties differ as to whether the call-forwarding
mentioned in D1, by which incom ng cellular calls can
be diverted to a cordl ess nunber (see figure 6 and
colum 5, line 61 to colum 6, line 11), teaches

agai nst making the cellular functions optional. Since
the cited passage refers to call-forwardi ng being
acconplished by "the cellular system (colum 6,

line 6) "when the cellular phone cannot be reached"”
(colum 5, lines 65 to 66), the Board understands that
cal | -forwardi ng does not require the phone to be
capable of receiving a cellular call. Call-forwarding
is carried out el sewhere in the cellular tel ephone
system and woul d thus work even if the cellular
circuits were renoved fromthe tel ephone itself.
Consequently this aspect of D1 does not prejudice the
skill ed person against renoving cellular circuitry from
t he dual - node phone.

The parties also differ as to whether the two-way
radi os nentioned in D9 are relevant to the tel ephones
for use with public networks dealt with in D1 and as to
whet her the different frequency bands nmentioned in D9
constitute operating nodes. There is al so di sagreenent
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as to whether the coding plugs in D9 process signals
characteristic of a node of operation. Wiilst there may
be clear differences at a system | evel between the
operation of two-way radi os and the public tel ephone
networ ks, the Board is not convinced that the
principles applicable to the design of the handsets

t hensel ves differ significantly. Mreover the code

pl ugs define not only operating frequency but also

ot her operating paranmeters such as codi ng, channel -

di sabling and power |evels (see page 136, left colum,
l[ines 30 to 34). The Board sees no reason why such
paraneters do not fall within the anbit of the term
"operating node". Moreover, since the paraneters stored
in the coding plugs characterize the operating node,
the Board takes the view that nerely outputting these
paraneters can be seen as processing signals
characteristic of a node of operation. D9 shows that at
the priority date the problem of configuration
flexibility was known in the field of portable radio
transcei vers (page 136, left colum, lines 14 to 18),
the solution lying in constructing a dual - node device
(page 136, left colum, line 35) as a basic unit

provi ded by node-specific functionality by two code

pl ugs, which may be seen as suppl enentary nodul es.
Hence the solution is known from D9.

The Board is unable to see an inventive step in
applying the teaching of D9 to increase the flexibility
of configuration of a phone as described in Dl. The
subject-matter of claim1 according to the main request
consequently lacks inventive step in view of D1
conbined with D9, Articles 52(1) and 56 EPC.

| nventive step: auxiliary request
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The Appell ant has argued that the subject-matter of
claiml1l according to the auxiliary request differs from
that according to the main request in the restriction
that the basic nodul e contai ns no node-specific
circuitry. The Board is unable to see any such
restriction of the claim The definition of a basic
nmodul e "including circuitry consisting of conponents
and functions common to the operation of the tel ephone
in both nodes" (enphasis by the Board) does not exclude
the presence of further circuitry, including node-
specific circuitry.

The Board finds that the subject-matter of claim1 of
the auxiliary request is essentially the sane as that
of claim1l1l of the main request and thus |acks inventive
step, Articles 52(1) and 56 EPC, for the sane reasons.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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