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Summary of Facts and Submn ssions

1109.D

Thi s appeal is against the decision of the Opposition
Division to reject an opposition agai nst European
patent nunber 0 448 618. The opponent had requested
revocation of the patent on the ground of |ack of

i nventive step in accordance with Article 100(a) EPC,
and had inter alia cited the foll ow ng docunent:

D1: European Broadcasting Union (EBU)
docunment Tech 3244-E, "SPECI FI CATI ONS OF THE RADI O
DATA SYSTEM RDS FOR VHF/ FM SOUND BROADCASTI NG'
Brussel s, March 1984.

Fol | owi ng oral proceedings the Opposition Division held
that the subject-nmatter of each of independent clains 1
and 8 involved an inventive step; the opposition was
accordingly rejected and the patent nmintained as
granted. The appel |l ant (opponent) | odged an appea

agai nst this decision and paid the prescribed fee. It
was requested that the decision under appeal be set
aside and the patent revoked in its entirety. An
auxiliary request was nmade for oral proceedings. In a
subsequently filed statenent of grounds of appeal the
foll ow ng docunents were newy cited:

D2: BBC Design and Equi prent Departnent Technica
Menor andum No. A 1028(87) "BBC Radi o Data System -
RDS Application of the PI and ON features”,
S.J. Parnall and S.R Ely, 11 March 1988, archived
by the EBU as "GI' RFRRDS 006 rev.";

D3: Mnutes of the second neeting of Specialist Goup
R/ RDS of Working Party R of the EBU in Lisbon on
2 to 4 Novenber 1988, with Appendices 1 to 9 and
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dated 16 January 1989;

D4: Docunent GI' RFRDS 051 of the EBU, "Draft
Suppl enent to Tech. 3244-E', Parnall et al,
undat ed; and

D5: CENELEC European Standard EN 50067 "Specification
of the radio data system (RDS)", Brussels, Apri
1992, cover page, page 25 and pages 29 to 32.

It was argued that D2 in particular disclosed the so-
called "cyclic nmethod" of presenting "enhanced ot her
networ ks information"; this approach extended the basic
RDS specification of D1 and disclosed all the features
of clains 1 and 8, so that these clains | acked novelty.

In a subsequent subm ssion the appellant al so argued
that clainms 1 and 8 were not entitled to the clained
priority date, so that D4, which bore a handwitten
date of "12.01.89", constituted prior art against these
cl ai ns.

The respondent (patentee) in reply argued that
docunents D2 to D4 had not been nade available to the
public. D2 was a BBC technical nenorandum for interna
use only; it had been released in confidence to the
nmenbers of the EBU R/ RDS group but had never been
publ i shed. D3 and D4 were confidential working
docunents of the EBU R/ RDS group which had not been
made available to the public. The respondent pointed
out that D4 had however fornmed the basis of a published
docunent :

D4a: "Specifications of the Radio Data System RDS for
VHS/ FM Sound Br oadcasti ng”, Supplenent 4 to
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Tech. 3244-E, EBU, Brussels, July 1989.

D4a was published between the clained priority date and
the filing date of the European application, but as

i ndependent clains 1 and 8 were entitled to the clained
priority it did not constitute relevant prior art. The
respondent nmade an auxiliary request for ora

proceedi ngs.

| V. Oral proceedi ngs were appointed by the Board. In a
comruni cati on acconpanying the summons to ora
proceedi ngs the Board stated that it woul d be necessary
to deci de whether the deliberations of the standards
group referred to as the "EBU Speci alist Goup R RDS"
were confidential, so that docunents D3 and D4 were
confidential, and whether D2 was intended for interna
use by the respondent and only rel eased in confidence
to nenbers of the group. The communi cation al so
di scussed the interpretation of claim1 and the
question of whether the clainms of the patent were
entitled to the clained priority date. Attention was
drawn to opinion of the Enlarged Board G 2/98 (QJ EPO
2001, 413). The issue of inventive step was al so
di scussed.

V. Fol |l owi ng the sumons to oral proceedings the
respondent filed a revised nain request and a nunber of
auxiliary requests, and made further proposals for
amendnent to both the main request and auxiliary
requests. Furthernore, the respondent cited a nunber of
docunents for the first tinme in the appeal proceedings
and conceded the fact that document D2 was distributed
to broadcasters and the receiver industry w thout an
obligation to confidentiality before the priority date
of the patent in suit (see end of page 4 of the letter

1109.D Y A
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dated 13 Decenber 2001).

Oral proceedings were held on the 15 January 2001. In
the course of the oral proceedi ngs the respondent

wi thdrew the main request and filed revised clains of a
mai n request and a first auxiliary request.

Al ternatively, maintenance of the patent on the basis
of the auxiliary requests filed with the letter of

13 Decenber 2001 was requested.

Caiml of the main request is directed to a radio data
system and reads as foll ows:

"A radio data systemin which data acconpanying a
progranme is transmtted in groups of at |east four
bl ocks, the groups being of various types and al
conprising in a first block the progranme
identification code (PI(TN)) for the transmtted
progranme and in a second bl ock both a code (GI)
identifying the group type and a usage code (UC)
i dentifying which of a selection of itens of
information are carried in one of the third and fourth
bl ocks, which bl ocks include programme identification
codes of other networks (PI(ON)) and alternative
frequency codes for other networks (AF(ON));

characterized in that:

the fourth block always carries a programe
identification code for another network (PI(ON)), the
third block carries various itens of information
pertaining to the said other network, including
alternative frequency codes for the said other network
(AF(ON)), and the second block includes a usage
code (UC), which determ nes which of the said various
itens of information is carried by the third bl ock."
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Claim8 of the main request is directed to a receiver
and reads as foll ows:

"A radio data systemreceiver for use in a system
i n which data acconpanying a progranme is transmtted
in groups of at |east four blocks, the groups being of
various types and all conprising in a first block the
programe identification code (PI(TN)) for the
transmtted programme and in a second bl ock both a code
(GT) identifying the group type and a usage code (UQC)
i dentifying which of a selection of itens of
information are carried in one of the third and fourth
bl ocks, which bl ocks include progranme identification
codes of other networks (PI(ON)) and alternative
frequency codes for other networks (AF(ON)), the
receiver conprising neans (16) for decoding received
nmessage groups, and processing neans (18) for
determ ning the group type froma group type code (GI)
in the second bl ock of the group and for processing the
data in the remai nder of the second block and the third
and fourth bl ocks accordingly;

characterized in that:

the processing neans (18) includes neans
programmed to identify a group type in which: the
fourth block always carries a programme identification
code for another network (PI(ON)), the third bl ock
carries various itens of information pertaining to the
sai d other network, and the second bl ock includes a
usage code (UC) which determ nes which of the said
various itens of information is carried by the third
bl ock. "

The clains of the first auxiliary request differ from
those of the main request only in that the clains to a
recei ver are del eted.
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VII. When filing the new clains the respondent requested
that the case be remtted to the Opposition D vision
for exam nation of the opposition to be continued; it
was argued that docunents D2 to D4 and D4a had been
cited for the first tinme in the appeal proceedi ngs and
the respondent woul d be deprived of two instances were
the Board to hold all of these docunents to have been
publ i shed and to deci de on the basis of the docunents.

The appel | ant maintai ned his request for setting the
appeal aside and revoking the patent in suit.

VIIl. At the end of the oral proceedings, the Chairman
announced the Board's deci sion.

Reasons for the Deci sion

1. Adm ssibility

1.1 The appeal is adm ssible.

2. Al l owabi ity of anmendnents

2.1 In the course of the oral proceedings the respondent

filed revised clainms in which the | anguage of claim1l
was adapted to correspond to that of claim8 as
granted. This anmendnent was said to have been

occasi oned by the Board's coments on the
interpretation of claim1l as granted.

2.2 Al t hough the appellant drew attention to the difference
in wording between claim1 of the main and first
auxiliary requests and claim1 of the granted patent
and rai sed objection of claimbroadening,

1109.D Y A
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Article 123(3) EPC, it becane clear in the course of
the discussion in the oral proceedings that no
technical difference could be identified between the
two clains. The appellant accordingly did not pursue
the assertion that the anended claim 1 was broader in
scope than the granted claim

In the Board's view the claim which includes all the
features of the granted claiml, does not give rise to
objection. Caim1l of both the main and first auxiliary
requests was accordingly admtted to the proceedi ngs.

Remttal to the first instance

The respondent di sputed whet her docunents D3 and D4 had
been made available to the public but did not object
that they were late-filed, Article 114(2) EPC. 1t was
however argued that if the Board were to hold themto
constitute prior art and to decide on the basis of
docunents D2 to D4 and D4a then the appeal should be
remtted to the Opposition Division in order to
preserve two instances.

The Board notes that docunents D2 to D4 were presented
for the first tinme at the commencenent of the appea
proceedi ngs but were well-known to the respondent: D2
originates fromthe respondent whilst D3 originates
froma specialist group on which the respondent was
wel | represented; indeed nost of the inventors nanmed in
the patent appear to have been nenbers of this

speci alist group; D4 and D4a are descriptions of the
clainmed systemdrafted by four of the inventors naned
in the patent. The Board accordingly notes that the
respondent was well aware of the contents of D2 to D4
at the tinme the priority docunent was prepared, and of
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D4a when the patent application was prepared. Mreover,
the issue of whether or not docunents D3 and D4 were
avai |l able to the public need not be decided since these
docunents are no |longer relevant in view of pre-
publ i shed docunent D2 and internedi ate docunent Da,
the latter having been cited by the respondent hinself.
The Board therefore sees no reason to remt the matter
to the Qpposition Division.

Priority (main request)

The appel |l ant argued that claim8 was not entitled to
priority because the British patent application from
which priority was clained did not disclose a receiver.
Al t hough nost of the features of the receiver were in
essence those required to receive a signal in
accordance with the systemof claim1, claim$8
additionally specified neans for decoding received
nmessage groups and processing nmeans including neans
programmed to identify a particular group type. The
priority docunent was concerned exclusively with the
encodi ng of the signal with no disclosure of decoding.
How t his coul d be achi eved, either by hardware or
software sol utions, was not derivable fromthe priority
docunent. The standard to be adopted in deciding such

I ssues was given by the Enlarged Board's opinion in

G 2/98, which at paragraph 9 nade clear that priority
could not be clainmed validly if subsequent to the

di scl osure of the priority docunent features were
added. Al though a receiver including a processor was
known in the prior art, the known receiver could not
receive the signals specified in the priority docunent.
In any case, this receiver was not disclosed in the
priority docunent but in Dl; the place for disclosing
the invention was not a prior art docunent but the
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priority docunent itself.

The respondent argued that the appellant had

m sinterpreted the Enlarged Board's opinion. G 2/98
explicitly stated that common general know edge shoul d
be taken into account. In the patent in suit the
general principles for the construction of a suitable
receiver fornmed part of that conmon general know edge.
Al'l RDS receivers included neans for decoding received
nmessage groups and processi ng neans i ncludi ng neans
progranmed to identify a particular group type; it was
part of the common general know edge of the skilled
person at the clained priority date that RDS receivers
shoul d be inplenented in software so that, given the
particul ar group types, the skilled person would
directly and unanbi guously be led to provide the
necessary software.

The Board would draw attention to the wordi ng of the
first question which the President of the EPO, mneaking
use of his power under Article 112(1)(b) EPC, referred
to the Enlarged Board in G 2/98:

"Does the requirenent of the "sane invention"” in
Article 87(1) EPC nmean that the extent of the
right to priority derivable froma priority
application for a later application is determ ned
by, and at the sanme tine limted to, what is at
least inplicitly disclosed in the priority
application?"

Thi s question was answered in the affirmative, see
points 9 and 11 of the opinion. The expression "what is
at least inplicitly disclosed" is stated at point 2 as
requiring that the specific conbination of features
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present in the claimnust at least inplicitly be

di scl osed in the application whose priority is clained.
Al t hough the respondent asserted that this excluded a
"novelty test” it appears froma reading of the

Enl arged Board's opinion, see in particular point 8.1,
that the "disclosure test"” which the Enlarged Board had
in mnd corresponds to such "novelty test” in the
present case. The exanple given in the opinion concerns
the situation which arises under Article 54(3) EPC when
in the case of two conpeting applications the clains of
the earlier application vary slightly fromthose of the
priority docunent so as to correspond to those of a

| ater filed application which correctly clains
priority. Since the subject-matter of the |ater
application would then | ack novelty with respect to
that of the earlier application, the Enlarged Board
comments that this situation shows that an extensive or
broad interpretation of the concept of "the sane

i nvention" could be to the detrinment of a |ater
applicant who correctly clainmed priority and actually
di scl osed the clainmed subject-matter first.

In the present situation, the Board considers that
claim8 fails the "disclosure test" since it is novel
with respect to the disclosure of the priority
docunent .

Al t hough the respondent enphasi sed the Enl arged Board's
reference at point 9 to deriving the subject-mtter of
the claim"directly and unanbi guously, using conmon
general know edge" fromthe previous application as a
whol e, this does not nean that comon general know edge
can be used to fill in gaps in a disclosure. Quoting
this Board's decision T 339/89 (not published in QJ
EPO at point 8:
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"... the claimed subject-matter is not directly
derivable fromthe originally filed application
docunents but requires the exercise of conscious
choice on the part of the skilled man. This
process cannot properly be described as
“"interpretation” in the sense of elucidating the
techni cal content by the application of the common
general know edge of the art, but rather requires
on the part of the skilled man the application of
t hat knowl edge to derive a new conbi nation.™

In other words, the application of conmon genera

knowl edge can only serve to interpret the neaning of a
techni cal disclosure and place it in context; it cannot
be used to conplete an otherw se inconplete technica

di scl osure.

Since the priority docunent only discloses a new signal
prot ocol w thout any disclosure of a suitable receiver,
it follows that clains 8 and 9 of the main request,
which are directed to such a receiver, are not entitled
to the clained priority date, but only to the filing
date, ie 15 Decenber 1989.

I nventive step (main request)

The patent is concerned with an enhancenent of a
feature of the RDS systemreferred to as the "ot her
networ ks" or ON feature. The ON feature is part of the
basi ¢ RDS specification of D1, see Figure 10 at

page 21, which illustrates so-called "type 3" groups
whi ch support the feature and which enable a suitably
adapted car radio to speed up switching to another
service if the driver is out of his usual area. Mdern
car radi os have nenories which store information in the
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formof a so-called Pl or progranme identification
code, thus specifying a programme rather than a
frequency. If the corresponding pre-set is pressed and
the usual frequency is not available the nenory has a
list of alternative frequencies, so that it is not
necessary to institute a search to scan the entire FM
band, which can take a considerable tine if there are
many stations. The ON feature extends this idea by
building up in nmenory a data bank cross-referencing to
services which a user tuned to a particular station

m ght alternatively choose, so that it is possible to
provi de instantaneous swi tching. The original ON
proposal as shown in Figure 10 of Dl gives rise to the
problemthat information for only 8 other networks can
be stored; this is because the type 3A group only

all ocates 3 bits for the ON address code | abels.

Caim8 will be considered first in view of the above
finding on priority.

It was comon ground between the parties that

docunent D4a was publicly available in July 1989 and
that it discloses the sane subject-natter as the
priority docunent, nanely the Enhanced O her Networks
(EON) feature for use in the RDS system |t does not
di scl ose a receiver. However, as acknow edged
explicitly by the respondent in the letter of 26 July
2000, see page 9, |ast paragraph: "The person skilled
in the art, to whomthe patent and priority docunent
are directed, is an RDS radi o engi neer who woul d, at
the priority date of the patent, have been well aware
of the contents of Dl1. That skilled person reading the
priority docunment woul d know precisely howto build a
receiver to receive the RDS group described therein,
W t hout any inventive effort at all". Repl acing
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"priority docunment"” by "D4a" in essence gives the
Board's position on the matter; Dl is the basic RDS
specification and descri bes at page 6, Figure 2 a
suitabl e radio data recei ver/decoder which requires a
"data processor” to derive individual data bl ocks once
the signals have been decoded. D4a is a supplenent to
Dl; it explicitly refers to D1 so that the skilled
person will read D4a in the Iight of the disclosure

of D1.

It was not contested by the respondent that the RDS
receiver of claim8 was for use in an RDS systemin
accordance with D4a; as noted above in connection with
priority, the only receiver features explicitly clained
are neans for decodi ng received nessage groups and
processi ng neans programred to identify a specific
group type. D1 discloses neans for decoding received
nmessage groups. It does not disclose processing neans
for carrying out the specific function clained in
claim8, but it is clear frompoint 5.3 above that the
skill ed person, applying the cormmon general know edge
in the RDS art, would be able to inplenent the
necessary programm ng w thout the exercise of

i nventi on.

The subject-matter of claim8 of the nmain request
accordingly lacks an inventive step, Articles 52(1) and

56 EPC.

Since claim8 is not allowable it follows that the nain
request as a whole is not allowable.

I nventive step (auxiliary request)

The appellant in effect raised two inventive step
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obj ections agai nst the clained subject-matter, one
based on the disclosure of DI and anot her based on that
of D2. Dealing with the objection based on D1 first,
the appellant points out that in the type 3A group
shown in Figure 10 of D1 the Pl code for the
transmtting network is sent in the first bl ock of
every group; in type 3A groups the fourth block is used
for four different kinds of information, the Pl code of
anot her network being one of them in dependence on a
2-bit usage code CG in the second block. If field
tests showed that this arrangenent |ed to groups being
di scarded because the Pl code of the other networks had
been received incorrectly, it would be obvious for the
skilled person to transmt the Pl code of the other
networks in every fourth block, in an anal ogous nmanner
to the PI code for the transmtting network. If this
were to be done it would be necessary to transfer al
the other information to the third block, leading to
the cl ai ned system

The Board observes that claim1l requires nore than for
the PI code for the other networks to be in the fourth
block; it also requires in essence that all other
informati on pertaining to the other networks is carried
in the third block and that the usage codes for this
information are in the second block, ie a substantive
re-arrangenent of the prior art type 3A group signal.
In accordance with D1 usage codes are provided in the
second bl ock but these are for the information in the
fourth bl ock.

In the Board's view the use of a Pl code for other
networks in every fourth block is counter-intuitive and
woul d be rejected by the skilled person because prinma
facie the data rate would thereby be substantially
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decreased. The appreciation that in practical
circunstances this is not the case is necessary in
order to make such nodification to the type 3A group of
D1 and the skilled person, considering D1, would if the
Pl code for other networks were unreliable be led to
nodi fy the group whilst remaining within the existing
standard by transmitting the PI code nore frequently,
but | eaving roomfor the remnai ni ng other network
information transmtted in the fourth bl ock. An

addi tional reason for maintaining the existing
arrangenent is that D1 constitutes a standard and the
skilled person could be expected to seek to remain
within the standard. It is noreover pointed out that
the problem which arises fromthe Dl arrangenent is
predom nantly that only 8 other networks can be
addressed, not that the Pl codes are |ost in poor
signal conditions (see page 2, line 49 to page 3,

line 1 of the patent in suit); the skilled person,
faced with this latter problem would have no reason to
i ncrease the nunber of tinmes the Pl code is sent since
doi ng so woul d reduce the information flow yet further.
For these reasons the Board considers that the skilled
person, starting out fromDl, would not be led to the
cl ai med system

6.4 D2 seeks to solve this problemby an alternative group
structure, referred to as the "cyclic nethod". In
essence, a specific usage code UC, transmitted in the
second bl ock of a type 3 group (see Figure 10 of D1),
is used to identify a new Pl code. In D2 a usage code
of 00 indicates that a new Pl code is being sent. The
succeedi ng groups will have respective usage codes and
will provide information regarding the network
corresponding to the identified Pl code. Wen the
correspondi ng ON informati on has been sent the usage

1109.D Y A



6.5

1109.D

- 16 - T 0744/ 99

code is reset to 00 and a new Pl code sent, wth
correspondi ng network information. The nunber of PI
codes is accordingly unlimted. However, it was not
contested by the parties that field tests showed that
this method was unsatisfactory; if because of poor
signal conditions the receiver msses a new Pl code the
succeedi ng bl ocks of information cannot be related to a
networ k and nust therefore be discarded. It was found
that in practice the disadvantage of data loss is
greater than any advantage from having an unlimted
nunber of networKks.

The Board considers that D2 represents an alternative
solution to the problemof the Iimted nunber of other
networ ks available in the DL type 3 group signha
structure. As noted above, it gives rise to the new
problemthat the PI code is only sent once for each
network and i nformation can be |ost in poor signa
conditions. It was asserted by the appellant that in
the cyclic nmethod the PI code for other networks nust
al ways be present in the fourth bl ock; the Board notes
that this does not appear to be the case, paragraph 3.2
of D2 show ng a transm ssion sequence in which the P
code is only present whenever the usage code reaches
00, as di scussed above. The appellant al so drew
attention to the wording of the description in the
patent, which at page 4, lines 22 to 24 of the
publ i shed specification states that "the terns first to
fourth block ... distinguish the bl ocks w thout
necessarily indicating the order in which they are
arranged”. In other words, the terns third and fourth
bl ock in the clains should be understood as being

I nt erchangeabl e. The Board understands that although
the description indicates that the blocks can be in a
different order, the claimrestricts the invention to
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specific information in specific blocks.

It is observed that in accordance with the patent in
suit al though successive bl ocks cycle through the
information for a given network, making use of the
usage code to identify specific information, the P
code does not formpart of this information but is

i nstead sent continuously as the information in the
fourth block of a group. Caim1 of the auxiliary
request reflects this, stating that the fourth bl ock
al ways carries a Pl code. By continuously transmtting
the progranmme identification for other networks in the
fourth block it is thus always possible to relate the
information in the third block to a specific Pl code
being transmtted in the fourth bl ock. Although the
bandwi dth of the transmtted information is reduced in
conmparison to the cyclic nethod since the programe
identification is transmtted in every fourth bl ock,
the net result is greater efficiency since no bl ocks
need be di scarded.

In conclusion, the Board takes the view that the
skill ed person, given the disclosure of D2 and faced
with the problemof the loss of information arising in
the cyclic nmethod, would not be led to devote the
fourth bl ock exclusively to Pl data for other networks
and to re-arrange the standard type 3 group signal. The
subj ect-matter of claim1 accordingly involves an

i nventive step having regard to the disclosure of D2.

Al t hough reference was nade by the appellant to a
nunber of other docunents, no objection was fornul ated
based on these docunents.
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The Board accordi ngly concludes that the patent can be
mai nt ai ned on the basis of the first auxiliary request.
Hence, the respondent's further auxiliary requests need
not be consi dered.

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as anmended in the
foll ow ng version
Clainms 1 to 7 according to the first auxiliary request
recei ved during the oral proceedings, with description
and draw ngs as granted.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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