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Summary of Facts and Subm ssi ons

0388.D

The nention of the grant of European patent

No. 0 473 573 in respect of European patent application
No. 89 904 366.5, which is based on international
application PCT/US89/00750 filed on 28 February 1989
and published under No. WD 89/08023, was published on
11 Sept enber 1996.

A notice of opposition was filed on 10 June 1997 in
whi ch revocation of the patent in its entirety was
requested on the grounds of |lack of novelty and
inventive step (Article 100(a) EPQC)

The follow ng docunments were inter alia cited during the
opposi ti on proceedi ngs:

D3: EP-A-0 155 595

D5: Haw ey's Condensed Chemi cal Dictionary, Eleventh
Edition, Van Nostrand Rei nhol d Conpany, New YorKk,
1987, pages 219 and 576

In a decision issued in witing on 11 May 1999, the
Qpposition Division rejected the opposition.

The Opposition Division held inter alia that:

(a) The subject-matter of claiml was novel over the
prior art described in D3, since that docunent did
not di sclose pignent particles with a |anellar
nor phol ogy. In particular, the opponent had not
denonstrated that graphite particles represented
particles with a | amellar norphol ogy within the
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meani ng of the opposed patent. It was generally
recogni sed that the term "norphol ogy" referred to
t he shape of an object rather than to the internal
structure of a material. The wording of claiml
made clear that it was the pignment particles which
had to be of l|anellar norphology. Instead it was
apparent from D5 that graphite m ght be present in
the formof powder, flake, crystals, rods, plates
and fibres. The shape of graphite particles was

t herefore not necessarily lanellar.

(b) The opponent had not denobnstrated that the clai ned
i nvention |acked an inventive step. The subject-
matter defined in claim1 was nore specific than
t he general teaching of D3. It appeared credible
that selecting the |ight absorbing pignments as
claimed contributed to the solution of providing a
filmw th enhanced opacity. No reason coul d be
seen why a skilled person would sel ect the clained
pigments to solve that technical problem

The Opponent (Appellant) filed a notice of appeal

agai nst the above decision received on 19 July 1999,

t he appeal fee being paid on the sane date. The
statenment setting out the grounds of appeal was filed
on 21 Septenber 1999.

In a letter dated 16 Decenber 2003 filed in response to
a comuni cation of the Board annexed to the sumons to
attend oral proceedings, the Appellant referred to the
further docunent:
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D9: RoOmpp Chem e Lexi kon, 10. Auflage, CGeorg Thiene
Verlag, Stuttgart, New York, 1996, pages 1601,
1602, 3880 and 3881

V. In their letters, dated 16 Decenber 2003 and
23 Decenber 2003 respectively, the Appellant and the
Proprietor (Respondent) withdrew their requests for
oral proceedi ngs. The Board mai ntai ned however the
schedul ed oral proceedi ngs which took place on
27 January 2004 in the absence of the parties
(Rule 71(2) EPC).

A/ The Appellant's argunents can be summari sed as fol |l ows:

(a) The opposed patent related to filnms containing
void initiating particles and particles with a
| anel | ar norphol ogy. The prior art disclosed the
same type of filnms containing graphite, carbon
bl ack or mca particles. These particles had a
| anel | ar norphol ogy, contrary to the findings of
t he Opposition Division.

(b) The Opposition Division had interpreted the term
"nmor phol ogy" as designating the external shape of
the particles. However, the term "norphol ogy"” in
itself was not unanbi guous and coul d al so
designate the internal structure of the particles.
The description nowhere precised that "norphol ogy"
only referred to the shape of the particles.

I ndeed it nmade a distinction between norphol ogy
and shape. Consequently, the term norphol ogy
descri bed sonmething different fromthe shape of
the particles, nanely the internal structure. In
addition, it made no sense to use the term
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“lanel lar™ for characterising the external form
(shape) of particles. "Lanellar norphol ogy”
designated therefore the structure of the
particles. Gaphite, carbon black or mca
particl es unanbi guously had such a structure. In
particul ar, graphite had al ways a | ayered
structure and thus a | anellar norphol ogy.

(c) This was confirnmed by the opposed patent itself
whi ch nentioned m ca and graphite as exanpl es of
particles with a | anellar norphol ogy. The clai ned
subj ect-matter according to the main request was
consequently not novel having regard to the filns
di scl osed in D3.

(d) As the auxiliary requests also related to the use
of graphite in the void containing basis |ayer,
they could, in view of the disclosure of D3, not
be consi dered as novel.

(e) Finally, the selection of |anellar pignments was
not inventive since the skilled person was taught
by D3 to incorporate such pignents in the fil ns.

In a letter dated 22 May 2000, the Respondent decl ared
that he relied on his previous subm ssions during the
opposi tion proceedi ngs and on the reasons given by the
Qpposi tion Division.

The Appel l ant requested that the decision under appeal
be set aside and that the patent be revoked.

The Respondent requested that the appeal be dism ssed
and the patent be nmmintained as granted or, in the
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alternative, on the basis of the first or the second
auxiliary request filed with the letter dated 26 March
19909.

Claim 1l of the main request reads as foll ows:

"1. An opaque, biaxially oriented, polyneric filmwhich
conprises a matrix of (i) a thernoplastic polyneric
material in which are dispersed (ii) void-initiating
solid particles which are phase-distinct fromthe

t hernopl astic polyneric material of the matrix and
about which particles are | ocated opacifying voids and
a mnor amount of (iii) a |ight-absorbing pignment
characterised in that the |ight-absorbing pignment
conprises pignent particles of a |lanellar norphol ogy."

Claim1l of the first auxiliary request reads as foll ows:

"1. An opaque, biaxially oriented, polyneric film
structure which conprises (a), a core layer and (b) at

| east one transparent skin |ayer adhering to the
surface of the voided core |ayer conprising a

t hernopl astic polynmeric material and being thick enough
substantially to prevent the asperities of the core

| ayer from being manifest, the light transm ssion of
the structure being |l ess than about 15% and in which
the core layer conprises a matrix of (i) a

t her mopl astic polymeric material in which are di spersed
(ii) void-initiating solid particles which are phase-
distinct fromthe thernoplastic polyneric material of
the matri x and about which particles are | ocated

opaci fying voids and a m nor amount of (iii) a light-
absor bi ng pi gnment which conprises graphite or mca

pi gnent particles of a |lanellar norphology."” (enphasis
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added to the differences fromclaim1 of the main
request).

Claim1l of the second auxiliary request read as foll ows:

"1. An opaque, biaxially oriented, polyneric filmwhich
conprises a matrix of (i) a thernoplastic polyneric
material in which are dispersed (ii) void-initiating
solid particles which are phase-distinct fromthe

t hernopl astic polynmeric material of the matrix and
about which particles are | ocated opacifying voids and
a mnor amount of (iii) a |ight-absorbing pignment
characterised in that the |ight-absorbing pignment
conprises graphite pignent particles of a |lanellar

nmor phol ogy. " (enphasis added to the differences from
claiml1l of the main request).

Reasons for the Decision

1

The appeal is adm ssible.

Mai n request

0388.D

Novel ty

D3 di scl oses an opaque, glossy, biaxially oriented film
conprising a support |ayer on a basis of polypropyl ene,
in which solid particles having an average size of 0.2
to 20 um preferably of 2 to 8 um are present in an
anount of between 2 to 25% by weight, in particular of
5to 20% by weight, relative to the total weight of the
film and of seal able, outer top |ayers, whereby the
density of the total filmis inferior to the cal cul ated
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density corresponding to the sumof the densities of

t he i ndividual conponents, characterized in that the
support |ayer conprises a mxture of inorganic white
solid particles and a heat-stable col oured substance,
wher eby the proportion of the col oured substance is
0.01 to 2% by weight, relative to the total weight of
the film and the density of the filmis not nore than
80% preferably 60 to 75% of the calcul ated theoreti cal
density (C aim1)

The support layer in the filmof D3 is nmade of

pol ypropyl ene, which is also the preferred

t hermopl astic material of the base filmaccording to
the patent in suit (patent in suit: claim14; page 2,
lines 49 to 54).

The inorganic white solid particles introduced into the
base filmof D3 initiate voids when the filmis
stretched (page 3, lines 9 to 12). It has never been
contested that these particles are phase distinct from
the thernoplastic polyneric material, i.e. fromthe

pol ypr opyl ene | ayer.

The void initiating particles are added to the base
filmin formof a mxture with a heat stable col oured
subst ance. \Wereas the total ampbunt of particles
represents 7 to 15 weight% of the whole film (claimb5),
t he col oured substance represents only 0.01 to 2

wei ght % of said film(claim1l1). Therefore, the anount
of heat stable coloured substance in the filmdisclosed
in D3 is lower than the anmbunt of void initiating
particles, as required by claiml1 of the patent in suit
by the term"m nor anount”.
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The sol e issue which remains to be decided for the
assessnent of novelty of the clainmed subject matter is
consequent|ly whet her the heat stable col oured
substances introduced into the filns of D3 are pignent
particles of a |lamellar norphol ogy as required by
claim1l of the patent in suit.

According to D3, the heat stable col oured substances
are col oured conmpounds which are not degraded at the
extrusion tenperature of the film(page 3, lines 23 to
24). Carbon bl ack particles (Russteilchen) are
particularly preferred (page 3, line 30 to page 4,

line 3; claim3). The expression "Russteil chen”
enconpasses graphite particles (page 4, lines 4 and 5).

In the opposed patent the pignment particles of |anellar
nor phol ogy may preferably conprise graphite (page 2,
lines 35 to 36). The patent itself nentions "graphite"
as a particularly preferred |l anellar pignment (page 2,
line 37). Therefore this col oured substance discl osed
in D3 corresponds also to the preferred pignment
particles envisaged in the patent in suit.

The Opposition Division and the Respondent took the
position that graphite was not necessarily a pignment
with a lanellar norphol ogy, as the term "norphol ogy"
designated the shape of the particles. It is however
wel |l known to the skilled person and it has never been
contested by the parties, that graphite presents a

| amel | ar structure. This is confirmed by D5 and D9
which illustrate the common general know edge and show
that graphite has a |layered crystalline structure (D5
and D9, drawings). In addition, the opposed patent
makes no reference to any unusual type of graphite, nor



2.3

-9 - T 0739/ 99

does it nention that the particles have to be selected
fromdifferent types of graphite particles available to
the skilled person. The argunment that the term

"nmor phol ogy” in the opposed patent designates the
external shape of the particles cannot be foll owed as
this interpretation is not supported by the patent
specification. The sole reference to a specific
external shape is nmade in relation to the void-
initiating solid particles which are preferably
spherical (page 3, line 7). However, no reference to a
specific external shape can be found in relation to the
pi gnent of | amell ar norphol ogy. Under theses

ci rcunst ances, the graphite particles disclosed in D3
correspond to the graphite particles defined in claiml
of the opposed patent.

The subject-matter of claim1 of the main request is
consequently not novel (Article 54 EPC)

Second auxiliary request

Novel ty

The subject-matter of claim1 of the second auxiliary
request is restricted to a filmin which the Iight
absor bi ng pi gnment conprises graphite pignment particles
of a lamell ar norphol ogy. This subject-matter is
consequently not novel for the same reasons as the
subject-matter of claim1l of the main request (point 2).

First auxiliary request

0388.D

Novel ty
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4.1 The subject-matter of claim1 of the first auxiliary
request defines a filmstructure in which the core
| ayer (a) is not novel for the sane reasons as claiml
of the second auxiliary request (point 3). Novelty of
the filmstructure could therefore only be acknow edged
if the additional features defined in the claimwere
not disclosed in D3.

4.2 The first of these additional features requires that
the filmstructure conprises at | east one transparent
skin layer adhering to the surface of the voided core
| ayer, said skin layer conprising a thernoplastic
polymeric material and being thick enough substantially
to prevent the asperities of the core |ayer from being
mani f est .

4.2.1 The core layer of the filmdisclosed in D3 presents on
one or on both of its surfaces a seal able, outer top
| ayer made of an honopol yner of propyl ene, ethylene or
butyl ene or a copol yner or terpolyner of these nononers,
or m xtures of these polyners (claim1; page 4,
lines 12 to 20)). The filmstructure of D3 conprises
therefore also skin layers made of thernoplastic
mat eri al s adhering to the surface of the core |ayer.

4.2.2 D3 does not nmention explicitly that the skin |layers are
transparent. However the mmin purpose of the invention
underlying D3 is the preparation of a film show ng
metallic shining effects (page 2, lines 7 to 13). These
effects are achieved by incorporating in the core | ayer
specific particles and pignents (page 2, lines 19 to 26,
claim1l1l). As these effects nust al so be visible when
the core layer is covered by the outer skin layer, the
skin layers nust conpul sorily be transparent.

0388.D
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4.3 The second additional feature is the thickness of the
skin layer which is defined in claim1l by a functi onal
feature requiring that the skin layer is "thick enough
substantially to prevent the asperities of the core
| ayer from being manifest".

4.3.1 A value for the thickness of the skin |ayer, which
shoul d be observed to achieve this result is however
not indicated in the claim The sole indications given
in this respect can be found in the description of the
opposed patent which specifies that the thickness of
the core represents preferably from30 to 95% of the
t hi ckness of the structure (page 3, lines 17 to 19).
According to D3, the whole structure has a thickness of
from1l5 to 60 um preferably from20 to 50 um whereby
the outer |ayers have a thickness of fromO0.2 to 2 pm
(claim6). Fromthese indications it can be cal cul ated
that, when the filmhas two outer |ayers, the core
| ayer represents from99.3% (60 - 2x0.2/ 60) to 66.6%
(15 - 2x2/ 15) of the thickness of the whole structure.
In terms of respective thickness of the |ayers, there
is consequently an overlap with the thickness disclosed
in D3.

4.3.2 Furthernore, the Respondent has not shown that the
t hi cknesses of the outer layers of the filnms disclosed
in D3 do not fulfil the functional requirenent set out
in claiml. As the Respondent has introduced this
feature into the clains of the opposed patent in
response to the novelty attacks of the Appellant, the
burden of proof that this feature distinguishes the
claimed subject-matter fromthe prior art and thus
overconmes the grounds for opposition lies with him

0388.D
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4.3.3 1In the absence of any evidence in this respect and in
view of the overlap of the thickness ranges in D3 and
in the opposed patent, this functional feature cannot
di stinguish the clained filns fromthose of D3.

4.4 The | ast additional feature is also a functional
feature which requires that the light transm ssion of
the structure is | ess than about 15%

4.4.1 The light transm ssion of the filns is not explicitly
indicated in D3. The structural characteristics which
can influence the light transm ssion of the film such
as the nature and thickness of the |layers, the nature
and anmount of pignments and void initiating particles
are the sanme in D3 and in the patent in suit (points 2
and 3). There is thus, a priori, no reason to assune
that the light transm ssion nentioned in the present
claimdiffers fromthat of the filns disclosed in D3.
In this respect, it should also be noted that the
opposed patent itself nentions for a filmw thout
graphite a light transm ssion of 20.1% and the
i nclusion of approxinmately 1% graphite decreases the
[ight transm ssion to values around 3% (table 1
page 3). It can thus be expected that the filnms of D3,
including up to 2% of pignents (claim1) will show a
light transm ssion within the limts required by the
opposed patent.

4.4.2 Furthernore, as for the previous functional feature
introduced into the claim (point 4.3.2), the Respondent
has not shown that the |light transm ssion specified in
t he amended cl ai m di stingui shes the clainmed filns from
t hose of D3.

0388.D
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4.5 The board consi ders consequently that the features
introduced into claiml1l of the first auxiliary request
do not offer any distinction over the filnms of D3, so
that also the subject-matter of claiml1l of the first

auxi liary request cannot be regarded as novel.

5. Consequently, the subject-matter of claim1l of al
requests is not novel with regard to D3 (Article 54
EPC) .

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside

2. The patent is revoked.

The Regi strar: The Chai r man:

E. Ei ckhoff R E. Teschemacher
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