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Summary of Facts and Submn ssions

3001.D

Eur opean patent No. 710 074 was granted on the basis of
8 clainms of which the sol e independent claimreads as
fol | ows:

"1. A nethod of preparing a two-conponent ice
confection in which:

i) a surface of a nass of mlk containing ice
confection is brought to a tenperature of bel ow about -
15°C

ii) the surface is imersed in a water ice solution
havi ng a solids content between 15% and 50% by wei ght
for a tinme sufficient to allow a |ayer of water ice to
formon the surface, and

iii) the whole is subjected to a hardening step to form
the water ice |ayer, whereby the whole is cooled to a
tenperature of step (i) or below"

Oppositions were filed agai nst the granted patent by
Qpponents I to VI on the grounds of |ack of novelty and
i nventive step under Article 100(a) EPC and

i nsufficiency of disclosure under Article 100(b) EPC
The notice of opposition filed by Opponent Il referred
to a "co-opponent” (Mteinsprechender) and naned a
second conpany as such but only one opposition fee was
pai d.

By its interlocutory decision posted on 11 May 1999 the
Qpposition Division maintained the patent on the basis
of an anended set of 6 clains, filed during the ora
proceedi ngs before it on 25 March 1999, of which the
sol e i ndependent clai mreads as foll ows:
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"1. A nethod of preparing a two-conponent ice
confection in which:

i) a surface of a nass of mlk containing ice
confection is brought to a tenperature of bel ow -25°C
ii) the surface is imersed in a water ice solution
havi ng a solids content between 15% and 50% by wei ght
for a tinme sufficient to allow a |ayer of water ice to
formon the surface, and

iii) the formation of the water ice |layer of step (ii)
is conpleted by a hardeni ng step, whereby the whole
water ice layer is cooled to a tenperature bel ow -15°C
in arefrigerated volunme at -40°C or bel ow or by

i mersion in a cryogenic liquid."

Each of the Appellants (Opponents) | odged an appea
agai nst this deci sion.

Appel lants V and VI, by letters of 10 Decenber 1999 and
28 January 2000 respectively, and the Respondents (the
Patent Proprietors), by a letter also of 28 January

2000, requested acceleration of the appeal proceedings.

The Respondents' request referred to the Notice from
the Vice-President of Directorate-General 3 of the EPO
of 19 May 1998 (QJ 1998, 362) and encl osed copies of
docunents evidencing the commencenent of nationa
(English) infringenent proceedi ngs agai nst Appellants V
and VI and a rel ated conpany of Appellants | and IV. By
a Conmmuni cation of 15 March 2000 the Board directed
that the appeal proceedi ngs be accel erated, there being
a consensus between at |east three parties on both
sides of the proceedings that they should be

accel erated, and national infringenent proceedings
being an exanple in the said Notice of a case where
accel erati on nay be appropriate.
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In letters to the Board of 28 March 2000 Appellants |
and IV said they did not agree to such accel erati on.
Appel lant 1V gave as its only reason that infringenent
proceedi ngs against it and other parties in the

Net herl ands in 1997 were unsuccessful. Appellant I
referred also to earlier proceedings in Italy, to the
fact sonme parties had not requested acceleration, to

t he judgnent of 3 February 2000 of the English Patents
Court staying the infringenment action pendi ng agai nst
Appel  ant VI, and suggested that accel eration m ght
prevent sufficient consideration of the issues in this
appeal .

The parties were infornmed by the Board's Communi cation
of 31 March 2000 that the acceleration direction could
not be changed. If the earlier proceedings in the

Net herl ands or Italy constituted a reason for refusing
accel eration, this was outwei ghed by the fact that the
criteria for acceleration in the aforesaid Notice were
satisfied and by the consensus for accel erati on between
several of the parties. Acceleration of these appeals
and the stay of the English proceedi ngs shoul d together
ensure, as both the national judge and the Board
agreed, that substantial costs were saved and
undesirabl e parallel litigation avoided over a patent
whi ch m ght either be revoked or anended by the Board
(see pages 14G 15B and 15G 16B of the national court
judgenent). The Board al so observed that accel eration
affects only the speed at which an appeal is conducted
and not the quality of the consideration given to the

I ssues.

By a Communi cati on of 24 March 2000 t he Board expressed
its provisional opinion that anendnents nmade to the
clains during the opposition proceedi ngs appeared not
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to neet the requirenents of Article 123(2) and (3) EPC

In reply the Respondents filed, with a |etter dated

22 May 2000, a new nmain and five auxiliary requests. In
a further Communication of 19 Decenber 2000, the Board
indicated Article 123(2) and (3) remained in issue as
regards a nunber of those new requests.

The Appellants all filed witten argunents in their

G ounds of Appeal and several also filed one or nore
further witten subm ssions responding to the Board's
Communi cations and the Respondents' various requests.
In its subm ssions dated and filed on 15 May 2001,
Appel lant 1 raised argunents of reformatio in peius
based inter alia on decision G 1/99 of the Enl arged
Board of Appeal

By their letter dated 24 Septenber 2001, the
Respondents withdrew all their previous requests and
made their sole request the maintenance of the patent
as granted by the Exam ning D vision.

On 19 Decenber 2000 the parties were sunmoned to ora
proceedi ngs. On 22 Cctober 2001 the Respondents
informed the Board in witing, and confirnmed by

t el ephone, that they woul d not be attending the ora
proceedi ngs held on the 24 Cctober 2001.

To the extent relevant to the issues ultinmately decided
at the oral proceedings, the Appellants argued inter
alia:

That, since the clains as granted were broader than the
anended cl ains as nai ntai ned, the Respondents' only
request (to nmamintain the patent as granted) woul d put
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the Appellants in a worse situation than if they had
not appeal ed; and the request was therefore
i nadm ssi ble as reformati o in peius.

That decision G 1/99, since it only clarified earlier
deci sions, applies to the present case in which
possi bl e requests conplying with the order in G 1/99
coul d have been filed which would not have put the
Appel lants in a worse situation than if they had not
appeal ed.

That, even if G 1/99 did not apply, the Respondents’
request was inadmssible in view of the earlier

Enl arged Board decisions G 9/92 and G 4/93 (QJ EPO
1994, 875) which held that a non-appealing patentee is
primarily limted to defending the version of the
clainms as nmaintai ned by the Qpposition D vision and
that only appropriate and necessary anmendnents are
adm ssi bl e.

The Respondents' argunents, submtted in witing,
relevant to the issues ultinmately decided at the ora
proceedi ngs, were inter alia as follows:

That the request to maintain the patent as granted
overcane the various objections under Article 123(2)
EPC nade during the appeal proceedi ngs and conplied
with the principles of the Enlarged Board deci sions as
to reformatio in peius at least until the publication
of G 1/99.

That G 1/99 could not apply to the present case because
It was published after the date of filing of the
anmendnents all owed by the Qpposition Division. Those
anmendnents had thus been nade in the know edge of the
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earlier Enlarged Board decisions and in the belief
that, if an objection was nade under Article 123(2)
EPC, an anendnent repl acing the tenperature of "bel ow -
25°C" in step (i) by "bel ow about -15°C' (thus in
effect reverting to the text of claim1l as granted)
woul d be al | owabl e.

That G 1/99 prevented reformatio in peius if it was
possible to introduce limting features into a claim
whereas in the present case no anendnent coul d be nade
whi ch woul d neet the various objections under

Article 123(2) EPC raised by the Appellants while at
the sane tine offering any actual protection.

The Appell ants requested that the decision under appea
be set aside and the patent be revoked

The Respondents requested that the patent be maintained
as granted by the Exam ni ng Division.

Reasons for the Decision

Adm ssibility of the Appeals

3001.D

Al'l the appeals are admissible. In the case of

Appel ant 11 however, the original opposition nust, as
regards the second-naned conpany in the notice of

opposi tion, be deened not to have been filed since it
did not pay the opposition fee as required by

Article 99(1) EPC. It follows that, not having filed an
adm ssi bl e opposition, that conpany coul d not be
adversely affected by the decision under appeal (see
Article 107 EPC) and that the appeal of Appellant 11

I's, as regards that conpany, also inadm ssible. The
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reasons given in decision T 543/99 (of 24 Cctober 2000,
not published in Q) EPO apply equally in this case.
The Board observes that EPO Form 2300 (the standard
form produced by the EPO for optional use as a notice
of opposition), which uses the words "Miltiple
opponents” (in the German version used by Qpponent 11
"Genei nsaner Einspruch") unacconpani ed by a rem nder

t hat each opponent nust pay an opposition fee, could be
better worded.

bility of the Respondents' request

The state of the case reached by the oral proceedings,
when t he Respondents had only one request - nmintenance
of the patent as granted - and the Appellants objected
to the adm ssibility of this request as reformatio in
pei us, requires the Board to consider the follow ng
questi ons:

(a) On a conparison of the clains (in effect claim1l,
the only independent claim, is the granted form
wi der than the anmended form nmai ntai ned by the
Qpposition Division? If the answer is no, there
can be no reformatio in peius and the
adm ssibility objection fails.

(b) If the answer to question (a) is yes, there is a
prima facie case of reformatio in peius. The next
guestion which then arises, on the argunents in
this case and before decidi ng whether such
reformatio is permssible, is whether decision
G 1/99 of the Enlarged Board of Appeal, delivered
whil e these appeals were pending, applies to the
present case (as the Appellants argued) or does
not apply (as the Respondents argued).
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(c) Having by the answer to question (b) established
the extent of the relevant case-law, the fina
guestion to be answered is whether the apparent
reformatio in peius is permssible or not. This
guestion calls for consideration, if G1/99 is
applicable, of the Enlarged Board's guidance in
that opinion as to what amendnents non-appealing
respondent patentees may make, and of the
argunents in this case as to whether the
Respondents coul d have nade alternative acceptable
amendment s.

Conmparison of daiml as G anted and as Anended

3001.D

Caim1, in the anmended form which the Opposition

Di vision found to neet the requirenents of the EPC
contained, in conparison with the clains as granted,
the follow ng anendnents (see paragraphs | and I
above):

(A) in step (i) the tenperature of "bel ow about -15°C
becane "bel ow about -25°C'

(B) in step (iii) "the whole" was replaced by "the
whol e water ice |ayer";

(C the tenperature in step (iii), to which in the
claimas granted "the whol e" was cool ed, was "the
tenperature of step (i) or bel ow' whereas the
tenperature, to which in the claimas anended "t he
whol e water ice layer" is cooled, is "bel ow -
15°C'; and

(D) in step (iii) the amended cl aimincludes the
addi ti onal feature of specified cooling neans,
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nanely "in a refrigerated volunme at -40°C or bel ow
or by inmmersion in a cryogenic |iquid".

The Board considers that anmendnents (B) and (C) produce
sonme extension of the scope of protection within the
nmeani ng of Article 123(3) EPC (with the result that
reversion to the wording of claiml1 as granted would
anount to a reduction in scope conpared with the
anended cl aimas mai ntained). However, there is no
doubt that anmendnents (A) and (D) result in a narrow ng
of the clains. According to step (i) in its anended
form the claimed nethod is restricted to a tenperature
bel ow about -25°C for the surface of a mass of mlk
whereas in the nethod as granted the possible
tenperature of the surface of the mass of mlk is

ext ended upwards by ten degrees from about -25°C to
about -15°C. Moreover, according to step (iii) inits
anended form the clained nethod requires specific
cool i ng nmeans such as a cryogenic |iquid whereas the
nmet hod as granted contained no such limting feature
and thus enbraced any technically feasible neans of
cooling to reach the desired tenperature. Accordingly,
claim1 of the patent as granted, and as now requested
by the Respondents, covers ways of performng the

nmet hod whi ch were excluded by the anended cl ai ns as
mai nt ai ned by the Qpposition Division (with the result
that reversion to the wording of claim1l as granted
woul d ampbunt to an extension of scope conpared with the
anended cl ai mas mai ntai ned).

The Board therefore concludes that, by reverting in
their only outstanding request in the appea
proceedi ngs to the nethod as granted, the Respondents
(who have not thensel ves appeal ed) would, if their
request were to succeed, put the Appellants in a worse
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position than if they had not appeal ed. This anounts
prima facie to reformatio in peius - a worse outcomne
for an appellant - as considered and defined in the
case-law. (See the Enl arged Board decisions G 9/92 and
G 4/93 (QJ EPO 1994, 875) and G 1/99 (QJ EPO 2001
381). As in G 1/99, the Board will refer belowonly to
G 4/93.)

Application of G 1/99

4.2

3001.D

The Respondents argued that G 1/99 cannot apply in the
present case because it was published after the date on
whi ch the anendnents were presented to the Qpposition
Division and to apply it retrospectively would be in
total contradiction to the approach taken in decision
G 9/93 (QJ EPO 1994, 891). The Appellants argued that

G 1/99 nerely clarifies the earlier law and is not so
limted inits effect. The Board agrees with the
Appel l ants for the follow ng reasons.

First, the Respondents' argunent poses an i medi ate
difficulty by the choice of the date after which, as
they argue, G 1/99 should not have a retrospective
effect. The relevant case-law is considered at any

I nstance when a decision is being made, not when
proceedi ngs are commenced or any particular step in the
proceedi ngs is taken by a party such, as the
Respondent s suggest here, the filing of anendnents. It
woul d follow, if the Respondents were correct, that in
each pending case the date of each earlier and possibly
rel evant case woul d have to be examned and, if it fel
after the date of a certain step in the pending case,
the earlier decision wiuld have to be ignored.

Second, the Respondents' argunent woul d suggest case-
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| aw i s binding unl ess otherw se stated which is
contrary to the accepted practice. In the | egal system
establ i shed under the EPC there is no principle of

absol ute or binding case-law. Earlier decisions are
authoritative and often foll owed, but the absence of
any general obligation to treat earlier decisions as

bi nding is highlighted not just by the specific saving
the Enl arged Board consi dered necessary in G 9/93 (see
par agraph 4.4 below) but also, and nore inportantly, by
the presence in the EPC and its subsidiary |egislation
of provisions to deal with the inevitable differences
of opi ni on non-bi ndi ng case-1aw may produce

(Article 112(1)(b) EPC, Articles 16 and 17 RPBA) and of
provi sions as to when, exceptionally, decisions do have
a binding effect (Articles 111(2) and 112(3) EPC).
Those exceptions, it should be noted, only relate to
further proceedings in the particular cases in question
and not to all subsequent decisions with the sane

I ssues.

Third, the case on which the Respondents rely does not
assist them In G 9/93 the Enlarged Board overruled its
earlier decision G 1/84 (QJ EPO 1985, 299) on the
question of oppositions filed against their own patents
by proprietors. G 1/84 had hel d such oppositions were
perm ssible - in conplete contrast G 9/93 held they
were not. In such a situation, where the lawis

conpl etely changed by a case-|aw devel opnent, it was
qui te understandabl e that the Enl arged Board shoul d
have built into its decision a saving for innocent
third parties who woul d ot herw se have found thensel ves
in a "trap", nanely any patent proprietors who had in
reliance on G 1/84 filed oppositions which were pending
when the decision in G 9/93 was nmade. Al though no such
savi ng appears either explicitly or inplicitly in the
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text of the Enlarged Board's decision in G 1/99, for

t he Respondents' argunent to succeed the Board woul d at
the very | east have to be satisfied that G 1/99 coul d
ot herwi se spring such a trap on innocent third parties.

It appears to the Board that nothing could be further
fromthe case. Far fromeffecting a conplete change in
the law, G 1/99 nerely clarified the existing case-I|aw,
as already contained in the |eading case G 4/93, on the
question of reformatio in peius as it applies to non-
appeal i ng patentees. Far fromchanging the law so as to
| eave a nunber of parties to pending proceedings in a
trap, it actually assisted non-appealing patentees by
setting out a series of possible "escape routes" open
to them when faced wth objections of reformatio in
peius. In fact, any "entrapnent” of patentees by such
an objection has if anything been reduced by G 1/99.

That the effect of G1/99 is if anything in favour of
non- appeal ing patentees is readily apparent from a
conpari son of that decision with G 4/93. The crucia
passage of that earlier decision for such patentees

r eads:

"16 The patent proprietor, who has not filed an appea
and is therefore only a party to the proceedi ngs
under Article 107, second sentence, EPC, does not
have the right to file a "cross- appeal"™ w thout
limt of tinme. Unlike the rights he would have as
appel l ant, his requests are therefore subject to
restrictions. By not filing an appeal, he has
i ndicated that he will not contest the naintenance
of the patent in the version accepted by the
Qopposition Division in its decision. He is
therefore primarily limted to defending this



- 13 - T 0724/ 99

version. Any anmendnents he proposes in the appea
proceedi ngs nay be rejected by the Board of Appea
if they are neither appropriate nor necessary,
which is the case if the anendnents do not arise
fromthe appeal.”

Turning to G 1/99, the limts of the subject-matter of
the decision are clearly apparent:

"2.3 As regards putting the opponent/appellant in a
worse situation, [the referring Board] only
referred to the possible deletion of a limting
feature added during opposition proceedings....
Consequently, in the present decision, the
Enl arged Board of Appeal only addresses the
questi on whet her and under what circunstances such
a deletion is permssible.™

It is thus abundantly clear that G 1/99 is confined to
a consi deration of one possible exception, nanely
deletion of a limting feature added during opposition,
to the general rule enunciated in G 4/93 that
anmendnents not arising fromthe appeal are neither
appropriate nor necessary. As is equally clear fromthe
order in G 1/99 (and paragraph 15 of the Reasons on

whi ch the order is based), such an exception was
accepted by the Enlarged Board as possible and three
possi bl e ways of achieving it were set out in
descendi ng order of desirability.

The Board accordingly rejects the Respondents' argunent
that G 1/99 has no retrospective effect. G 1/99 nust be
consi dered as part of the relevant case-| aw.

Adm ssibility of the Respondents' request notw thstanding

3001.D
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reformatio in peius

5.1 As nentioned above, G 1/99 gives a non-appealing
patentee three possibilities to anend even if this
| eads to reformatio in peius, provided the prohibition
in Article 123(3) EPC agai nst extension of the scope of
the patent as granted is observed. As the first
possibility, a patentee is allowed to anend by
i ntroduci ng one or nore originally disclosed features
which limt the scope of the patent as nmintained. If,
and only if, such alimtation is not possible, a
patentee nay then, as a second possibility, within the
limts of Article 123(3) EPC, file a request (such as
t hat now under consideration) which woul d extend the
scope of the patent as naintained.

5.2 The Board nust accordingly first consider whether any
al ternative anendnent not |leading to reformatio in
pei us was avail able to the Respondents. The Respondents
argue there was no such possibility which would both
answer the objections made and | eave them w th any
protection. The Appellants argue there were in fact
such possibilities.

5.3 Bef ore consi deri ng whet her such possibilities in fact
exi sted, the Board nmakes two observations. First, the
Respondent's request filed before the oral proceedings,
to maintain the patent as granted, was nade with ful
know edge both of the objections of the Appellants to
the anendnents in the patent as nmintai ned and of the
Board's own provisional views in its conmunications.
Mor eover, the Respondents' attention had al ready been
drawn to decision G 1/99 (see paragraph VI above) and
thus to the possibility of filing other requests than
mai nt enance of the patent as granted in order to

3001.D Y A
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overconme such objections and vi ews.

Second, Appellant V put forward contradi ctory argunents
on this issue (see its letter dated 24 Septenber 2001).
On the one hand, it said the request of the Respondents
reverting to the clains as granted should be refused in
the light of decision G 1/99 - an argunent suggesti ng
the clains as granted were broader than the clains as
mai ntai ned. On the other hand, it said the anendnents
made as a result of the opposition proceedings lead to
an extension of protection - an argunent suggesting
that the clainms as maintai ned were broader than the
clainms as granted. However, in the oral proceedings
before the Board Appellant V argued that the granted
clains were clearly broader than the nmaintai ned cl ai ns,
at | east as regards the tenperature at which step (i)
of claiml is perforned.

As to whether it would have been possible to frane
requests with alternative anmendnents contai ni ng
disclosed limting features which would have avoi ded
reformatio in peius, the Board agrees with the
Appel I ants who pointed to several such possible
amendnments whi ch woul d have restricted the scope of the
patent as mai ntai ned and thereby overcone the earlier
obj ections under Article 123 EPC. One exanple given by
Appel lant V was that, in step (i) of claim1l as
granted, a tenperature of below -40°C could have been
I ntroduced. The Board also notes that, in the set of
clains as granted, the dependent clains contain severa
limting features which, in conbination with the
features of claim1 as granted, offered other
possibilities for restricting the scope of the patent
as mai ntai ned. Such possibilities would have i ncl uded,
in addition to Appellant V' s exanple, the conbination
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of claiml as granted with a tenperature of bel ow -25°C
as in claim2, and the introduction into claim1l as
granted of a cooling step by immersion in a cryogenic
liquid as in claim6 as granted. Such conbinations
woul d have been obvi ous ways to restrict the clains as
mai nt ai ned by the Qpposition Division.

As for the Respondents' argunent that no anmendnent
coul d be made which woul d neet the objections under
Article 123(2) EPC while offering any actua
protection, the Board finds this incorrect not only for
the reasons in the previous paragraph but also for the
sinmple reason that if, which is not the case here,
there really are no anendnents which can be nade to
avoi d objections to patentability, there can be no
valid patent. Relying as they have on G 4/93, the
Respondents nust have been aware that reformatio in
peius only affects a patentee which does not appea
agai nst an interlocutory decision nmaintaining a patent
in amended formand that, if they wi shed to pursue the
protection offered by the patent as granted, they
shoul d have thensel ves appeal ed.

Last but not |east, before reverting to the patent as
granted as its only request, the Respondent had filed a
nunber of requests, several of which had not been
objected to under Article 123 EPC in the Board's
communi cati ons.

It appears therefore that a request coul d have been
filed which woul d have overcone the objections put
forward by the Appellants and the Board but which woul d
not have put the Appellants in a worse situation than

i f they had not appealed. As such a limtation was
possi bl e the Respondents' only request nmust be held
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i nadm ssi bl e.

Absence of the Respondents at the Oral Proceedi ngs

6. The present decision has been taken agai nst the
Respondents at the oral proceedings at which, although
duly sunmoned, they did not appear. However, as appears
fromthe reasons above, the decision is based only on
facts and argunents that the Respondents knew and as to
whi ch they put forward subm ssions in witing before
the oral proceedings. The requirenents of
Article 113(1) EPC have consequently been net (see
G 4/92, Q) EPO 1994, 194).

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:

A. Townend P. A M Lancgon
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