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Summary of Facts and Subm ssi ons
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The grant of European patent No. 0 358 038 in respect
of European patent application No. 89 115 458.5, filed
on 22 August 1989 and claimng priority of 23 August
1988 of an earlier application in the United States of
Anerica (235258), was announced on 10 May 1995
(Bulletin 1995/19) on the basis of two sets of clains.
The first set for the designated Contracting States BE
DE, FRR, (B, IT, NL and SE will be referred to herein as
"Set A", the second set for the designated Contracting
State AT will be referred to as "Set B". Each of these
sets conmprised 58 clains and differed only from one
another in the wording of their respective Caiml.

| ndependent Claim 1l of Set A as granted read as foll ows:

"A nylon resin blend containing 10 to 70 wei ght percent
of an anor phous nyl on copolynmer and 10 to 90 wei ght
percent relative to the total weight of the blend of a
copol yam de whi ch copol yam de has a nelting point of at
| east 145 °C provi ded sai d anorphous copol yner is not
present in an anmount of from 60 to 90 wei ght percent of
sai d bl end wherein said copol yam de conpri ses a

copol yner of nylon 6 and nylon 12 or a copol ynmer of
nylon 6 and nylon 66, or m xtures of said copol yners
and further provided that said blend is not a

t hernopl astic nolding resin blend conprising

a) 5 to 98 percent by weight of a thernoplastic
sem crystalline polyam de of filmformng
nol ecul ar wei ght, and conpl enental |y,



0029.D

-2 - T 0717/ 99

b) 95 to 2 percent by weight of a thernoplastic
anor phous copol yam de consi sting essentially of

i) 40 - 98 nole percent units of isophthalic
acid based on total acids present,

i) 2 - 60 nmole percent units of terephthalic
acid based on total acids present,

iti) 50 - 98 nole percent units of hexanethyl ene
di am ne based on total am nes present; and

i V) 2 - 50 nmol e percent units, based on tota
am nes present, of at |east one aliphatic
di am ne contai ni ng between 8 and 20 car bon
atons and containing at |east one cyclo

hexane nucl eus,

wherein in the anorphous copol yam de the nole
percent phthalic acids present totals 100 percent
and the nole percent diam nes present totals 100
percent, and wherein up to 40 percent of the

anor phous copol yam de may consi st of units of a

| actam or an w-ami noacid of 4 - 12 carbon atons,
or units derived froma 4 - 12 carbon atom

al i phatic dicarboxylic acid and a 2 - 12 carbon
atom al i phatic diam ne."

Claim1l of Set B differed therefromby the absence of

t he above disclainer "provided said anor phous copol yner
is not present in an amount of from 60 to 90 wei ght
percent of said blend" and the words "and further”
before the second occurrence of "provided' in daiml
of Set A as quoted above.

The further independent clains of both Sets A and B had
t he foll ow ng wording:
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A thernoplastic flexible filmconprising a nylon
resin blend according to any of clains 1 to 9."

An oriented nultilayer filmconprising a first
outer layer, a second outer |ayer, and at | east
one intermedi ate | ayer between said first outer

| ayer and said second outer |ayer, said
internedi ate | ayer conprising a blend of an

anor phous nyl on copol ymer and a copol yam de havi ng
a nelting point of at least 145 °C, as clained in
claim 10.".

An oriented heat-shrinkable nultilayer film

conpri si ng:

(1) at | east one nylon containing |ayer having a
bl end of (a) an anorphous nylon and (b) a
copol yam de having a nelting point of at
| east 145 °C, as clained in claim210; and

(ii) at least one other thernoplastic |ayer
adj acent to said nylon-containing | ayer;

wherein said nmultilayer filmhas a shrinkage val ue

in at |least one direction of at |east 5 % at

90 °C.".

A biaxially oriented nmultilayer film having at

| east one | ayer which conprises a blend of (a) an
anor phous nylon 61/6T, (b) a nylon 6/12 having a
mel ting point between 195 °C and 200 °C, and (c) a
nylon 6/12 having a nelting point |less than 145 °C,
and at | east one other thernoplastic |ayer.".



- 4 - T 0717/ 99

The remai ni ng dependent clainms 2 to 9, 11 to 22, 24 to

47 and 49 to 57, respectively, concerned specific

el aborations of the subject-matter according to the

respective precedi ng i ndependent claim

The application fromwhich the above patent was derived

had originally been filed with one set of clains

i ncluding the foll ow ng i ndependent cl ai ns:

"1.

13.

35.

36.

67.

0029.D

A nylon resin blend conprising an anor phous nyl on
copol ymer and a copol yam de having a nelting point
of at |east 145°C.

A thernoplastic flexible filmconprising a bl end
of an anor phous nyl on copol yner and a copol yam de
having a nelting point of at |east 145°C,

A thernoplastic flexible film conprising a blend
of a pol yam de known as Selar PA 3426 and a
copol yam de having a nelting point between about
145°C and 215°C.

An oriented nultilayer filmconprising a first
outer layer, a second outer |ayer, and at | east
one internmedi ate | ayer between said first outer

| ayer and said second outer |ayer, said
internedi ate | ayer conprising a blend of an

anor phous nyl on copol ymer and a copol yam de havi ng
a nelting point of at |east 145°C.

An oriented multilayer filmconprising at | east
one | ayer having a blend of a polyam de known as
Sel ar PA 3426 and a copol yam de having a nelting
poi nt between about 145°C and 215°C.".
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Furt her dependent Clainms 2 to 12 concerned el aborations
of the above nylon resin blend, Cains 14 to 34 and 66
related to el aborations of the thernoplastic flexible
film and Cains 37 to 65 concerned el aborations of the
oriented nmultilayer film Thus, Cains 63 and 65 had

t he foll ow ng wording:

"63. An oriented multilayer film as defined in
claim 36, wherein said first outer |layer conprises
et hyl ene vinyl acetate copolyner, very |ow density
pol yet hyl ene or m xtures thereof.

65. An oriented nultilayer film as defined in
claim 63, wherein said second outer |ayer
conprises ethylene vinyl acetate copol yner, very
| ow density pol yethyl ene or m xtures thereof.".

For reasons of sinplicity, abbreviations of the

chem cal names of individual polyam des will be used in
t his deci sion, where appropriate, eg PA 61 for poly-
(hexanet hyl ene i sopht hal ate) and PA 6T for pol y(hexa-
nmet hyl ene terephthal ate) wherein | and T represent the
two acid constituents; PA 6 for poly-e caprolactam

PA 66 for poly(hexanet hyl ene adi pam de); PA 6/66 for

pol y- e capr ol act am co- pol y( hexanet hyl ene adi pam de),

PA 6/12 for poly-e caprol actam co- pol yl aur ol act am and
PA 61 /6T for poly(hexamet hyl ene i sophthal ate)-co-

pol y(hexanet hyl ene terephthal ate). A "copol yam de of
nore than 90 wei ght percent of e caprolactam 3-am no-
met hyl - 3, 5, 5-tri net hyl cycl ohexyl am ne and i sophthalic
acid, the latter two nononers totalling | ess than 10
wei ght percent” will be referred to herein as "PA 6/Al".
In this context, "polyamde", "PA" and "nylon" are used
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synonynously and shoul d be construed al so to include
copol yam des, where applicable (eg in nylon or PA 6/66).
"EVA" refers to ethyl ene-vinyl acetate copol yner and
VLDPE to very | ow density pol yethyl ene having a density
of fromO0.86 to 0.91 g/cn? (patent in suit: page 7,

lines 22 to 24).

On 31 January 1996, 8, 8, 9 and 12 February 1996,
respectively, five Notices of Opposition were filed in
whi ch revocation of the patent in its entirety was
requested. According to the Notice of Opposition of
Qpponent 1, the claimed subject-matter was not
pat ent abl e on the grounds set out in Article 100(a) and
(c) EPC, since it net neither the requirenents of
Articles 54 and 56 EPC nor those of Article 123(2) EPC.
In the Notice of Opposition of Opponent 2, reference
was made to the grounds for opposition of Article 100(a)
EPC, in conjunction with those of Articles 54 and 56
EPC. The grounds for opposition cited by Qpponent 3
were based on Article 100 EPC, paragraphs (a), (b) and
(c), in conjunction with Articles 54, 56, 83 and 123(2)
EPC. Opponent 4 relied on grounds for opposition
according to Article 100 EPC. These grounds were
further substantiated with respect to the requirenents
of Articles 54 and 56 EPC. In the Notice of Qpposition
of Opponent 5, reference was made to Articles 100(a),
54, 56 and 100(b) EPC. In order to support the

obj ections under Article 100(a) EPC, docunents D1 to
D14 and D16 to D38 were cited (cf. Annex B to the
deci si on under appeal) including:

D1: EP-A-0 070 001;
D6: EP-A-0 236 099;
D7: EP-A-0 073 036;
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D14: JP- A-53-006355;

D16: EP-A-0 287 839 (published on 26 Cctober 1988);
D17: US-A-4 486 507, cognate to

D27: EP-B-0 065 278; and

D29: EP-A-0 104 436.

Additionally, the parties provided English translations
of cited docunents in Japanese | anguage i ncl uding:

D15: an excerpt translation of D14 and
Dl15a and 15b: full translations of D14.

In the course of the opposition proceedings, the above
sets of clains were replaced by one set for al

designated Contracting States, conprising 34 clains
(dated 12 January 1998 and received on 17 January 1998),
Caim1l of which read as foll ows:

"A thernoplastic flexible filmconprising a nylon resin
bl end cont ai ni ng

(a) 10 to 70 wei ght percent of an anorphous nyl on
copol ymer havi ng no nmeasurable nmelting point or no
heat of fusion (less than 2.1 J/g (0.5 cal/g)) as
neasured by differential scanning calorinmetry (DSC)
usi ng ASTM 3417-83, said anor phous nyl on copol yner
conpri si ng hexanet hyl enei sopht hal am de/ hexanet hy-
| enet er epht hal am de copol yner provided that said
anor phous copol yner is not present in an anmount of
from60 to 90 wei ght percent of said blend; and

(b) 10 to 90 weight percent relative to the total
wei ght of the blend of a copol yam de having a
melting point within a range of from 145 °Cto



0029.D

- 8 - T 0717/ 99

215 °C, said copolyam de conprising a copol ymer of
nylon 6 and nylon 12 or a copolynmer of nylon 6 and
nyl on 66 or m xtures of said copolyners.".

Furt her independent Cains 16 and 30 were directed,
respectively, to an oriented and an oriented heat -
shrinkable multilayer filmanalogously to dainms 23 and
48 as granted (section |, above), wherein the
definition of the nylon-containing |layer was in each
case replaced by a reference to the blend as defined in
Claim1, quoted above. The further dependent Cains 2
to 15, 17 to 29 and 31 to 33 were directed to specific
el aborations of the above thernoplastic flexible film
and of the above oriented and oriented heat-shrinkable
mul tilayer filns, respectively, and Caim 34 had the
wordi ng of Claim58 as granted (section |, above).

Oral proceedings were held on 21 April 1999, in which
obj ections under Articles 83, 84, 123(2) and 123(3) EPC
were not further pursued by the opponents, apart from
Opponent 3, who requested that objections under
Articles 83 and 123(3) EPC be suspended until appeal
proceedi ngs, should they then be necessary (decision
under appeal: section 1.9).

In the decision orally announced at the end of those
oral proceedings and issued in witing on 10 May 1999,
the Opposition Division revoked the patent in suit
pursuant to Article 102(1) EPC.

Wi | st acknow edgi ng the anended clains to be

adm ssible in respect of Article 123(2) and (3) EPC and
the patent in suit to disclose the invention in a
manner sufficiently clear and conplete as required in



0029.D

-9 - T 0717/ 99

Article 83 EPC and acknow edgi ng novelty over each of
D7, D14/ D15b, D17/ D27 and D29, the decision under
appeal held that the clained subject-matter did not
involve an inventive step with respect to D15b.

The technical problemto be solved was seen in the

provi sion of further polyamde filnms having simlar
good overall properties as those known from D15b

(deci sion under appeal: page 8, paragraphs 3 and 2 from
bel ow) .

According to the patent in suit, this problemwas

sol ved by polyamde filnms requiring the presence of

PA 6/ 66 or PA 6/12. However, D15b clearly disclosed
that PA 6 in the conpositions of the known filns could
be replaced by PA 6/66. Moreover, unexpected or
surprising properties in conparison to the filnms known
from D15b had not been shown, which woul d have been
necessary for justifying the acknow edgenent of an
inventive step. The description of the patent in suit
appeared to | ack any convincing indication of such
properties (decision under appeal: page 9, paragraph 2).

Differences in the haze of filnms in Table 2 of the
patent in suit and of filnms in the Table on page 10 of
D15b, asserted by the Patent Proprietor, were not
accepted as a proof for any surprising or unexpected
effect, because they were considered, in agreenent with
Opponents 1 and 5, as not being conparable to each
other due to different ratios of the two pol yam des and
due to lack of a definition of the filmthickness.

Consequently, no inventive step was seen by the
Qpposi tion Division.
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On 9 July 1999, Notice of Appeal was given by the

Pat ent Proprietor/ Appellant against this decision with
si mul t aneous paynent of the prescribed fee, requesting
that the decision under appeal be set aside and the
patent be maintained in its full scope. The Statenent
of Grounds of Appeal was received on 16 Septenber 1999
together with a new set of 11 clains replacing all the
previous clainms, and including the statement: "Das
Patent wird nur noch imUnfang der beigefigten
Anspriche 1 bis 11 verteidigt."” (the patent will be
defended only within the scope of clains 1 to 11 as
encl osed). Independent Claiml read as foll ows:

"“A thernoplastic flexible filmcoextruded biaxially
oriented heat shrinkable nultilayer film conprising

at | east one layer conprising a nylon blend containing
(a) 10 to 70 wei ght percent of an anorphous nyl on

copol ymer havi ng no nmeasurable nelting point or no
heat of fusion (less than 2.1 J/g (0.5 cal/g)) as

measured by differential scanning calorinetry (DSC)

usi ng ASTM 3417-83, said anor phous nyl on copol ymner
conpri si ng hexanet hyl enei sopht hal am de/ hexanet hy-
| enet er epht hal am de copol yner provided that said
anor phous copol yner is not present in an anmount of
from60 to 90 wei ght percent of said blend; and

(b) 10 to 90 weight percent relative to the total
wei ght of the blend of a copol yam de having a
melting point within a range of from 145 °Cto
215 °C, said copolyam de conprising a copol ynmer of
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nylon 6 and nylon 12 or a copolynmer of nylon 6 and
nyl on 66 or m xtures of said copol yners,

and at | east one other thernoplastic |ayer conprising
et hyl ene vinyl acetate copolyner, very |ow density
pol yet hyl ene or m xtures thereof, adjacent to said

nyl on containing |ayer."

The Appellant referred to the technical problemto be
sol ved by the clainmed subject-matter as being manifold
and conplex, as set out in the patent in suit, reciting
t he negative influence of the noisture content of the
surroundi ngs, in which nylon filns were used or stored,
on their oxygen barrier properties and the possibility
of protecting theme.g. by placenent between | ayers
having relatively |l ow perneability to noisture. Mention
was, however, also made of the difficulties caused by
processing constraints during orientation of coextruded
mul tilayer blown filns having nylon as a protected core
| ayer (patent in suit: page 3, lines 28 to 39).

Exanples 7 to 13 and 14 to 24, and in particul ar

Table 5, of the patent in suit would sufficiently
denonstrate the advantages of clained biaxially
oriented multilayer filns as enconpassed by the cl ains.

A multilayer (three-layer) filmhad only been discl osed
in Exanple 19 of D15b. This filmwas nade of two outer

| ayers of a polyolefin nodified by maleic acid
anhydride ("Admer®) and an internmediate |ayer of a

bl end of polyam des (a) PA 61/6T and (b) PA 6. In the
deci si on under appeal, it had, however, been assuned
wongly that the PA 61/6T copol yners used in D15b had
been anorphous. Mreover, the Appellant disputed the
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findings in the decision under appeal concerning the
assunmed obvi ousness of the replacenent of PA 6 by
PA 6/ 66 or PA 6/12 (section IlIl, above).

Due to the new anendnents in the clainms, the clained
subj ect-matter would be even further renote from D15b,
and the skilled person could arrive at the clained
subj ect-matter only w th hind-sight.

In letters dated 25 Novenber 1999, 27 Decenber 1999 and
9 February 2000, respectively, Respondents/ Opponents 2,
5 and 3 contested the appeal, and in letters dated

24 March 2000, 28 March 2000 and 18 April 2000,
respectively, Respondents 3, 5 and 4 disputed the
argunents of the Appellant, nanely the adm ssibility of
t he amendnents in the clainms and inventive step.

(a) Thus, with regard to the first of these two
aspects, Respondents 3 and 4 argued essentially
al ong the sane lines. They disputed that there was
a basis and support in the application as
originally filed for a two |ayer oriented film
wi th one | ayer being a polyam de bl end and one
| ayer being EVA and/or VLDPE. The EVA and/or VLDPE
| ayers were disclosed in the application as filed
only with regard to a nultilayer film conprising
two outer |ayers and at |east one internediate
| ayer therebetween conprising a nylon bl end.
Furthernore, the exanples in the patent in suit
relating to such three-layer filnms would require
t he presence of an adhesive resin (the above
letters of Respondent 3, itens 2 to 2.12, and of
Respondent 4, part A) (Article 123(2) EPC)
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Li ke the decision under appeal, Respondents 4 and
5 based their argunents with regard to inventive
step on D15b as the closest state of the art.

According to Respondent 4, D15b addressed
essentially the same problem as the patent in suit,
ie that of providing filnms having a | ow oxygen
permeability, which had been solved in D15b by the
use of a pol yam de blend containing an aliphatic
pol yam de, preferably PA 6, PA 12 or PA 6/66, and
an aromati c pol yam de. The two conponents were

al l egedly used in anmounts |largely overlapping with
those in Claim1l of the patent in suit. Moreover
Exanpl e 19 discl osed the use of a PA 61/6T (60: 40
ratio of the two constituents) as the aromatic

pol yam de conponent, which according to D7 (page 5,
lines 1 to 7) was anorphous. The Respondent
further argued that the Appellant had failed to
provi de evidence for the assertion that the

repl acement of the Admer® layers in Exanple 19 by
EVA or VLDPE | ayers woul d have required an

i nventive step. Mreover, reference had been nade
in D15b to | ayers of polyolefins, such as poly-

et hyl ene or pol ypropyl ene or "denatured" (Dl5a:
"modi fied") polyolefins covering both EVA and
VLDPE. Furthernore, no particular technical effect
was seen to be related to the selection of
conponents made in the patent in suit.
Consequently, the clained subject-matter did not

i nvol ve an inventive step.

Respondent 5 based its argunents mainly on an
anal ysis of features of the filnms of D15b and
conpared these features with those of the clained
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subject-matter. It argued that the filns of D15b
could also be multilayer films of nylon bl ends,
such as PA 61/6T, and eg polyolefin | ayers, and
that, due to the sanme conposition, the properties
of the basic polyamde filnms in D15b and in the
patent in suit were the same. Therefore, the only
difference that could be seen was in the selection
of VLDPE and/or EVA for the other thernoplastic

| ayer of the clainmed filnms. However, neither the
patent in suit nor the Appellant had provi ded any
i nformati on about any advant ageous properties of
the filnms based on this difference. Nor had it
been shown that the asserted technical problem of
provi di ng i nproved nylon bl ends and of avoi ding
the problens of the filnms previously known had
been sol ved.

Mor eover, as regards the above technical problem
the skilled person would additionally have taken
"Dl (Feldmihle AG" into account (letter dated
28 March 2000, bottom of pages 1 and 8).

Unl i ke the decision under appeal, D17 was

consi dered by Respondent 3 as the nobst rel evant
state of the art, because it taught, in the
Respondent's vi ew, coextruded biaxially oriented
heat shrinkable nultilayer films conprising a
nylon blend | ayer and at | east on other

t her nopl astic |ayer, which was preferably nmade of
pol yolefin (claim11l), especially polyethyl ene and
its copolyners including VLDPE and EVA. Moreover,
LDPE was specifically identified as a suitable
pol yolefin layer (colum 8, lines 20 to 26). Wth
regard to the nylon | ayer, the Respondent quoted
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passages fromcolum 2, line 62 to colum 3,

line 2, colum 3, lines 26 to 28 and col um 3,
lines 57 to 66 of D17, wherein reference was nade
to the linear polyam de constituents of the nylon
bl end, specifically to PA 6/66 and PA 6/ 12, and
wherein the partially aromatic pol yam des of the
bl end were di scussed in general terns.

The properties as referred to in the Statenent of
G ounds of Appeal and as defined on page 8 of the
patent in suit would, according to Respondent 3,
be "really not nore than the properties that are
prom sed by D17 for a transparent shrinkable film
conposed of a polyam de |layer in accordance with
D17 in conbination with a pol yethyl ene | ayer,
preferably fornmed by co-extrusion"” (itens 3 to
4.7). Since Claim1l was "really just directed to a
range of exanples of the filmdisclosed in D17
havi ng the properties which the skilled man woul d
expect fromreading D17", and a conmerci al

PA 61/6T ("Sel ar PA 3426") recently approved for
food use was available, it "would be entirely
obvious for the skilled reader to nake use of this
commercially available product ... in the

i nvention described in D17." (item}5).

On 29 Novenber 2001, a conmuni cation was issued by the
Board addressing the objections of the Respondents
under Article 123(2) EPC and requiring clarifications
of the anended clains under Article 84 EPC

In reply to this communi cation, the Appellant submtted
a new Main Request and Auxiliary Requests | to VI
(letter dated 29 May 2002).
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Claim1 according to the new Main Request differed from
t he previous version (section IV, above) only in that
the fourth word in line 1 (first occurrence of "filni)
had been del eted. The further dependent clains 2 to 10
concerned el aborations of this film

Claim1l of each of the Auxiliary Requests | to IV
differed fromthe above Claim1l in the definition of
conposition of the nylon blend. Thus, in Auxiliary
Requests | and 1V, the percentage of 6l-units in the
anor phous nyl on copol ynmer conponent (a) was limted to
from65 to 80% In Auxiliary Request II, 11l and 1V,

t he additional presence of a polyanm de honopol yner was
required.

Claim1l of Auxiliary Request V read as foll ows:

"A thernoplastic flexible coextruded biaxially oriented
heat shrinkable nultilayer filmconprising a first
outer layer, a second outer |ayer, and at |east one
intermedi ate | ayer between said first outer |ayer and
sai d second outer |ayer, said internediate | ayer
conprising a nylon blend contai ning

(a) 10 to 70 wei ght percent of an anorphous nyl on
copol ymer havi ng no nmeasurable nelting point or no
heat of fusion (less than 2.1 J/g (0.5 cal/g)) as
measured by differential scanning calorinmetry (DSC)
usi ng ASTM 3417-83, said anor phous nyl on copol ymner
conpri si ng hexanet hyl enei sopht hal am de/ hexanet hy-
| enet er epht hal am de copol yner provided that said
anor phous copol yner is not present in an anmount of
from60 to 90 wei ght percent of said blend; and
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(b) 10 to 90 weight percent relative to the total
wei ght of the blend of a copol yam de having a
melting point within a range of from 145 °Cto
215 °C, said copol yam de conprising a copol ynmer of
nylon 6 and nylon 12 or a copolynmer of nylon 6 and
nyl on 66 or m xtures of said copol yners,

and said first and/or said second outer |ayer
conprising ethylene vinyl acetate copolyner, very |ow
density pol yethyl ene or m xtures thereof.".

The remai ni ng dependent clainms 2 to 9 related to
el aborations of this oriented multilayer film

In Auxiliary Requests VI, VII and VIII, further
[imtations of the nylon blend in Caim1 corresponded
to those referred to above with respect to Auxiliary
Requests I, Il and IV.

As regards the requirements of Article 123(2) EPC, the
Appel I ant argued that neither the "two-layer filns" of
the Main Request and Auxiliary Requests | to IV nor the
"three-layer filnms" of Auxiliary requests Vto VIII

ext ended beyond the content of the original application
text, and, in support of this position, it referred to
sone passages in the patent in suit: page 2, lines 35
to 38; page 4, lines 40/41; page 7, lines 6 to 26
especially fromline 6 or 8 to line 14; and page 13,
lines 53/54. On the basis of these passages, the
skilled practitioner would, wthout any problens, apply
the teaching of the patent in suit to the clainmed two-

| ayer filnms, because the disclosure of the patent in
suit had to be seen in a coherent context. Furthernore,
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t he amended clainms would not violate Article 123(3) EPC
either, since granted clains 1 to 58 had enconpassed

t he nylon blend per se, a thernoplastic filmconprising
a nylon blend, a nmultilayer filmconprising a nylon
core layer and two outer |ayers and, finally,

multilayer films conmprising at |east two | ayers, one of
whi ch was a nylon bl end-containing layer (iteml]| of
the letter: pages 2 to 4).

The cl ai ned coextruded nultilayer films which could be
di stinguished fromlamnated filns w thout problens
woul d "show a better adhesiveness of the single |ayers
attached to each other and do not tend to del am nati on,
since the layer interfaces (...) are nelted together

wi th each other; besides, no additional adhesives are
needed."” (itemlll of the letter: page 5, |ast

par agraph, to page 6, first paragraph).

Wth regard to the requirenents to be nmet by filns for
packagi ng food products and to the problens and

di sadvant ages occurring in the use of prior art nylon
films (patent in suit: page 2, lines 25 to 28 and
lines 29 to 40; and page 3, line 28 to page 4, |line 10,
respectively), the problemto be solved was to provide
a nylon layer containing, oriented multilayer film
havi ng good oxygen and noi sture barrier properties that
can be produced by a coextrusion process, thereby
anel i orati ng many probl ens associated with prior art
nylon multilayer films (patent in suit: page 4, lines 6
to 14; itemIV of the letter: pages 7 to 9).

Since nention was made in D15b of "the vicinity of the
nmel ting point of aromatic polyamde (B)", the Appellant
explicitly contested that the skilled person could have
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derived fromthe docunment that the PA 61/6T aromatic
pol yam de in D15b had been anor phous. Moreover, only
Exanpl e 19 of this docunment referred to a nultil ayer
fil mwhich conprised a core |ayer nmade froma bl end of
PA 61 /6T (61/6T ratio: 60/40) and PA 6, but neither
PA 6/ 66 nor PA 6/12, and outer |ayers made of a

modi fied "Adner®™ polyolefin, ie a maleic anhydri de-
nodi fied LLDPE. And the exanple was conpletely silent
as to inmportant filmproperties of the film

In a further letter dated 12 February 2003,

Respondent 5 contended that the disclaimer in Claiml
had obvi ously been inserted in Claiml in order to
delimt its subject-matter from D14/ D15b. This
assertion was, however, disputed by the Appellant
(letter dated 20 May 2003).

In sutmmons dated 9 July 2004, oral proceedi ngs were
appoi nted by the Board for 18 Novenber 2004.

In reply to the sumons, Respondent 3 infornmed the
Board, in a letter dated 16 Septenber 2004, that it
woul d not attend the hearing. Furthernore, it
reiterated the previous argunents of the Respondents
with regard to the new requests of the Appellant. Due
to the om ssion of "adjacent to said nylon containing
| ayer™, Auxiliary requests V to VIII were considered
broader than the Main Request, on which the appeal had
been based and, therefore, not permssible.

In letters dated 18 October 2004 and 13 Novenber 2004,
Respondent 2 filed a new experinental report, a further
transl ati on D15c of D14, a Japanese brochure relating
to "Tafnmer” and its translation into English, and
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commented on the new sets of clains (section VII, above)
on the basis of an analysis of features in D15c in
conparison with the features defined in the patent in
suit. Thus, since nylons 61/6T of different 61/6T nol ar
rati os were used in a nunber of exanples of the
docunent, these materials were, according to the
Respondent, suggested to a skilled person "as best
suitabl e". Although in Exanple 19 a blend of PA 61/6T
and of an aliphatic polyam de had been used in a weight
ratio of 85:15, the skilled person would additionally
have found the reverse weight ratio in the docunent (80
% of the aliphatic polyam de and 20 % of PA 61/6T). The
repl acenent of aliphatic PA 6 as used in the above
Exanpl e 19 was suggested, if not reconmended, to be
tested in view of the |arge nunber of aliphatic

pol yam des standing in a row with the above nylon as

di scl osed altogether in the docunent. Therefore, the
docunent suggested that a polyamde filmconprising eg
PA 61 /6T and eg PA 6/ 66 was suitable. Each of these
materials woul d actual ly have the physical properties
addressed in the clains of the patent in suit, so that
there was no need for a selection of materials with
regard to such properties. Furthernore, the known fil ns
m ght be stretched biaxially, heat-treated and
coextruded or extrusion-lam nated with another polyner
or copolymer, eg a polyolefin, layer. Therefore D15c
suggested a pol yam de-based film | am nate havi ng al
properties/[features of the filmclainmed with the only
exception of EVA and/or VLDPE being used in the non-
nylon layer(s) of the film The "Tafnmer" brochure would
denonstrate the densities of those polyners to be in

t he range of VLDPE

0029.D
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By letter dated 8 Novenber 2004, the Appell ant
requested that the | atest subm ssions of Respondents 2
and 3 be disregarded by the Board, in particular the
|ate filed docunent D15c and the experinental report,
because of the long tinme passed since the filing of the
requests under consideration (filed with its letter of
29 May 2002). Moreover, neither D15c nor the additional
experinmental data would be highly relevant or pertinent.
Nor was the Appellant in a position to verify these
experinmental results in due tinme. Furthernore, the
Appel I ant di sputed that the clains of any one of the
requests on file violated Article 123(2) and (3) EPC
Nanely, the disclainmer would be allowable in accordance
with the latest jurisprudence in G1/03 and G 2/03 (QJ
EPO 2004, 413 and 448, respectively), since it
delimted the claimfrom D16.

The Appellant denied that it had abandoned subj ect -
matt er when suggesting the clains submtted with the
Statenent of Grounds of Appeal (itemll.5). Those
claims had been nere attenpts of fornulating new clains,
"on the basis of which the opposed patent is to be

def ended. However, there does not exist any procedural
rule or any EPC regul ati on which would prevent patentee
from anendi ng his clains when he realizes deficiencies
inthe clains - especially after the prelimnary
assessnent by the Board of Appeal. Even if such
amendnment woul d be broader than the first formulation
attenpt during the appeal proceedings, this would be

al l owabl e.” (page 7, fourth paragraph of the letter).
In case that the Board should come to an opposite
assessment in this respect, the Appellant requested
that the follow ng question be referred to the Enl arged
Board of Appeal
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"If patentee defends the opposed patent during
opposi ti on appeal proceedings by filing an anended set
of clainms having a limted scope over the granted
version and al so over the version of clains with which
pat ent ee defended the opposed patent in the first

i nstance, does this hinder himin filing newy

formul ated clains at a | arger stage of the appeal
proceedi ngs (especially as a consequence of a
prelimnary objection by the Board of Appeal) as |ong
as the requirements of the EPC are fulfilled,
especially those of Articles 84 and 123(2) and (3)

EPC, and as long as the scope of the newy fornul ated
clainms is even narrower than that of the clains with
whi ch pat ent ee defended the opposed patent in the first
i nstance or, put in other words, is the first

formul ation attenpt for amended clains during appeal
proceedi ngs binding to patentee in a | egal sense

al t hough he did not make any | egal renunciation,
neither explicitly nor inmplicitly?"

Wth respect to previous argunents of the Respondents
on the basis of D17, the Appellant added that whilst it
was true that PA 61 was anorphous and the neasurenent
in D17 was related to a change in physical status
rather than to the nelting point, PA 61 and PA 61/6T
had different properties, in particular PA 6 was

shri nkabl e, whilst PA 61/6T was not. Moreover, D17 did
not contain any indication, suggestion or notivation
towards a selection of the blend according to the
patent in suit conprising (a) an anorphous pol yam de
and (b) a copol yam de having a nelting point of at

| east 145°C. Wth regard to the alleged failure of the
Patent Proprietor to denonstrate any advantages of the
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cl ai med subject-matter over the prior art, the
Appel | ant enphasi sed that, in opposition proceedings,

t he burden of proof was on the opponents to denonstrate
that patentability was not given

Oral proceedings were held on 18 Novenber 2004 in the
presence of the Appellant and Respondents 2, 4 and 5.
At the beginning of the oral proceedings, the Board was
i nfornmed by two enpl oyees of Respondent 1 who were
present, that this party would not be officially
represented in these proceedi ngs.

(a) In view of the other translations previously on
file, Respondent 2 who had filed D15c on
18 Cctober 2004 agreed that there was no need to

take this new translation into consi derati on.

(b) The parties addressed the sane topics and argued
along the same lines as previously in witing. As
regards inventive step, the Respondents relied
specifically on D15b and D17. Additional reference
was made to D6 and D7. In the discussion, the
experinmental report of Respondent 2 (section IX,
above) was referred to shortly in the context of
D15b. Moreover, the shrinkability of the filmin
Exanple 1 of D15b was di scussed, and the argunent
of the Respondents that Tafnmer® mentioned on
page 9 of D15b, was VLDPE, because it fulfilled
the density requirenment in the patent in suit, was
di sputed by the Appellant.
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(c) Furthernore, an objection of lack of clarity was
rai sed by the Respondents under Article 84 EPC
agai nst the definition of the copol yam de
conmponent (b) in Caiml.

(d) At the end of the discussion, the objection under
Article 100(b) EPC (Il ast paragraph of section Il
above,) was resuned, because, w thout an adhesive,
a stable multilayer filmcould not be prepared due
to delamnation of the |layers. As generally known
in the art, polyolefin wuld not stick to poly-
am de and, therefore, in Table 5 all the exanples
in accordance with the clainms included such a
conponent. The Appellant disputed these assertions.
The EPC would not require the clains to be limted
to the best node known to the proprietor. The
skill ed reader would know what to do.

The Appel l ant requested that the decision under appeal

be set aside and that the patent be maintained on the
basis of Clainms 1 to 10 according to the Main Request

or, inthe alternative, on the basis of the clains
according to one of the Auxiliary Requests | to VIII,

all as submtted with the letter dated 29 May 2002,
additionally as an Auxiliary Request, it requested
referral to the Enlarged Board of Appeal of the

gquestion fornmulated in the letter dated 8 Novenber 2004,
page 8 (cf. section I X, above).

The Respondents requested that the appeal be di sm ssed.
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Reasons for the Decision

0029.D

The appeal is adm ssible.

Since all parties had duly been sunmoned to the oral
proceedi ngs, these proceedi ngs were continued in
accordance with Rule 71(2) EPC in the absence of
Respondents 1 and 3.

Mai n Request and Auxiliary Requests | to IV

Claim1 according to each of the Main Request and
Auxiliary Requests | to IVis directed to a nmultilayer
filmconprising (i) at |east one |layer conprising a
nyl on | ayer containing conponents (a) and (b) and (ii)
at | east one other thernoplastic |ayer conprising EVA,
VLDPE or m xtures thereof (cf. section VIl in
conjunction with section IV, above). According to the
Respondents, none of themconplied with Article 123(2)
EPC.

In view of an identical situation in this respect in

t hese requests, the parties agreed that the issue of
Article 123(2) EPC could be dealt with for all of these
requests together.

The filnms of these requests will be referred to as
"two-layer filnms" (layers (i) and (ii), above) herein
below in order to provide a sinplified distinction from
the "three-layer filnms" (two outer |layers and at | east
one internmedi ate layer) as defined in Claiml in each
of Auxiliary Requests V to VIII (section VII, above).
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In order to support its argunent that the skilled
person reading the patent in suit would have understood
that the filnms as disclosed and clained therein rel ated
also to a filmcontaining in fact two |ayers, the

Appel lant referred to passages in the description on
pages 2, 4, 7 and 13 of the patent in suit (section VII

above). Thus, on page 2 (lines 35 to 37), reference was
made to nmultilayer filnms which "may include one or nore
additional layers of filnms nade of various resins, for
exanpl e, | ow density pol yethyl ene (LDPE), ethyl ene-

vi nyl acetate copolyner (EVA), iononer, PVDC, or
On page 7, lines 6/7, nmention was nade of "

biaxially oriented filnms of one or nore |ayers",
followed by a Iist of polyners which could be used
therein. And according to page 13, line 54 of the
specification, "... tw layers as well as four or nore

| ayer filnms are contenplated.”

By contrast, the Respondents argued on the basis of the
application as filed and expressed their conmon opinion

that a basis for the other thernoplastic |ayer
conprising EVA, VLDPE or m xtures thereof could only be
found in original Cainms 63 and 65, both appendant to
original Claim36 (section |, above) relating to
"three-layer filns" only. Mreover, according to the
Respondents, the passage in the description explaining
the chem cal nature of the polyners in the non-nylon

| ayer also related only to such "three-layer filns"
(page 14, line 30 to page 15, line 29; page 6, lines 30
to 48 of the published version; any reference to this
publication will be given in italics).
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Fromthe wording of Article 123(2) EPC, it is evident
that the patent specification is not the proper basis
for the assessnent of whether the requirenents of this
Article have been net. In fact, the patent in suit as
granted contained in each of its two sets of clains an
i ndependent Claim48 directed to "two-layer filns"
(additionally requiring a specific mninmmshrinkage
value in at |l east one direction) (section |, above). No
such cl aimcoul d, however, be found in the application
as filed, which, instead, contained two conpletely
separate groups of clains to films. Afirst, nore
general group (Clains 13 to 35 and 66) related to

t hernopl astic flexible filnms conprising a nylon bl end,
and a second, nore specific group (Clainms 36 to 65 and
67) concerned oriented nultilayer filns conprising two
outer |layers and at | east one internmediate |ayer, which
conprised a nylon blend (ie a "three-layer filnm, cf.
section 3, above). Although, within the first of these
two groups, nention was made (i) of the optional
presence of a plurality of optionally oriented |ayers
(Cains 31 and 34) and (ii) of the option that the film
conprised a tubular casing which mght be a nultilayer
film(dains 32 and 33), respectively, this group of
clainms did not contain any reference to the specific
chem cal nature of the polyners in the "other
thernoplastic layer” as defined in Caiml.

Hence, the original set of clains did not contain any
di scl osure concerning a "two-layer film having at

| east one layer conprising EVA, VLDPE or m xtures

t hereof. Rather, this specific conposition of the

"ot her thernoplastic |ayer” was only disclosed with
respect to and in the context of the "three-layer filnt
(G ainms 63 and 65).
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Hence, the original set of clains does not provide the
cl ear and unanbi guous discl osure of a "two-layer filnt
wherein the "other thernoplastic |ayer" conprises EVA,
VLDPE or m xtures thereof.

Therefore, it nust be exam ned whet her the description
as originally filed provides such a basis.

The first passage of the patent specification referred
to by the Appellant (page 2, lines 35 to 38)
corresponds to the passage on page 2, lines 18 to 34 of
the application as filed (page 2, lines 28 to 36).
However, within the "Background of the Invention", this

passage refers only to the state of the art: "In
general, nylon filnms are nade ... Specific types of
nylons ... have been made into films. ... It is known

to use certain nylon filnms as core layers in oriented
mul tilayer filns. ... These multilayer filnms may

i nclude one or nore additional layers of filnms ...").
Nor does it refer to EVA and/or VLDPE

The second passage cited by the Appellant in this
context (patent: page 4, |lines 40/41; application:

page 6, printed lines 17 to 19, page 3, |ines 54/55)
refers to the fact that the "newy disclosed bl end may
be utilized to formnovel thernoplastic flexible filns
of one or nore layers." However, this statenent neither
refers to a filmhaving two | ayers, nor does it

i ndicate the chem cal nature of these further |ayers,

| et alone does it hint to the use of the specific

t her nopl astic polymers EVA and/or VLDPE in any |ayer of
such fil ns.
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This finding is also valid for the passage on page 7,
lines 6/7 of the specification, referring to bl own
filmse as well as uniaxially or biaxially oriented filns
of one or nore layers (application: page 14, |ines 26
to 28; page 6, l|lines 28/29).

Then, in the paragraph directly followng this latter
passage, both the specification and application texts
clearly relate to nultilayer filmapplications, wherein
the first outer layer and second outer |ayer and

addi tional optional internediate |ayers may be nade of
any suitable resins or resin blends. This statenent is
followed by a list of polyners including polyolefin
resins, copolyners and/or bl ends thereof, polyesters,

ot her nylons, iononmers, poly(vinylidene chloride)
copolynmers (PVDC), ethylene vinyl al cohol copolyners
and various bl ends thereof. Then preferred conponents
of the outer |ayers are nanmed, ie LLDPE (linear |ow
density pol yethyl ene, densities of between 0.91 to
0.93g/cn?), VLDPE (densities between 0.86 and 0.91g/cn?),
EVA and bl ends thereof, nanely blends of EVA with LLDPE
or VLDPE (patent in suit: page 7, lines 7 to 26
application: page 14, line 30 to page 15, line 29;

page 6, lines 30 to 48).

Thi s passage clearly and unanbi guously teaches that
LLDPE, VLDPE and EVA can be used in outer |ayers of
multilayer filnms. This disclosure does not, however,
provide a basis for "two-layer filnms", containing one
| ayer of VLDPE and/or EVA, but not LLDPE

Finally, the statenent after Table 5 (patent in suit:
page 13, lines 53/54; application: page 31, lines 1 to
4; page 15, lines 1/2), although referring explicitly
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to two layer films, neither refers to any specific part
of the description, nor does it indicate that the

"ot her thernoplastic |ayer"” should have a particul ar
chem cal conposition, let alone does it hint to the use
of EVA and/or VLDPE in the second | ayer of such a film

The application of the specific features of original
Clains 63 and 65 on a filmnot having two outer |ayers
and at | east one internediate |layer in accordance with
original Caim36 wuuld, however, nean a generalisation
of the particular disclosure of these dependent clains
whi ch included all the features of Caim36 to which

t hey were appendant (Rule 29(4) EPC

I n other words, when reading the clains according to
the Main Request or Auxiliary Requests | to IV, in
particular, their Clainms 1, the reader is confronted
with information which is not directly and

unanbi guously derivable fromthat previously presented
by the application, even when account is taken of

matter which is inplicit to a person skilled in the art.

Consequently, the subject-matter of Caim1l of each of
t he above requests extends beyond the content of the
application as filed and, thus, contravenes

Article 123(2) EPC

Since a decision can only be made for a request as a
whol e, the Main Request and each of Auxiliary Requests
| to IV nust, therefore, be refused.
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Auxi | i ary Request V

Assertion of abandonment of subject-matter by estoppel

Whilst in the Notice of Appeal, the Appellant had
requested that the patent should be maintained in

"vol | em Unfang”, ie as granted, it was said in the

St at enent of G ounds of Appeal that "Das Patent wird
nur noch im Unfang der beigefigten Anspriche 1 bis 11
verteidigt." (section IV, above). Fromthis latter
statenent, the Respondents concl uded that al

enbodi nents not including each and every fornul ati on of
Caiml as filed with the Statenment of G ounds of
Appeal (section |V, above) had been abandoned, and they
rai sed an objection against the clainms of Auxiliary
Request V, because of the absence of the expression
"adj acent to said nylon containing |layer” fromd aim 1.
In the Respondents' view, the Appellant's above |atter
statenment in German, was an estoppel or waiver which
woul d bar the Appellant fromreinstating subject-matter
whi ch had been abandoned by this statenent. Therefore,
t he Appellant should be allowed only to defend the
patent in suit on the basis of the "Miin Request on
appeal or appropriate narrower clainms" (cf. letter of
Respondent 3, dated 16 Septenber 2004, item1.7).

The Appel l ant di sputed this objection and these
argunents (section | X, above), pointing out that
neither Article 123(2) nor 123(3) EPC, the only

rel evant provisions in the EPC, had been viol ated by
the contested clains. Mreover, the clainms submtted
with the Statenent of G ounds of Appeal had only been
the nere attenpt of formnulating new clains, on the
basi s of which the opposed patent was to be defended.
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The patent in suit as granted contained, in both of its
sets of clainms, clains to a nylon resin blend per se
(Caims 1 to 9) and clains to filnms conprising the
above nylon resin blend (Clains 10 to 58).

Having regard to the all eged abandonment of subject -
matter, it is evident that two different statenents as
to the scope defended were nade by the Appellant in

t hese appeal proceedings (section 4.1, above). The
|atter statenment, acconpanied by new limted clains
covering only thernoplastic flexible coextruded

bi axially oriented heat shrinkable nultilayer filns, ie
t he subject-matter within the scope of Clains 10 to 58
as granted, can, in the Board's view, only be construed
as the intention of the Appellant, at that nonent, of
not pursuing further the nylon resin blends as such (ie
the subject-matter of Clainms 1 to 9 as granted). In any
case, the above statenment cannot, in the Board's view,
be interpreted as a formal waiver or estoppel.

Having regard to the filing of requests containing
clainms of different scope during appeal proceedings,

t he Board concurs with the findings in decision

T 123/85 (QJ EPO 1989, 336) as far as that Board held
that "in requesting that his patent be maintained in a
limted formthe patentee is nerely trying to delimt
his patent to neet objections expressed by the European
Patent Ofice or the opponents. However the patentee
does not, by virtue of such limtation, irrevocably
surrender subject-matter covered by the patent as
granted ..." (reasons for the decision: nunmber 3.1.1,
third paragraph). This view has al so been confirned in
T 296/ 87 (QJ EPO 1990, 195, nunber 2.2. of the reasons)
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and T 564/98 of 6 June 2000 (not published in QJ EPQ
nunber 2 of the reasons). Moreover, the Patent
Proprietor is the only Appellant, so that according to
the finding of the Enlarged Board of Appeal in G 9/92
and G 4/93 (QJ EPO 1994, 875), the Respondents cannot

suffer froman inadm ssible reformatio in peius.

These findings apply to both subm ssions of new cl ai ns,
ie of the set of clainms submtted together with the
St at enent of G ounds of Appeal and of those sets of

cl ai n8 now under consi derati on.

Moreover, the latter sets of clains were filed in reply
to objections raised in the conmunication dated

29 Novenber 2001 and within the tine limt set by the
Ofice, so that the anendnent of the previous request
cannot be considered as an abuse of procedural |aw

(T 123/ 85, above, nunmber 3.1.2 of the reasons).

In the Board's view, the feature "adjacent to said

nyl on containing |layer", which has been replaced in
Auxi liary Request V et seq. by a nore precise wording,
ie the requirenent that the filmcontai ned two outer

| ayers (conprising EVA and/or VLDPE) and at |east one
intermedi ate | ayer conprising the nylon resin bl end
between the two outer layers, is clearly based on the
di scl osure of the application as filed (original
Claim36), whilst the previous try of the Appellant "to
delimt his patent to neet objections expressed by the
Eur opean Patent O fice or the opponents” had given rise
to objections in this respect (cf. the above

comuni cation, in particular, itenms 3 and 4.c).
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Consequently, the Board has cone to the concl usion that
the set of clains of Auxiliary Request V does not
extend the scope of the patent in suit to sonething

whi ch had previously been abandoned.

Article 123(2) EPC

In the context of Claim1l, the question arose of

whet her the disclainer in the definition of nylon
conponent (a) was still allowable in view of decisions
G 1/03 and G 2/03 (above). Since according to QJ EPO
2004, 448, all parts of G 2/03 are the sanme as those of
G 1/03, each reference to G 1/03 herein bel ow shoul d be

understood as to refer to both deci sions.

It was not in dispute between the parties, and it is
beyond doubt for the Board, that the disclainer
("provided said anorphous copolynmer is not present in

an amount of from60 to 90 wei ght percent of said

bl end") was inserted during the exam nation proceedings,
resulting in the grant of the patent in suit, in order
to exclude the disclosure of D16, which belongs to the
state of the art according to Article 54(3) and (4) EPC
Hence, it is, insofar, inline with G 1/03 (above,
nunbers 2.1 to 2.13 of the reasons).

However, the Respondents were of the opinion that pre-
publ i shed D14/ D15b al so antici pated the clai ned
subject-matter of the patent in suit and, under such

ci rcunst ances, a disclainmer would, according to G 1/ 03,
be adm ssible only if this anticipation was acci dent al
(G 1/03: nunber 2.2.2 of the reasons). However, since
D15b had been identified in the decision under appeal
as the closest state of the art, this anticipation was,
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according to the Respondents, not accidental and the
di scl ai mer, therefore, contravened Article 123(2) EPC
(cf. G 1/03: nunber 2.6.5 of the reasons).

Docunent D14/ D15b concerns pol yam de filns which are

di mensionally stable in steam sterilisation at
tenperatures in the range of 130 to 150°C (D15b: first
par agraph of the description "does not give effect

to ... configurative changes by steam sterilization at
hi gh tenperatures (130 - 150°C) (hereinafter sinply
referred to at retort treatnent)"”; in Dl5a: "no

changes ... in shapes ... at elevated tenperatures (130
- 150°C) (hereinafter called 'high-retort
processing' )").

A multilayer filmis only referred to in Exanple 19.

More precisely, the exanple discloses a three-|ayer

fil mhaving a shrinkage rate of 0% in high retort
treatment. The internediate |ayer of the filmwas

formed froma nylon blend of 85% by wei ght of PA 61/6T
(60:40) and 15% by wei ght of PA 6, and the outer |ayers
were based on "Admer®, a nodified polyolefin (D15b:

page 9, lines 10 and 12; and Dl5a: page 8, lines 12/13).

According to the Appellant (letter of 29 May 2002:

page 12, third paragraph) and not disputed by the
Respondents, "Adnmer® is a maleic anhydride-nodified
LLDPE, but not VLDPE. In order to neet the conposition
of a multilayer filmas clainmed, distinct nodifications
of the filmof Exanple 19 would be necessary, ie with
respect to both the qualitative and quantitative
conposition of the nylon blend in the internediate

| ayer, the thernoplastic polyner of the outer |ayers
and, furthernore, as argued by the Respondents, also
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the treatnment of the nultilayer film ie by omtting
t he heat-treatnent at 200°C.

On page 9 of D15b (page 8 of Dl5a), a list of different
types of thernoplastic polyners (polyam de, polyolefin,
pol yester, "denatured" = nodified polyolefin) for any

| ayers in addition to the nylon blend | ayer is given.
However, no details, nor requirenments concerning the
properties of these polyners as such are given in the
docunent. Fromthe above |ist of polyners, the skilled
reader can derive nothing nore than that each of them
was suitable for the preparation of the dinensionally
stable, ie not heat-shrinkable, filnms of D15b. The
menti on of some exanples of such polyners, including eg
"Admer”, "Surlyn" and "Tafnmer", does not change this
situation. Nor, in this context, is the question

rel evant whether the Tafmer, identified in D15b as an
et hyl ene- hexene-2 copol yner, had had a density of |ess
than 0.91 g/cn? (as required for VLDPE in the patent in
suit). Anyway, the assertion of Respondent 2 to this
end, on the basis of the late-filed Tafner brochure
(section I X; above), was disputed by the Appellant,
since only sone types of Tafnmer of different
conpositions had been characterised therein.

According to D15b, the two nylon conponents may be
present in the "reverse" weight ratio of 80% of

al i phatic pol yam de and 20% of PA 61/6T in applications
requiring rigidity rather than oxygen-barrier
properties (cf. D15b: page 7, lines 18 to 21). However,
unli ke D15b, the patent in suit is not directed to a
rigid film nor to a dinensional stable film Any
change of the latter stability of the known filns into
its contrary woul d have gone, however, straight against



5.5

5.6

5.7

0029.D

- 37 - T 0717/ 99

t he above teaching of the docunment. Consequently, the
reader, positively, could not derive from D15b that one
of the above thernoplastic polymers of D15b (section
5.4.2, above) would provide a film having different
properties when conbined with a nylon |layer having a
different qualitative and quantitative conposition. Nor
could the reader derive from D15b that the heat-
treatment could be dispensed with

The experinental report (submtted with the letter

dated 18 COctober 2004 by Respondent 2), which did not
contain any true repetitions of enbodi nents discl osed
i n D15b, could not change the above assessnent either.

It follows that D15b does not anticipate the heat-
shrinkable multilayer filmof Caiml. This nmeans, in
fact, that the disclainer in CCaim1lis not related to
t his docunent and, therefore, the above argunent of the
Respondents to show that the disclainmer wuld not be
allowabl e fails, and that the disclainmer conplies with
the requirements for the allowability of disclainers as
defined in G 1/ 03, above.

Furthernmore, Claim1l of this request finds its basis in
the follow ng clains and passages of the application as
filed:

Cainms 36, 37, 39, 44, 45, 47, 48, 52, 63 and 63;
Description: page 6, lines 17 to 19 (page 3,

lines 54/55); page 7, lines 3, 9/10, 14 to 24 and 21 to
27 (page 4, lines 6, 10, 13 to 18 and 38 to 41);

page 11, lines 23/24, (page 5, |line 29); page 14,

lines 26 to 29 (page 6, lines 28/29); and page 17,
lines 10 to 12 (page 7, lines 19/20).
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In particular, the findings in sections 3 to 3.4, above,
denonstrate that, in contrast to the Main Request and
Auxiliary Requests | to IV, the conmposition of the film
according to Caim1 of Auxiliary Request V, conprising
two outer |ayers conprising EVA and/or VLDPE and at

| east one internediate | ayer conprising a bl end

conpri sing an anorphous PA 61/6T and at | east one of

the specific nylon copol yam des (PA 6/12 and/or PA 6/66)
having a nelting point of from 145 to 215°C, is based

on the disclosure in Cains 36, 63 and 65 as fil ed.

The dependent clains are based in the follow ng clains
and passages of the application as filed:

Clains 32, 41 to 43 and 49 to 51; Description: page 11
last line to page 12, line 2 (page 5, lines 34 to 37);
page 17, lines 27 to 33 (page 7, lines 33 to 35); and
page 31, lines 1 to 18 (page 15, lines 1 to 11);

page 31, line 34 to page 32, line 5 (page 15, lines 19
to 23); page 32, lines 19 to 33 (page 15, lines 31 to
36); and page 33, lines 15 to 17 (page 15, lines 48/49).

No objections have been raised by the Respondents in
this respect.

Consequently, the requirenents of Article 123(2) EPC
are met.
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Article 123(3) EPC

The patent in suit as granted contained, in both of its
sets of clains, clains to a nylon resin blend per se
(Caims 1 to 9) and clains to filnms conprising the
above nylon resin blend (Clains 10 to 58).

It is evident that the protection conferred by the
broadest claimw thin Auxiliary Request V, ie Caim]l,
does not extend beyond the scopes of Caiml, Caim1l0
and Claim 23 as granted, respectively (sections | and
VIl, above), but has rather been further |limted. Hence,
the requirenments of Article 123(3) EPC are net by the
clainms according to Auxiliary Request V.

Article 84 EPC

The Respondents raised an objection against daiml
because of the allegedly unclear fornulation "copol ymner
of nylon 6 and nylon 12 or a copolyner of nylon 6 and
nyl on 66", because it would not be clear whether this
meant sonething different from PA 6/12 and PA 6/ 66
copol yam des referred to in the description (patent in
suit: page 6, line 7; application: page 11, |ines 23/24;
page 5, line 29). Hence, this would give rise to a
guestion of support of Claiml by the description.

Apart fromthe fact that Article 84 EPCis not a valid
ground for opposition, Claim21 has not been anended
during the opposition and appeal proceedings in this
respect. According to established jurisprudence,
however, only anmendnments in a claimcarried out during
t he opposition and/ or appeal proceedings are subject to
an exam nation in accordance with Article 102(3) EPC.
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Ref erence can thus be nade to T 301/87 (QJ EPO 1990,
335, nunbers 3.7 and 3.8 of the reasons), T 367/96 of

3 Decenber 1997 (not published in QI EPO, nunber 6.2 of
t he reasons) and T 381/02 of 26 August 2004 (not
published in Q3 EPQ, nunbers 2 to 2.5 of the reasons).

Request for referral to the Enlarged Board of Appeal

Since the Board has accepted Auxiliary Request V in
respect of the requirenents of Article 123(2) EPC,
there is no need to consider the auxiliary request of
the Appellant that the | egal question (section IX
above) be referred to the Enlarged Board of Appeal.

Pr obl em and Sol uti on

The patent in suit relates to nmultilayer filns
conprising two outer |ayers and at |east one

i nternedi ate | ayer between the two outer |ayers,
wherein the internedi ate | ayer conprises a blend of at

| east two different nylon polyners and the outer |ayers
conprise polyolefin resins.

In the introduction of its description, the patent in
suit refers to a nunber of properties which are to be
consi dered when selecting filns for packagi ng food
products such as barrier properties, cost, durability,
puncture resistance, flex-crack resistance, approval by
authorities, machinability, optical properties such as
gl oss and haze, printability, sealability,
shrinkability, shrink force, stiffness and strength
(page 2, lines 25 to 28), and problens encountered in
this field (cf. page 3, lines 28 to 39).
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Films having a conposition as nentioned in the first
par agr aph of section 9, above, are known from

Exanpl e 19 of D14/ D15b, and from D17, in particular its
Exanple 6, as referred to by the Respondents.

The deci si on under appeal held Dl4/its translation(s),
eg D15b, to represent the closest state of the art.
This point of view was al so adopted by Respondents 2, 4
and 5, whereas Respondent 3 considered D17 as cl osest
prior art (section V(b) and |IX, above).

Whi | st Respondent 3 based its opinion on the properties
of the films disclosed in D17 and the desired

properties of the filnms of the patent in suit

(cf. section 9, second paragraph, above), Respondents 2,
4 and 5 conpared the translations of D14 with the

patent in suit on the basis of features found in an

anal ysis of features to be common to both the prior art
docunent and the patent in suit. The properties were
considered as the automatic result of the choice of
conponents used in the preparation of the filns (cf. eg
the letter of Respondent 5, dated 28 March 2000, page 3,
t he paragraph relating to "Merkmal (iii)").

As pointed out in the observations of the Board in
sections 5.4 to 5.6, above, concerning the disclosure
of D15b, that docunent relates to filns which are

di mensional |y stable even at "high-retort processing".
This is confirmed by Exanple 19, the only disclosure
relating to a nultilayer film according to which its
bi axi al | y-stretched coextruded three-layer film product
showed no changes in transparency, oxygen barrier and
nmechani cal properties, nor shrinkage (contraction

rate/ Oshrinkage rate 0% after high-retort processing
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at 137°C for 5 mnutes (cf. the translations 15a and
15b).

Docunent D17, however, ains at a transparent,
shrinkable filmsuitable for packagi ng goods,
especially foods. Such a film which, on the one hand,
shoul d al so be gl ossy, should not, on the other, be
brittle, in order to avoid danage to the filmor the
goods due to the action of nechanical stress, eg during
transport (colum 1, lines 7 to 15, colum 2, lines 3
to 13 and 45 to 55).

Si tuations concerning the determ nation of an
appropriate starting point for the assessnent of
inventive step in pre-grant and opposition proceedi ngs
have al ready been considered and adjudicated in
decisions T 686/91 of 30 June 1994 and T 325/93 of

11 Septenber 1997 (neither published in Q3 EPO). In
bot h deci sions the Boards observed that, in the
determ nation of the closest state of the art, ex post
facto considerations should be avoided. Therefore, a
docunent not nentioning the technical problemthat is
at least related to that derivable fromthe patent
specification or patent application, does not nornmally
qualify as a description of the closest state of the
art on the basis of which the inventive step is to be
assessed, regardl ess of the nunber of technical
features it mght have in common with the subject-
matter of the patent or patent application concerned
(cf. T 686/91, nunber 4 of the reasons; T 325/93,
nunber 4.4. of the reasons).
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In the decision under appeal, the technical problemwas
formul ated as the provision of further polyamde filns
having sim | ar good overall properties as the filns of
D15b (as enunerated on pages 2 and 3 of the docunent).
In this respect, Respondents 2, 4 and 5 argued al ong
the sane lines (cf. sections IIl, V(b) and I X, above).

Since, on the one hand, the patent in suit is, however,
directed to the provision of coextruded nultilayer
films of inproved nylon blends which aneliorate many
probl ens associated with known filnms by inproving one
or nore properties such as haze, gl oss, oxygen
perneability, tensile strength, dynam c puncture or
shrink percentage after extrusion (patent in suit:

page 4, lines 6 to 14 and page 5, lines 1 to 3), in
particul ar heat-shrinkability ("at tenperatures well

bel ow 127°C'; patent in suit: page 4, line 56 to page 5,
line 1) and, on the other hand, D15b unanbi guously ains
at films being, in particular, dinmensional stable in
"high retort-processing"” conditions rather than heat -
shrinkabl e at the above | ow tenperatures (sections 5.4
to 5.6, above), it cannot represent the closest state
of the art.

Consequently, the Board has cone to the concl usion that
D17 (this would apply also to D27, its counterpart in
German) represents the closest state of the art.

As already indicated above, Docunent D17 relates to a
transparent shrinkable filmconprising at | east one

| ayer of a polyolefin and at | east one |ayer which is
conposed of a m xture of (i) 85 to 10 w.% of a linear
pol yam de, |inear copolyam de, or an el astoneric
conponent, selected fromthe group consisting of
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pol ybut adi ene, m xtures of polyam des and pol ybut adi ene,
m xtures of polyamde nitrile rubber, block copol yners
of pol yether segnents and pol yam de segnments and (ii)
15 to 90 wt. % of a partially aromatic pol yam de or
partially aromatic copol yam de, said film having been
stretched at a tenperature bel ow 120°C (Claim1l).
Preferably the polyolefin [ ayer consists of an ethyl ene
copolynmer (Claim11l) or of polyethylene types of |ow
density with a linear nolecular structure (C aim13).
According to Cains 15 and 16, the | ayers may be gl ued
t oget her or coextruded.

Particul ar enphasis is put on the fact that the filns
of D17 can advant ageously be thernoforned, ie by
deformation with heating to the desired tenperature,
and applying a vacuumor optionally conpressed air,
thus allowng to dispense with stretching the film
thereby, in particular, avoiding the expensive process
of biaxial stretching, but rather stretching the film
only, when a thernoforned container is nmade, in the
shaped regi ons of the conposite film (colum 6, line 63
to colum 7, line 13 and columm 8, lines 49 to 54).

The polyolefin | ayer(s), especially polyethylene and
its copolyners, adhering to the polyamde film show a
hi gh barrier effect against water vapour and, in the
case of polyethylene, a good sealability (colum 7
lines 32 to 37).

The |inear polyam des include a variety of polyners
such as pol yam des 6, 66, 610, 11 and 12; I|inear
copol yam des nentioned are pol yam des 6/ 66, 6/12 and
"69". They may al so i nclude copol yam des cont ai ni ng
cycl oal i phatic and aromati c conpounds such as
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i sophthalic acid in subordinate anmounts of up to
15 wt. % (colum 3, lines 21 to 37).

Partially aromatic pol yam des and copol yam des are
understood to be those pol yam des, in which either the
di ami ne or the dicarboxylic acid conmponent is present
as an aromatic material, either in equinolar anounts or
at | east as the predom nant portion in the case of
copolynmers. "Preferredly suitable are the poly-
condensati on products of aliphatic diam nes, such as
hexanet hyl enedi am ne, and aronati c di carboxylic acids,
such as terephthalic acid, especially isophthalic acid.
In particular, the followwng ... partially aromatic

pol yam des nmay be used ...: Polycondensates from

di am nes, such as ethyl enedi am ne, hexanet hyl enedi am ne,
decanet hyl enedi am ne, dodecanet hyl enedi am ne, 2, 2, 4-
and/or 2,4, 4-trinmethyl hexanet hyl enedi ami ne, m and/ or
p- xyl yl enedi am ne wi th di carboxylic acids such as iso-
phthalic acid and terephthalic acid. Wen the aromatic
conponent is in the diam ne conponent, aliphatic

di carboxylic acids, such as oxalic acid, adipic acid,
sebacic, etc. may be used as the carboxylic acid
conmponents.” (colum 3, line 57 to colum 4, |ine 10).

Further details of the polyam des are given in

colums 5 and 6. Thus, PA 61 (admttedly anorphous,
section | X, |ast paragraph, above) could be added to
PA 6 in order to inprove the shrinkage (colum 5,

lines 20 to 27) or to a conbination of PA 66 and

PA 6/ 66, the latter being naned as one exanpl e of

anor phous |inear copol yam des which can serve to reduce
brittleness (colum 6, lines 13 to 25).
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I n numerous experinments, shrinkage and stretching
properties of different polyam de nonol ayer filns were
tested (colums 9 and 10; Fig. 1 to 9; cf. D27:

colums 10 to 13). Individual exanples of polyam des
used in these experinents were nylons 6, 61 and 66,

pol ytri met hyl hexamet hyl ene terepht hal am de and

pol yhexanet hyl ene pht hal am de, exenplified copol yam des
used were PA 69, PA 6/66 and PA 6/ Al. These pol yners
were used individually or in polyner mxtures.

In Fig. 10, the shrinkage behaviour of a conposite film
consisting of a polyamde layer (75 wt.% PA 6 + 25 wt.%
PA 61) and an EVA layer is shown in relation to the
degree of stretching. Likewise in Fig. 11, the
shrinkage of different types of conposite filns was
determ ned wherein a | ayer of an ethyl ene honopol yner
(density 0.922 g/cnt) was conbi ned with pol yani de | ayers
ei ther conposed of blends of PA 66 and PA 61, blends of
PA 66, PA 61 and PA 6/Al, or blends of PA 66, PA 6/66
and PA 61, respectively, or made of PA 6/Al.

In Exanple 1, a "relatively rigid" filmhaving a
crystal clear appearance was made froma m xture of

PA 6/ Al and PA 61 and subsequently stretched. The
stretchability and shrinkability were determ ned by
uniaxially stretching filmsanples to different degrees
and neasuring their reduced |l engths after rapid
imersion in a hot water bath (95£1°C, 5 s). This film
corresponded to the filmused in Fig. 8 and 9.

Exanples 2 and 3 concern simlar neasurenments with

ot her nmonol ayer filns made of bl ends of PA 6 and PA 6l
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In Exanples 4 and 5, filns of m xtures of PA 6/ Al and
PA 61 and of PA 6/ PA 61 blends, respectively, were
coated uniformy on conventional |am nating equi prent
wi th a pol yuret hane adhesive and then | am nated with
the corona-treated side of an EVA film

In Exanple 6, specifically referred to by the
Respondents, a pol yam de/ pol yol efin conposite fil mwas
prepared by coextrusion using a bl ow noul di ng process.
The pol yam de | ayer was prepared from 60 parts by

wei ght of PA 6/66 (85:15) and 40 parts by wei ght of

PA 61. The pol yol efin was hi gh-pressure pol yneri sed
LDPE having a density of 0.922 g/cn?. The pol yan de

| ayer was coated on both sides with an internediate

| ayer of iononeric resin and a |ayer of the polyolefin
and then bl ownoul ded at a blowratio of B = 1.8: 1.

Apart fromthe | ayer thicknesses of the film only
shrinkage val ues, neasured as in Exanple 1 (see above),
inrelation to different degrees of stretching are
given, whilst the transparency of the filmwas referred
to only as being "very good”. However, no details are
given with regard to the further properties (toughness
elasticity or flexibility, gas tightness, vacuum noul d-
ability, surface gloss, heat-sealing properties,
shrinkage force) referred to in colum 2, lines 45 to
61 of D17. Nor are any data available relating to
further properties nentioned in the patent in suit
(tensile strength, elongation, secant nodul us, dynam c
puncture resistance, oxygen barrier properties, cf.
patent in suit: Table 5).
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On the basis of the passages in the patent in suit, as
mentioned in section 9.1.5, above and with respect to
Tabl e 5 (previous paragraph), and in view of the |ack
of any quantified details of the properties of the
films known from D17, apart fromthe shrinkage referred
to in the previous paragraph, the technical problem my
be seen, as suggested by the Appellant, in the

provi sion of coextruded biaxially stretched filns which
conbi ne good heat shrinkability and inproved qualities
required for food packagi ng such as tensile strength,

el ongati on, secant nodul us, dynam c puncture, haze,

gl oss and oxygen perneability properties.

According to the patent in suit, this problemis solved
by the nultilayer filmas defined in Caim1.

As denonstrated by the experinental data in Table 5
provided for filns of those exanples in accordance with
Claim 1, this technical problem has been sol ved.

Thus, the Board cannot reject the argunents of the
Appel lant that (i) Exanple 14 showed that anorphous

PA 61 /6T was hardly shrinkable, but (ii), neverthel ess,
t he conbination of this conmponent with PA 6/12 (a

shri nkabl e pol yam de; cf. Exanple 15), provided filns
with, in part, even further inproved shrinkability. By
contrast, (iii) two apparently anorphous pol yners

(PA 6/66 and PA 61), both shrinkable, were conbined in
D17. Moreover, (iv) Table 5 in the patent in suit also
provi ded neasurenents of a nunber of further properties
of the clainmed filnms, whilst D17 was silent in this
respect.
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In view of the experinmental data before it, the Board
is, therefore, not in a position to accept the
argunents of the Respondents who, |ike the decision
under appeal, argued that the Appellant woul d have
failed to provide convincing argunments for unexpected
or surprising properties of the clained filns in
conparison to films of the closest state of the art. As
poi nted out by the Appellant and in accordance with
establ i shed jurisdiction, the onus of proof for an
asserted failure to solve the rel evant techni cal

probl em worded on the basis of the disclosures of the
patent in suit and the closest state of the art, is on
t he opponents or, as in this case, on the Respondents.
However, they have not discharged this burden.

Novel ty

A novelty objection was raised on the basis of D15b.
Thi s objection has been dealt with in the context of

t he decision on the allowability of the disclainmer in
Claim 1. As concluded in that context (sections 5.3 to
5.6, above), D15b does not anticipate the subject-
matter of Claiml.

Mor eover, docunent D17 does not, in either its general
description or its exanples, refer to a nultilayer film
conprising a core |ayer conprising PA 61/6T (cf.
sections 9.2 to 9.2.7, above).

Therefore, the Board is satisfied that the requirenents
of Article 54 EPC are net.
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| nventive step

It remains to be decided whether the solution found was
obvious to a person skilled in the art having regard to
the state of the art relied upon by the Respondents.

Al t hough nentioning in general terns the conbination of
I i near aliphatic polyam des and partially aromatic

pol yam des, D17 never refers to a blend of (a) 10 to 70
wei ght percent of an anor phous nyl on copol yner having
no neasurable nelting point or no heat of fusion as
nmeasured by DSC and (b) 10 to 90 wei ght percent of a
copol yam de having a nelting point wthin a range of
from 145 to 215°C, let alone to such a conbination
conprising (a) anorphous PA 61/6T and (b) PA 6/66

and/ or PA 6/12 having nelting points of 145 to 215°C,
as required in Caiml.

Nowhere in D17 is any nmention made of a PA 61/6T
copolyam de at all, let alone of such copol yam des

being in anorphous form Whilst it is true that, in the
general description of D17 (bottom of colum 3 and at
the top of colum 5), reference is made to terephthalic
acid and to isophthalic acid, these acids were, however,
used only separately, eg in PA 6l or in polytrinethyl-
hexamnet hyl ene terepht hal am de (colum 5, |ines 23/ 24,

45/ 46 and 63 to 65). The |l atter honopol yner was al so
used as the polyner of Curve K of Fig. 4 and of Curve

Kl of Fig. 5 (colum 9, lines 53 and 67, respectively),
the only further references to a terephthalamde in D17.

Even in the part referred to by the Respondents as
being particularly relevant, Exanple 6, it was PA 6l
that was used as the only aromatic polyamde in a
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binary blend with a |inear and obvi ously anorphous
copol yam de PA 6/ 66 (colum, 14, lines 12 to 16 in
conjunction with colum 6, lines 13 to 25), ie neither
conponent neets the requirenents for the nylon blend in
Claim 1 under consideration. The issue of anorphous or
non- anor phous character and of nelting point of the

pol yam des will be addressed again in the context of
the further docunents also relied upon by the
Respondent s.

The present clains relate to a nultilayer film which
inits outer |layers conprises EVA and/or VLDPE. In fact,
EVA has been used in D17, so that this feature is not

an appropriate delimtation fromD17. However, the only
pol yet hyl ene further characterised in D17 is a specific
LDPE having a density of 0.922 g/cn? obtained in a high
pressure polymerisation process (Exanple 6: colum 14,
lines 31 to 34), which is clearly different from VLDPE
(cf. page 7, lines 22/23 in the patent in suit).

As al ready nentioned in sections 9.2.7, 9.3 and 9.5,
above, no data have been nade avail able by D17 or the
Respondents to show that the filnms previously known
from D17 already had a conbi nati on of properties
conparable to those of the clainmed nultilayer filnms as
denonstrated in the patent in suit (Table 5).

Hence, the skilled person could not derive fromthe
docunent in an obvious manner that the conbination of
particul arly chosen conponents having specific
properties would provide the desired multilayer filns.
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Consequently, D17 itself does not provide an incentive
to prepare filnms of the particular conposition as
defined in Caim1l in order to solve the above rel evant
techni cal probl em

In view of these findings, the question arises of

whet her the further docunents relied upon by the
Respondents provide an incentive to nodify the subject-
matter of D17 in order to solve the above technical
probl em and, when doing so, to arrive at sonething
within the range of independent C aim 1.

As already pointed out with respect to the issues
concerning the disclainer, novelty and the cl osest
prior art (sections 5.3 to 5.6, 9.1.1, 9.1.2 and 10,
above), D14/D15b relates to a filmwhich is

di mensi onal |y stable even at tenperatures of 130 to
150°C as used in "high-retort processing”. For this
reason al one, the docunent itself can hardly provide an
incentive to produce a film heat-shrinkable at even
| oner tenperatures, nor to nodify the teaching of
anot her docunent relating to shrinkable filns. This
finding is further confirmed by the shrinkage-free
three-layer filmof Exanple 19, the only part of the
docunent relating to a nmultilayer film

The argunents of the Respondents that, in Exanple 1 of
t he docunent, the filmmade of a blend of 85 wei ght
percent of a PA 61/6T (in a nolar ratio of 70/30) and
15 wei ght percent of PA 6 had shown heat shrinkability
and that it would have been obvious to replace PA 6 by
one of the other polyamdes |listed on page 4, line 17
of D15b are not convincing. Thus, no plausible

expl anati on has been gi ven why such a repl acenent
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shoul d have been carried out, in particular in viewthe
statenent of Respondent 2 (letter dated 18 Cctober 2004,
page 7, paragraph (b)), who had pointed out that, on

the basis of D14 and its translations and "as stated

and shown by several of the opponents ..., the change
fromusing nylon 6 honopol yners to other nyl on

(co-)pol yners does not at all change the therma

behavi our of the multilayer film™

Furt hernore, when considering the thermal properties of
the filmof Exanple 1 with regard to the shrinkage rate
(L/'W of 20/40 shown in the table at the bottom of

page 10 of D15b in conparison with the other exanples
shown there, it becones evident that this film and
those in those other exanples had equally been "heat-
treated in the vicinity of the nelting point of
aromatic polyanmde (B)" (page 8, lines 18/19), ie at
200°C for 10 s (page 10, line 8). Therefore, the
argunment of the Respondents, that the skilled person
woul d have known, that the very low filmshrinkability
or its absence in the further exanples of D15b (in
particular in Exanple 19) had been the result of the
heat treatnment at 200°C, and that the skilled person
woul d have di spensed with this treatnment if he had
desired to prepare heat-shrinkable filns, is not

convi nci ng.

On the contrary, this docunent cannot provide any
incentive to nodify the teaching of D17, because the
two docunents aimat film products having conpletely
different properties, ie dinensional stability

(D14/ D15b) as opposed to heat-shrinkability (D17) as
di scussed above. Hence, it is not obvious to comnbine
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t he teachings of the two docunents. Any suggestion to
this end can only be based on hindsight.

These findings are not deval ued by the hint to another
docunent, D6, that it would have been obvious to omt

t he above heat-treatnent (section 11.2.1, above) in
order to obtain a heat-shrinkable film The packagi ng
filmof D6, after its orientation, can be heat-set by
bringing it to a tenperature near its orientation
tenperature to reduce shrinkability (paragraph bridging
pages 2/3). This docunent concerns nultilayer filns
conprising a core |ayer conprising ethyl ene-vinyl

al cohol (EVOH) copolyner, two outer |ayers conprising
polyneric material or a blend thereof, two internediate
| ayers conprising an adhesive polyneric material (acid-
or acid anhydride-nodi fied polyolefin) to bond the
outer layers to the EVOH core | ayer or, when present,
to further intermedi ate |ayers conprising a pol yam de.

In the Board's view, D6 is irrelevant, because it

provi des no incentive either to go directly against the
cl ear teaching of D14/ D15b (requiring dinensional
stability of its film products) by nodifying the
preparation of the only multilayer filmof D14/ D15b (in
Exanple 19), which film furthernore, has a conposition
different fromthe filnms of D6 (above), let alone, to
apply the teaching of D14/ Dl15b after such a nodifi -
cation further to nodify the disclosure of D17 in order
to solve the relevant technical problem In other words,
D6 cannot serve to renedy the above deficiencies of

D14/ D15b with regard to the above purposive suggestions
of the Respondents of rendering, in conmbination with
D17, the solution of the relevant technical problem as
di sclosed in the patent in suit, obvious.
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On the contrary, all these suggestions of the
Respondents, for the purpose of arriving at a heat-
shrinkable nultilayer filmas clained in the patent in
suit by nodification of the disclosure and teaching of
D14/ D15b, in particular by the specific selection of
particul ar conponents and processing steps whil st
omtting others, could only be made in the know edge of
t he rel evant solution of the above technical problem
ie the subject-matter of the patent in suit. Hence,
they can only be construed to be based on an ex post
facto anal ysis.

In this context, the question arose of whether the
experinmental report of Respondent 2 (cf. sections IX
X(b) and 5.5, above) provided any incentive to apply

t he teaching of D14/ D15b for finding a solution to the
rel evant technical problem As already stated above,
the report contained no true repetition of any

enbodi nents of D14/ D15b. Modifications of the teaching
of the docunment with the aimof arriving at a product
havi ng the specific properties contrary to those of the
products ained at in D14/ D15b coul d, however, only be
made in a retrospective manner. Consequently, the Board
took the viewin the oral proceedings that this report
was prima facie not relevant (cf. also the Appellant's
opinion inits letter dated 8 Novenber 2004, item 2).
Therefore, the report has been disregarded with regard
to D15b under Article 114(2) EPC.

Consequent |y, D14/ D15b cannot provide any information
whi ch could provide the features mssing fromD17 with
regard to the desired solution of the above technical
pr obl em



11. 3

11. 4

11.5

0029.D

- 56 - T 0717/ 99

The reference to D1 by Respondent 5 (section V(b),
above), inits letter dated 28 March 2000 (page 1), is
obviously erroneous, since it is further identified at
the bottom of page 8 of that letter as "Dl (Fel dmihle
AG" (cf., however, the Notice of Opposition of this
party which cited "1 EP 0 065 278 Bl Fel dmihle I",

| ater nunbered D27, eg in Annex B to the decision under
appeal ). Fromthe references to specific parts of its
description on page 9 of the above letter it becones
apparent that, in fact, D27, a patent fam |y nenber of
D17, already considered above in detail, had been neant.
D1, as nunbered in section Il, above, and as referred
to in the course of the opposition proceedi ngs,
concerned an application filed by E.I. DuPont de
Nermours and Conpany.

Docunent D29, nentioned once by Respondent 3 in
connection with D15b (letter dated 24 March 2000, item
3.2) does not contain any hint to PA 61/6T copol yam des.
Moreover, this docunent relates to nultilayer filns
suitable for thernoform ng. They are not stretched
(Cdaiml, last line) and, preferably, they conprise a

pol yol efin layer which is not shrinkable (C aim16;

page 15, lines 12 to 23). Consequently, this docunent

is of no assistance either for the assessnent of

i nventive step.

As indicated in section 11.1.2, above, the anorphous or
non- anor phous character of polyam des used in the state
of the art or to be used according to Claim1l of the
present request was in dispute between the parties.
Thus, the anorphous character of PA 61 and PA 61/6T
cont ai ni ng conponents 61 and 6T in nolar ratios of at
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| east 60/40 or 70/30 (as used in D14/ D15b) was
consi dered by the Respondents as being inherent to al
of these polyners.

Thi s has been di sputed by the Appellant with regard to
PA 61/6T, in general. In addition, the Appellant
referred to the "nelting points"” nmentioned in D15b in
connection with the aromatic pol yam de (B)

To support their argunent, reference was nade by the
Respondents eg to a |list of exanples of anorphous

pol yam des includi ng those expl ai ned in paragraph a)
and d) on pages 5 and 6 of D7. Thus, in paragraph a),
menti on was made of "pol yam des obtained from
hexanet hyl ene di am ne and a m xture of 55-100 wei ght
percent isophthalic acid and 45-0 terephthalic acid
(based on total weight of the acids)" and, in paragraph
d), of copolyam des conprising 2 to 50 nmol % of at

| east one aliphatic am ne constituent containing
between 8 and 20 carbon atons and at | east one

cycl ohexane nucl eus. At least, the latter polyners
cannot contribute to the answer of this question.

However, the Appellant interpreted the cited passage of
D7 in such a way that it did not establish that all
"pol yam des obt ai ned from hexanet hyl ene di am ne and a
m xture of 55-100 wei ght percent isophthalic acid and
45% 0 terephthalic acid (based on the total weight of
the acids)" (as referred to in the above passage of D7)
woul d be anorphous.

Therefore, the Respondents additionally referred to a
graph submtted by Opponent 5 during the opposition
proceedings (Fig. 1 annexed to its letter dated
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16 April 1997) to show that PA 61/6T as referred to
above with regard to D14/ D15b woul d be anor phous.
Moreover, this would also be valid for Selar PA 3426,
as recommended in the patent in suit (page 5, |ines 27
to 29).

However, it is noteworthy that the identity of the

pol yam de nentioned on page 6, lines 13 to 15 of D15b
and Sel ar PA 3426 cannot be derived fromthis docunent.
Mor eover, contrary to the argunments of the Respondents
and as pointed out by the Appellant, reference is made
of on page 8, lines 20/21 of D15b to a nelting point of
the partially aromatic polynmer, which, according to the
list on pages 4, 5 and 6 of the docunent, enconpassed
al so PA 61/6T with predom nant anounts of 6l units
(D15b: page 6, lines 13 to 15). In order to refute this
fact, the Respondents contended that, in the field of
chem cal engineering ("Verarbeitungstechni k"), the term
of "melting point" would often be used erroneously

i nstead of "softening point" (cf. the letter of
OQpponent 1, dated 21 March 1997, page 2).

However, this argunment is not convincing, because the
aut hor of D14/ D15b was apparently well aware of the
meani ng of "melting point" as can be seen fromthe
expl anation follow ng the table of Exanples 10 to 13
(D15b: page 13, last three lines and page 15, lines 1
to 5; "tenperature at the peak heat absorption
acconpanying the nelting of crystals ... in a scanning
type differential calorineter (DSC) ...", ie contrary
to the wording in present Claim1l). Mreover, in the
first two |ines on page 9 of the docunent, reference
was nmade to the glass transition tenperature ("a
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tenperature to cause thermal deformation to filn') and,
separately, to the nelting point.

Furthernore, D17, allegedly suggesting the use of

PA 61 /6T (section V(b), above), refers to an anorphous
pol yam de only twice (colum 6, lines 13 and 24), both
times in relation to the linear copol yam de such as

PA 6/ 66 (as used eg in Exanple 6 of D17). Such a

copol yam de and another PA 6/12 having a nelting point
of less than 145°C may in fact be used, according to
the patent in suit (patent in suit: page 6, lines 14 to
17), however, only in addition to conponent (b) of
Claim1, defining copolyam des having a nelting point
in the range of 145 to 215°C, including PA 6/66 and/or
PA 6/ 12.

For these reasons, the Board is not convinced of the
argunent of the Respondents that the description of the
pol yam des in D17 provided a clear indication that, on
the one hand, the partially aromatic pol yam de woul d
have been anorphous and that, on the other hand, the

I i near copol yam de bl ended therewi th woul d have had a
melting point of from1145 to 215°C

In view of the above facts and argunents and havi ng
regard to the above findings, the Board cannot refute
t he above argunments of the Appellant that neither D17
nor D14/ D15b denonstrated that the nylon conponents
used in those docunents would have fulfilled the
requi renents of the nylon conponents (a) and (b),
respectively, as defined in Caim1.
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Therefore, based on the above considerations, the Board
has conme to the conclusion that neither D17 itself nor
in conbination with the further docunents relied upon
by the Respondents renders the subject-matter of
Claim1 obvious.

It follows that the clainmed subject-matter of daiml
i nvol ves also an inventive step (Article 56 EPC)

By the sane token, the subject-matter according to
Clainms 2 to 9 appendant to Claim1l are al so novel and

i nvol ve an inventive step.

The Respondents further resunmed the initial objection
under Article 100(b) EPC on the basis of the argunent

t hat pol yet hyl ene and pol yanm de were inconpatible so
that conposite filnms containing |ayers of these
conponents woul d del am nate in the absence of an
adhesive pronoter. In other words, w thout an adhesive,
the clainmed invention could not be carried out. Hence,
t he presence of an adhesi on pronoter woul d be an
essential feature of Caiml. In the absence of the
requi renment for such a further conponent, the skilled

person woul d not know how to carry out the invention.

However, these argunments of the Respondents are
obviously not valid in this generality, as denonstrated
by the conposite filns used in the nmeasurenents in

Fig. 11 of D17, which were based on pol yam de and LDPE
| ayers, but obviously did not contain an adhesion
pronoter (colum 10 ,lines 39 to 44; cf. section 9. 2.6,
above). Mreover, in colum 7, lines 32 to 35, of D17,
explicit reference is made to polyethylene and its
copolynmers "adhering to the polyamde filnf, and in
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colum 10, lines 33 to 38, of the docunent, nmention is
made of a film which "filmconsists of a pol yam de

| ayer, ..., and a polyethylene |ayer of a copolynmer of
et hyl ene and vinyl acetate"”. Again, there is no

reference to an adhesi ve.

Moreover, Article 100(b) EPC refers to the disclosure
of the patent as a whole rather than to individual
clainms, and the specification provides anple

i nformati on about the production of the clained

mul tilayer filnms, as argued by the Appellant.

Consequently, the Board cannot but accept the argunent
of the Appellant that the use of such a component is
not essential for the success of the clainmed invention.

Hence, the Board does not see any reason for raising
doubts that a person skilled in this art could not
carry out the clainmed invention. It follows that the
obj ection under Article 100(b) EPC nmust be rejected,
because the requirenents of Article 83 EPC are net.

Since the Auxiliary Request V of the Appellant is
successful, there is no need to consider the subsequent
Auxiliary requests VI to VIII.
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The Main Request and Auxiliary Requests I, IIl, IIl, IV
of the Appellant are refused.

3. The case is remtted to the first instance with the
order to maintain the patent on the basis of Cains 1
to 9 of Auxiliary Request V filed with the letter dated
29 May 2002 and after any necessary consequenti al
amendnent of the description.

The Regi strar: The Chai r man:

E. Gorgmaier R Young
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