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Summary of Facts and Submn ssions

1378.D

In a decision dated 14 Decenber 1998, the exam ning
di vi sion refused European patent application

No. 96 101 286.1 on the grounds that the application
did not neet the requirenents of Articles 84 and 83
EPC.

According to the decision, the term"latent curing
accelerator"” used in claim1l was not clear and was not
supported by the description. Mreover, the description
did not contain any specific exanples of latent curing
accel erators so that the application did not disclose
the invention in a manner sufficiently clear and
conplete for it to be carried out by the person skilled
in the art.

The notice of appeal against the above decision was
filed on 19 February 1999 and the appeal fee was paid
on the sanme day. The statenent setting out the grounds
of appeal was filed on 23 April 1999.

The appel |l ant requests that the decision of the
exam ni ng di vi sion be set aside and the patent be
granted on the basis of the foll ow ng docunents:

d ai ns:
clains 1 to 10 as filed on 22 July 1998

Descri ption:
pages 1 to 33 and 35 to 48 as originally filed

page 34 as filed on 27 January 1997

Dr awi ngs:
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Sheets 1/7 to 7/7 as originally filed.

Claim1l reads as foll ows:

"1l. An encapsulant for filling a gap between a
sem conduct or device and a substrate of a sem conduct or
unit, said encapsul ant conprising:

(a) 80%to 25% by wei ght of a resin binder containing
at | east a pol yepoxi de, an anhydride of a
carboxylic acid, a rheology nodifier, and a | atent
curing accel erator; and

(b) 20%to 75% by weight of a filler of a dielectric
material, said filler having polar groups at its
surface.”

The foll ow ng docunent cited by the applicant was
referred in the decision under appeal:

D3 EPOXY RESI N HANDBOOK, Published by N kkan Kougyou
Si nrbunsha on Decenber 25, 1987

Together with the statenent setting out the grounds of
appeal the appellant filed the follow ng docunents in
support of the appeal:

El: Adhesive, Volune 37, No. 2, 1993: Oiginal and
English transl ati on of page (69) 21, left colum,
to page (71) 23, right colum, I|ine 10.

E2 Lat est Technol ogi es for Pol yner Additive,
publ i shed by CMC. Original and English transl ation
of page 148, lines 1 to 15, page 153, page 155,
Table 6.4 to page 160, line 1 fromthe bottom
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E3 Adhesi ve, Volunme 36, No. 8, 1992: Oiginal and
English transl ati on of page (360) 24, left col um,
line 1 to page (361) 25, right colum, line 10
fromthe bottom page (336) 30, |left colum,
lines 14 to 9 fromthe bottom page (368) 32, left
columm, Table 7 to right colum, Figure 14,
page (369) 33, left columm.

E4 Product information Fujihard

E5 Air Products and Chem cal, Inc.: Product
cat al ogue.

The argunents presented by the appellant can be
summari sed as foll ows.

As shown by the submtted docunents, the term"l| atent
curing accelerator” has a clear and well known neani ng
in the art of curable polyner conpositions. The cited
docunents further show that the products Am cure (trade
mark), Fujihard (trade mark) and i m dazol e conpounds,
which are referred to in the present application, were
wel | known | atent curing accel erators. The person
skilled in the art would therefore have no problemin
sel ecting appropriate conpounds that function as | atent
curing accelerators. Since the description defines the
termlatent curing accel erators and specifies exanples,
the application fulfills the requirenments of

Articles 84 and 83 EPC.

In a comruni cation dated 10 May 2001, the Board invited
the appellant to establish to the satisfaction of the
Board that documents E1 and E4 and any ot her

i nformation the appellant w shed to rely on, had been
published at the priority date of the application in
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suit.

In response the appellant filed the follow ng further
docunents to establish that docunents E1 and E4 had
been so published:

Docunent E1-1 photocopy of the front page and the
subsequent two pages of the Japanese
journal "Adhesive", vol 37 Nr. 2 1993,
which is the source of docunent E1l

Docunent E4-1 Technical Data sheet No. TB-90-2
concerni ng product information on
FXE- 1000

Docunent E4-2 copy of the front page and pages 2 to 3,
24 to 35 and 48 of the Japanese journa
" Adhesi ve", Volune 36, No. 8, 1992, the
ori gi nal Japanese text and translations
into English of selected passages on
pages 24 and 25.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. The application was refused by the exam ning division
on the grounds that the expression "latent curing
accel erator"” as used in the description and clains was
not a recognised termin the art so that the clains
| acked clarity (Article 84 EPC). Al so, since the
description contained no specific exanples of chem ca
conpounds which could serve as |atent curing
accel erators, claim1l was not supported by the

1378.D Y A
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description (Article 84 EPC) and the application did
not disclose the invention in a manner sufficiently
clear and conplete for it to be carried out by the
person skilled in the art (Article 83 EPC).

Thus, the objections under Article 84 and under
Article 83 both arise fromthe term"latent curing
accel erator” as used in the clains and the description.

Article 84.

Carity

The requirenent of Article 84 EPC that clains shall be
clear is net if the subject-matter for which protection
I's sought is clear for a person skilled in the art to
whi ch the clai ned subject-nmatter relates. In case of
the use of a technical termin a claimit suffices for
the purpose of clarity if the termper se is clear to
the skilled person. Wiether the termis well recognised
in the art is then not relevant to the issue of

clarity.

In the present case, claim1l concerns an encapsul ant

bel onging to the general field of curable resins. Such
epoxy resins are known to contain curing agents which
can be latent in the sense that they initiate or
enhance the curing reaction only on application of sone
external energy, usually in the formof heat. Thus, the
term"latent curing accelerator” in the context of the
cl ai med subject matter woul d be understood by the
skilled person to nmean a curing agent which speeds up
the curing reaction on application of external energy.
This neaning is al so consistent with the definition of
the expression "latent curing accelerator”™ in the
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description on page 34, lines 10 to 12 of the
application. The Board therefore concludes that the
term"latent curing accelerator” in claiml is clear.

Support in the description

There are general statenents in the description

di scussing in general terns the use of latent curing
accel erators. According to the paragraph bridging

pages 9 and 10 of the application as filed, a | atent
curing accelerator is part of a preferred conposition.
On page 34, lines 10 to 14, of the description there is
a definition of latent curing accelerators in the
followng terns: "A |atent curing accelerator is a
catal yst whose catal yst activities are greatly pronoted
on application of, for exanple, thermal energy.
Generally latent curing accelerators are nelted
(l'iquefied) or reaction-dissociated upon application of
energy, to be enhanced in activity."

There are al so specific exanpl es of conmpounds, Am cure
(trademark) and Fujihard (trademark), which are

enpl oyed in conpositions 'c¢c' and 'd" in Table 1,
respectively (pages 38 and 39). As the discussion bel ow
on sufficiency of disclosure shows, these conpounds
were known at the priority date of the application to
be | atent curing accelerators. Thus, the application

di scl oses specific conpounds which function as | atent
curing accel erators.

The general statenents together with the specific
exanpl es provi de an adequate basis for the reference in
claiml1l to latent curing accelerators. The Board
therefore concludes that claim1 in so far as it
specifies a latent curing accelerator is supported by
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the description as required by Article 84 EPC

Article 83

According to Article 83 EPC, the disclosure of an

i nvention nust be clear enough and conplete enough to
enable a skilled person to carry out the invention. In
the present case the question to be answered is whet her
the description and clains fail to fulfil these

requi renents because of the term"latent curing

accel erat ors”

As discussed in section 5.2 above, the application in
suit contains general statenents about |atent curing
accel erators and provides the specific exanpl es of

Am cure (trademark) and Fujihard (trade mark) as

chem cal conpounds which performthe function of |atent
curing accelerators for certain epoxy resins. For the
pur pose of determ ning whether the skilled person woul d
have been able to performthe invention on the basis of
the disclosure in the application, it nust be
ascertai ned whet her those conpounds were known by and
woul d have been available to the skilled person at the
priority date of the application.

The appel | ant has provi ded docunent D3, considered by

t he exam ning division, and docunents E1 and E4, anong
others, to show that |atent curing accelerators were
known by and available to the skilled person. Docunents
El-1 as well as docunents E4-1 and E4-2 were provided
to establish that docunents E1 and E4, respectively,
wer e published before the priority date of the
application in suit.

(i) Docunent E1 (English translation) relates to
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commercially avail abl e epoxy resins and refers in
particular to what is called the AM CURE series
(curing agent/accel erator) placed on the market by
Ajinonmoto Co. Inc. (page 2, second paragraph).
Latency is discussed primarily in connection with
the use of these products as curing agents.
However, document El1 al so inforns the reader of
the use of AM CURE products as curing accelerators
(Tables 4 and 5, acconpanyi ng text on pages 7

and 8) and of extended storage tinmes when AM CURE
is used for that purpose. The ability to store
these products is conpared in Tables 4 and 5 with
conventi onal accel erators, show ng that AM CURE
products result in a significantly | onger storage
life (40 days as against 1 day (Table 4),

and >30 days as against 2 days (Table 5)). In

addi tion, although no exanples are given of the
chem cal conposition or structure of these
products, the tables nmake clear in the title that
Ami cure fornms a curing accelerators for acid
anhydri de (table 4), dicyandi am de "DI CY"

(Tabl e 5) and Di am nodi phenyl sul f one " DDS"

(Tabl e 6).

The docunent al so includes a section discussing
| atency in general (section 1, page 2, |ast four
lines, to page 3, line 2).

(ii) Docunent E4 (English translation) describes that
the curing agent "FUJI HARD' has been added to the
exi sting group of products, thereby indicating
that the product was avail able on the market at
the tine. Page 4 refers to the package appearance
of the product, which provides further
confirmation of the commercial availability of the

1378.D Y A
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product. Although the product is described
primarily as latent curing agent, the docunent

al so nentions its use as a curing accel erator when
di cyandi am de or an acid curing agent is used
(English translation, page 3, fourth paragraph).
Addi tionally, on page 4 under the headi ng
“"Applicability" it is stated that the product can
be used as a curing accelerator for other |atent
curing agent systens.

The Board accepts that docunents E1-1, E4-1 and E4-2
suffice to show that at the priority date of
application in suit the informati on contained in
docunents E1 and E4 was publicly avail abl e and, hence,
that the products AM CURE (docunent E1) and Fuji hard
(docunent E4) to which they relate were known and
avai l abl e as latent curing accelerators in respect of
certain epoxy resins such as dicyandi am de, organic
acid hydrazide and, as clained in claim1l of the
request, acid anhydride.

As to the difference between curing accel erators and
curing agents, it is clear fromthe plain neaning of
the words "agent” and "accel erator” that the presence
of a curing agent will cause curing to take place,
whil e the presence of a curing accelerator wll nerely
I ncrease the speed of curing. This distinction was
accepted by the exam ning division (decision of

14 Decenber 1998, page 3, |ast paragraph "the neaning
of the termlatent curing accelerator is not
contested ...") and is confirned by the contents of
docunents E1 and E4.

For the foregoing reasons the Board considers that, in
c' and 'd" of table 1, the

respect of conpositions
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invention is disclosed in a manner sufficiently clear
and conplete for it to be carried out by a skilled
per son.

6. For the reasons given, the Board concludes that the
term"latent curing accelerator” in claiml is clear
and the clainmed subject-matter specifying the use of a
| atent curing accelerator is supported by the
description. Mreover, the application as a whol e
conplies wth the requirenents of Article 83 EPC

7. It appears fromthe file that the application has not
as yet been exam ned for conpliance with other
requi renments of the EPC including those of
Articles 52(1), 54, 56 and 123(2). Also, the extent to
whi ch the description needs to be adapted will need to

be deci ded once the final wording of the clains has
been est abl i shed.

Or der

For these reasons it is decided that:

1. The deci sion under appeal it is set aside.
2. The case is remtted to the departnent of first

i nstance for further prosecution.

The Regi strar: The Chai r man:

1378.D Y A
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D. Spigarelli R K  Shukl a
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