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Summary of Facts and Submn ssions

2103.D

An opposition, based upon Articles 100(a) and (c) EPC,
was filed on 18 Septenber 1997 agai nst the European
patent No. 480 882 which is based on the European
patent application No. 91 830 380.1 filed on

18 Septenber 1991 and claimng the Italian priority of
10 October 1990. By the decision of the opposition

di vi si on di spatched on 12 May 1999, the opposition was
rej ected.

In the course of the opposition proceedings, the
appel | ant (opponent) had submtted evidence relating to
an al l eged public prior use concerning a machine call ed
"CMC Ritm ca vierzijdig papierbandeermachi ne" (CMC
Ritm ca four side paper wap machi ne) and had argued
that this public prior use prejudiced the novelty of
the subject-matter of Caim1l of the patent as granted.

During the opposition proceedi ngs, the appellant had

al so argued that the subject-matter of aim1l of the
granted patent contained sone features extendi ng beyond
the content of the application as originally filed
(Article 100(c) EPC) and did not involve any inventive
step having regard to docunent IT-A-1 196 631 (D4)

whi ch was consi dered as disclosing the closest prior
art.

In the appeal ed decision, the opposition division
consi dered that the evidence concerning the all eged
public prior use referred to in section Il above (1
par agr aph) did not unanbi guously prove it, that the
obj ections under Article 100(c) EPC could not lead to
the revocation of the patent and that the subject-
matter of Claim1l involved an inventive step.
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On the subject of inventive step, the opposition
division did not agree with the view of the appell ant
that docunent D4 was the closest prior art but saw
docunent GB- A-222 108 (DO), which is cited in the
description of the patent, as the closest prior art.

In the decision, the opposition division also
consi dered that the patent in suit was not entitled to
the priority date of 10 Cctober 1990.

| V. On 7 July 1999 the appellant filed an appeal agai nst
this decision and sinultaneously paid the appeal fee.
The statenment setting out the grounds of appeal was
recei ved on 10 Septenber 1999.

V. Wth the statenment setting out the grounds of appeal,
the appellant stated that the argunentation of |ack of
novelty based on the alleged public prior use referred
to in section Il above (1% paragraph) was no | onger
mai nt ai ned.

Wth the statenent setting out the grounds of appeal,
the appell ant al so rai sed objections under
Article 100(b) EPC and referred to this article as a

new ground for opposition.

VI . Wth the letter dated 13 April 2001 the appellant filed
the foll ow ng new evi dence:

D15: EP- A-526 944;

D16: US-A-4 520 615;

D17: Affidavit of M Brockdorff with the encl osures

2103.D Y A
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Dl7a:

D17b:

Dl7c:

D18:

D19:

D20:

D21:

D22:

D23:

D24:
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Copi es of three pages of a leaflet of the firm
SI TMA SpA, "Pol ymatic",

Copi es of four pages of a leaflet of the firm
BUHRS- ZAANDAM BV, "Buhrs mailingsystens Zaandam
Pol ywr ap",

GB- A-2 252 540 (published 12 August 1992);

Affidavit of M P. Antonissen, dated 9 April 2001,

Affidavit of M T. Eden, dated 24 March 2001 with
Encl osure |;

GB-A-2 028 757;

Copy of the "QOperator's Manual Polywap Station",
Series 37110 up 37170 (Buhrs-Zaandam B. V.), 3/91,
41 pages;

Copi es of the mnutes of the hearing ("Proces-
verbaal ") of the witnesses M O Bruinsm and

M W C Oten before the district Court in The
Hague (ei ght pages) and translation thereof (D22a)
as well as "Affidavits" dated 31 Cctober 1996 of
M O Bruinsma and M T. Bruinsma and a letter
dated 6 Novenber 1996 of M W Oten;

Newsl| etter "APO Fl ash", 08.'91, offered and
publ i shed by APO Web support center, Zaandam (46

pages) ;

News| etter "APO Fl ash", 09.'91, offered and
publ i shed by APO Wb support center, Zaandam (35

pages) ;
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D25: Video showing the mail cover produced by the
machi ne cal |l ed "Envel oper” of the firm Buhrs-
Zaandam

On the basis of docunents D17 to D25 the appel |l ant
all eged two further public prior uses.

Oral proceedings were held on 15 May 2001.

M Dall'dio, professional representative, was present
on behalf of the proprietor of the patent (hereinafter
respondent). He was acconpani ed by M Querze. At the
begi nning of the oral proceedings M Dall'dio
requested that M Querze be allowed to nake ora

subm ssions on specific technical issues on behalf of
the respondent. This was accepted by the appellant and
t he board.

During the oral proceedings the respondent filed an
anmended i ndependent Claim1 which reads as foll ows:

“1l. A machine for wapppi ng newspaper, nagazi nes and
simlar articles, the said machine including an article
drawi ng device (1) which takes the articles one by one
froma pile, and a lateral unw nding device providing

t he paper wapping material fromrolls (8) and setting
it under the articles, the nmachine including the

conbi nati on of:

a small notorised presser belt (4) which keeps the
articles at the right distance one fromthe other;

a hot nelt glue spraying device (5) that applies a
strip of glue between one article and the follow ng

one;
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a further glue spraying device (7) that applies glue
| engt hwi se over the edges of the w appi ng sheet of
paper fol ded towards the centre over the article;

two fol ding blades that gradually close the edges of
the w appi ng sheet over each other;

a pressing pad (9) and a pair of transverse rollers
(15, 16), each provided with a protrusi on extending
al ong the whole | ength of the respective transverse
roller, the rollers being respectively | ocated above
and underneath the w appi ng sheet of paper such that
the protrusions cooperate to press the glued strip of
the w appi ng sheet of paper between each pair of
articles;

a cutting neans (17, 18) which cuts the sheet of paper
crosswi se between each article and the foll ow ng one;

an adequate press consisting of a noving apart belt
(12), situated above the wapped articles, that noves
apart each wapped article fromthe foll ow ng one."

Wth regard to the ground for opposition according to
Article 100(c) EPC, the appellant argued that the
subject-matter of Claim1 extended beyond the content
of the application as filed.

Wth regard to the ground for opposition according to
Article 100(a) EPC, the appellant argued that the
subject-matter of Caim1 did not involve an inventive
step. In these respects, the appellant referred to
docunment D4, which was considered as the closest prior
art, to docunent D16 as well as to the follow ng
docunent s:
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D7:

D10:

D11:

D12:
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Agreenent between the Kingdom of the Netherl ands
and the Dutch Associ ati on Packagi ng and

Envi ronnment (" Stichting Verpakking en M1ieu")
"Convenant Ver pakki ngen";

Transl ation of the rel evant passages of docunent
D6;

Copy of the Information sheet "M kroprozessor
St euerung I K11" of the firm Robatech BV (two

pages) ;

Article "Klebstoff-Auftragsanl agen fiur das Jahr
2000", in "Neue Verpackung", 4/83, pages 400 and
403;

I nformati on sheet 12/88 "H200 series Mdul ar Hot
Melt @uns" of the firm Nordson Corporation;

Leaf | et 306-18-687 "Series 6000 Applicators" of
the firm Nordson Corporation, issued 5/90;

Leaf | et 306-18-869 "Series 3500 Applicators" of
the firm Nordson Corporation, issued 8/89;

Leaf | et 306- 18-858 "Nordson Systeem 3000" of the
firm Nordson Corporation, issued 1/90.

The appel | ant requested that the decision under appea

be set aside and that the patent be revoked.

The respondent requested that the decision under appea

be set aside and the patent be granted in the follow ng

ver si on;:
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- Caine 1 to 5 as filed during the ora
pr oceedi ngs;

- Description, colums 1 to 4, as filed during the
oral proceedings;

- Figures 1 to 4, as granted.

Reasons for the Decision

1

2103.D

The appeal is adm ssible.

Procedural matter

According to the decision G 4/95, QJ EPO 1996, 412 (see
Order), a person acconpanyi ng the professiona
representative of a party nay be allowed to nake ora
subm ssions only with the perm ssion of and under the
di scretion of the board, provided that the professiona
representative requests perm ssion for such ora

subm ssions to be made. It is also stated in this

deci sion that "a request which is made shortly before
or at the oral proceedings should in absence of
exceptional circunstances be refused, unless each
opposing party agrees to the making of the ora
subm ssi ons requested” (see Order 3.b.iii); enphasis
added) .

In the present case, M Dall'dio, professiona
representative, requested at the beginning of the ora
proceedi ngs that M Querze, who is not a professiona
representative, be allowed to nake oral subm ssions on
behal f of the respondent (see section VII above).
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The appel |l ant agreed to the making of these ora
subm ssi ons.

Since the board was satisfied that the oral subm ssions
by M Querze were made under the continuing
responsibility and control of the professiona

representative (see G 4/95, Order 3.b.iv), the request
of the respondent was accept ed.

The cl ai ned subject-nmatter

Caimlis directed to

(A) a machine for paper w appi ng newspapers, nmagazi nes
and simlar articles, the machine having the

follow ng features:

(B) the machine includes an article drawi ng device

(1),

(Bl) the article drawi ng device (1) takes the articles
one by one froma pile,

(C the machine includes a |ateral unw ndi ng device,

(Cl) the lateral unw nding device provides the paper
wrapping material fromrolls (8),

(C2) the unw nding device sets the paper w apping
material under the articles,

(E) the machine includes a snmall notorised presser
belt (4),

(El1) the small notorised presser belt (4) keeps the
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articles at the right distance one fromthe other,

the machi ne includes a hot nelt glue spraying
devi ce (5),

the hot nelt glue spraying device (5) applies a
strip of glue between one article and the
fol |l ow ng one,

the machi ne includes a further glue spraying
device (7),

the further glue spraying device (7) applies glue
| engt hwi se over the edges of the w appi ng sheet of
paper fol ded towards the centre over the article,

t he machi ne includes two folding blades,

the folding blades gradually close the edges of
t he wrappi ng sheet over each ot her,

the machi ne includes a pressing pad (9),

the machine includes a pair of transverse rollers
(15, 16),

each transverse roller is provided with a
protrusi on extendi ng al ong the whole I ength of the
respective transverse roller,

the rollers are respectively | ocated above and
underneath the w appi ng sheet of paper such that
the protrusions cooperate to press the glued strip
of the wrappi ng sheet of paper between each pair
of articles,
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(L) the machine includes a cutting neans (17, 18),

(L1) the cutting neans (17, 18) cuts the sheet of paper
cross-w se between each article and the foll ow ng
one,

(M the machine includes an adequate press consisting
of a noving apart belt (12) situated above the
wr apped article,

(ML) the noving apart belt noves apart each w apped
article fromthe foll ow ng one.

Caim1l refers to the function of the transverse
rollers 15 and 16 (see feature K2) but does not
explicitly indicate the function of the pressing pad 9
(see feature J). However, it is clear fromthe
description (see colum 3, lines 40 to 47) that the
transverse pad 9 and the rollers 15 and 16 apply
pressure to the previously glued | ayers of papers so
that they stick together and formseals. It is clear
that the rollers 15 and 16 contribute to formthe
transverse seals (due to the presence of strips of glue
whi ch are put cross-wi se onto the paper) and that the
pressing pad 9 contributes to formthe |ongitudina
seal (due to the presence of glue applied | engthw se
over the edges of the wapping sheet of paper fol ded
towards the centre over the article).

Features L and L1 refer to a cutting neans. It has to
be understood that this cutting neans is distinguished
fromand is arranged downstream of the neans to form
the transverse seals, i.e. it is distinguished fromthe
hot nelt glue spraying device 5 and the rollers 15 and
16 (see Figures 1 to 3 of the patent as granted).
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Article 100(b) EPC

During the witten phase of the appeal proceedings the
appel | ant had rai sed objections under Article 100(b)
EPC. However, the opposition ground according to
Article 100(b) EPC was neither invoked by the appell ant
in the notice of opposition nor considered by the
opposition division in the course of the previous
proceedi ngs. According to the opinion G 10/91, QJ EPO
1993, 420 (see section 3), fresh grounds for opposition
may be considered by the board of appeal during the
appeal proceedings only with the agreenent of the
proprietor of the patent. Since the respondent during
the oral proceedi ngs expressed its disagreenent with
respect to the objections under Article 100(b) EPC, the
board wi Il not consider them

Articles 123 and 100(c) EPC

The present Caiml differs fromCaim1 of the patent
as granted in that

(1) t he expression "lateral unw nding device"
(enphasi s added) has replaced the expression
"unwi ndi ng devi ce";

(i) the expression "small notorised presser belt”
(enphasi s added) has replaced the expression
"notorised presser belt”;

(i1ii1) features K, Kl and K2 have replaced the feature
that the machine includes "a transverse strip

presser roller nmeans (15, 16)";

(iv) feature Mhas replaced the feature that the
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machi ne i ncludes "a noving apart belt";

(v) feature F1 has replaced the feature that "the hot
melt gl ue spraying device (5) applies a strip of
gl ue cross-w se onto the paper between one
article and the foll ow ng one" (enphasis added).

According to the respondent - as clearly expressed
during the oral proceedings - CQaiml as granted was
anended in order to neet at |east the requirenents of
Article 100(c) EPC

Havi ng regard to nature of the above anendnents, the
present Claim1l contains - apart fromthe anendnent
according to itemv) - all the features specified in
Claim1l of the patent as granted.

The anendnent according to itemv) results in the

del etion of the term"cross-w se onto the paper”
However, it is clear fromthe content of Claim1l that
the strip of glue is applied transversely onto the
paper, because the strip of glue applied between one
article and the foll owi ng one by the hot-nelt glue
sprayi ng device (as defined by feature F1) is pressed
in order to forma transverse seal due to the
cooperation of the protrusions of the transverse

roll ers which extend al ong the whole | ength of the
respective roller, i.e. transversely (as defined by
features K, Kl and K2).

Therefore, the above anendnents do not extend the scope
of the claimw th respect to the patent as granted and
do not contravene the requirenents of Article 123(3)
EPC.
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The anmendnents according to itens i) to iv) above can
be unanbi guously derived fromthe application as filed,
namel y:

fromdainms 1 and 2 and fromthe description, page 2,
2"d paragraph (itenms i) and ii));

fromFigure 3 (itemiii))

fromCaim3 (in particular page 9, lines 1 to 3), from
the description, page 6, lines 2 to 4 and fromFigure 1
(itemiv).

Ther ef ore, these anmendnents do not contravene the
requi renments of Article 123(2) EPC

It has to be noted that these anendnents represent a
reaction of the respondent to objections under

Article 100(c) EPC raised by the appellant and by the
board during the appeal proceedings. Thus, they are
clearly intended to renove deficiencies in respect of
the requirenents of Article 100(c) EPC. Therefore,

t hese anmendnents are appropriate and necessary in the
sense of the decision G 4/93 (QJ EPO 1994, 875).

Mor eover, these anendnents are to be all owed according
to the decision G 1/99 of 2 April 2001 (QJ EPO 2001
381) because they do not put the appellant in a worse
situation with respect to the appeal ed decision in so
far as they introduce features which do not broaden the
scope of the patent as naintai ned (see G 1/99,

section 14).

On the subject of the objection under Article 100(c)
EPC the foll owi ng has to be noted.
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Wth respect to the expression "small notorised presser
belt (4)" (see features E and El; enphasis added), the
appel | ant argued as foll ows:

The clains (see Caim2) and the description (page 5,
3" paragraph, 1%t sentence) of the application as filed
do not nmention this expression but the expression
"smal | notorised press (4)". The term"notorised press”
enbraces not only a "notorised presser belt" (as
defined in the present Caim1) which is continuously
driven in phase but also a "notorised pressing pad”
which is alternatively driven such that it follows an
article on its travel and junps back towards the next
article. Thus, the skilled person when confronted with
the term"notorised press” would not unanbi guously
interpret this termas defining a "notorised presser
bel t".

The board cannot accept this argunent for the follow ng
reasons:

The skilled person who knows that a "notorised press”
covers not only a "notorised presser belt"” but also an
"alternatively driven pressing pad" would interpret
this termon the basis of the drawings. In the present
case, Figures 1 and 2 of the application as filed
clearly show a belt and give no basis for an
"alternatively driven pressing pad".

Caiml of the application as filed specifies the
features that the machi ne conprises "an openi ng devi ce
(2), which opens the first page of each nmmgazi ne" and
"one or nore feeders (3), which may introduce an insert
i nsi de the opened nmgazi ne", these features being no

| onger specified in the present Caiml.
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In these respects the appellant argued as fol |l ows:

The respondent when filing the original application has
chosen to present the "opening device" and the
"feeders" as essential features. Therefore, Caim1l
contravenes the requirenents of Article 100(c) EPC
because it does not specify essential features. In

ot her words, the application as filed does not disclose
a machi ne whi ch provided neither with an openi ng device
nor with one or nore feeders.

The board cannot accept this argunent for the foll ow ng
reasons:

(a) In the application as filed, the features
concerning the "opening device" and the "feeders”
wer e not explained as essential. The fact that
the description on page 2 contains a paragraph
beginning with the terns "First of all ..." and
referring to a "device which opens the first page
of each magazine" and to "one or nore feeders

[which] may introduce an insert..." does not nean
that these features are presented as essenti al.
Moreover, the problemto be solved as defined in
the application as filed relates to the use of
paper as wapping nmaterial and particularly to
the way of glueing the edges of the wapping
material. Neither the opening device nor the
feeders are indispensable for the solution of
this problem Furthernore, the renoval of these
features does not require nodification of other
features to conpensate for the change. Therefore,
t hese features have to considered as non-
essential features (see in this respect the

decision T 331/87, QJ EPO 1991, 22, section 6).
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(b) According to the description of the application
as filed "Fig. 1 shows a front view of the
machi ne" while "Fig. 2 shows a view of the
machi ne fromthe top" (see page 4), these Figures
relating to a first enbodi nent of the invention.
It has to be noted that the opening device 2 and
the feeders 3 are represented only in Figure 1.
Moreover, in the application as filed only
Caiml refers to these features while Cains 2
to 4, which also relate to the first enbodi nent,
nei ther include the features of Claim1 nor
contain a reference to Claim1l1. Thus, each of
these clains can be considered as an i ndependent
claim Therefore, the skilled person reading the
application would immedi ately realize that a
machi ne | acking the features concerning the
"openi ng device" and the "feeders"” is inplicitly
di scl osed.

5.3 Havi ng regard to the above comments, the board is
satisfied that the subject-matter of Claim1l does not
extend beyond the content of the application as filed
(Article 100(c) EPC.

6. Novel ty

The subject-matter of Caim1l is novel. Novelty was not
di sput ed.

7. The cl osest prior art and the problemto be sol ved
7.1 The parties consider docunent |IT-A-1 196 631 (D4) as
the closest prior art. This docunent is referred to in

the description of the patent of the patent and in that
of the application as filed.

2103.D Y A
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Thi s docunent D4 discl oses a nmachi ne for packagi ng
books, nmagazines and simlar articles in a plastic
film the machi ne having the foll ow ng features:

- the machi ne includes an article drawi ng device 1,

- the article drawing device 1 takes the articles
one by one froma pile,

- t he machi ne i ncludes an unw ndi ng devi ce,

- t he unwi ndi ng devi ce provi des the paper w apping
material fromrolls,

- mat eri al under the articles,

- the machi ne includes a neans for providing
transverse seal s,

- the means for providing transverse seals
conprises a transverse wel der 17,

- the transverse welder 17 perforns a seal cross-
wi se onto the plastic filmbetween one article
and the foll ow ng one,

- the machi ne includes a neans for providing a
| ongi t udi nal seal

- the nmeans for providing a |ongitudinal sea
conprises a further welder 13,

- the further wel der 13 perforns a seal |engthw se
over the edges of the wapping plastic film
fol ded towards the centre over the article,
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- the machi ne includes a pressing belt 16,

- the transverse wel der 17 being al so suitable for
cutting the plastic filmcross-w se between each
article and the foll ow ng one,

- the machi ne includes a noving apart belt 18,

- the noving apart belt noves apart each w apped
article fromthe foll ow ng one.

Moreover, it can be understood fromthe draw ng of
docunent D4 that the machine includes a notorised
presser belt |ocated at the begi nning of the w apping
part of the nmachine and keeping the articles at the
right distance one fromthe other.

Furthernore, it can be assuned that this machi ne
i ncl udes two fol ding blades which gradually cl ose the

edges of the wapping plastic filmover each ot her.

7.2 The subject-matter of Caim1 substantially differs
therefromin that

(A') the machine is suitable for paper wapping the
articles,

(C) the unwinding device is a |lateral one,
(F) the machi ne includes (i.e. the neans for
provi ding the transverse seals conprises) a hot

nelt gl ue spraying device (5),

(F1) the hot nelt glue spraying device (5) applies a

2103.D Y A
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strip of glue between one article and the

foll ow ng one,

the machi ne includes (i.e. the neans for
provi di ng the | ongitudinal seal conprises) a

further glue spraying device (7),

the further glue spraying device (7) applies glue
| engt hwi se over the edges of the w appi ng sheet
of papers folded towards the centre over the

article,

the machine includes a pair of transverse rollers
(15, 16),

each transverse roller is provided with a
protrusi on extendi ng al ong the whole | ength of

the respective transverse roller,

the rollers are respectively |ocated above and
underneat h the w appi ng sheet of paper such that
the protrusions cooperate to press the glued
strip of the wappi ng sheet of paper between each
pair of articles,

the machi ne includes a cutting neans (ie a
cutting neans which is distinguished fromthe
means providing the transverse seal s).

The machi ne according to docunent D4 uses a plastic

film nanely a PVC film (see page 7, 2" paragraph), as

wrapping material. The use of plastic materials, such

as PVC, is a disadvantage of the known machi ne since

these materials, not being biodegradable, are
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consi dered to be dangerous pol |l utants.

Thus, the technical problemto be solved consists in
elimnating this disadvantage.

The board is satisfied that the conbination of the
features specified in aim1l solves this problem

In particular, it has to be noted that feature A
results in avoiding the use of a wapping nateri al

whi ch is not biodegradable and that features G and Gl -
in co-operation with feature J - result in the
arrangenment of a nmeans for providing a | ongitudinal
seal which is adapted to paper, while features F, F1,
K, KI and K2 result in the arrangenent of a neans for
provi ding transverse seals which is adapted to paper.

On the subject of features K, Kl and K2 the respondent
stated that the use of two rollers cooperating with
each other is inportant because it allows the paper
webs to be acconpanied for the period of tine necessary
for ensuring that the two | ayers of paper stick

t oget her.

I nventive step

On the subject of inventive step, the appellant
essentially argued as foll ows:

Before the priority date of the patent in suit there
was an interest in developing a different package, ie.
a package reduci ng the packagi ng waste to be dunped and
delivered to the ecosystem This can be derived not
only from docunent D6a (page 2, 8 2.1, Article 3) but
also froma statenent nade by the respondent in the
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| etter dated 27 March 2000, according to which the
manuf acturers of w appi ng machi nes "were i ndeed
confronted with the problem of packing articles in
paper rather that [sic] in PVC' (see page 8, lines 21
and 22).

The differences between the clained subject-matter and
t he machi ne according to docunent D4 essentially
concern the application of glue. It would be obvious
for the skilled person to replace the heat wel ders of
t he machi ne according to docunent D4 with a glue
appl yi ng device when a PVC filmis replaced by a paper
band. This was al so stated by the respondent itself in
the letter dated 20 April 1998 (see page 8: "Cbviously,
if a PVC band is replaced by a paper band, the heat

wel ders nust be replaced with glue applicators ...").
Mor eover, glue applicators are well known from
docunents D7 to Di12.

Wth respect to features K, Kl, K2 and L, the skilled
person would turn to docunent D16. This docunent, which
relates to an "apparatus for maki ng a packagi ng tube
froma web of paper or filmt (see daim1l), refers to a
two-stage cutter and sealer (see colum 3, lines 11 to
17) and shows in Figure 1 a sealing roll |ocated above
the paper web or filmand a cutter provided with a
cutting elenent, the sealing roll being provided with a
pr ot r usi on.

Feature C only defines the arrangenent of the rolls
with respect to the longitudinal axis of the nmachine.
This feature has no influence on the package and

therefore has to be negl ected.

Therefore, starting froma nachi ne according to

2103.D Y A
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docunment D4, the skilled person would arrive at the

cl ai med subject-matter w thout exercising any inventive

skill.

The board cannot accept this argunent of the appell ant

for the foll ow ng reasons:

(i)

(i)

Docunent D6a is the translation of an Agreenent
bet ween the Ki ngdom of the Netherlands and the
Dut ch Associ ati on Packagi ng and Environnent which
only expresses the general aimof reducing waste
stream of packaging in order to reduce the inpact
on the environment. This docunent does not

i ndi cate the use of paper as wapping nmaterial .

The assertion of the respondent in its letter
dated 27 March 2000 has to be read in the context
of the argunents devel oped on page 8, lines 13 to
16 of this letter, according to which daim1lis
not related to the idea of packaging articles
with paper rather than with PVC but to a machine
usi ng a continuous paper web for packagi ng the
articles.

In this respect, it has to be noted that the
skill ed person starting froma machi ne according
to docunment D4 and confronted with the genera
probl em of reduci ng packagi ng waste - in order to
arrive at the subject-matter of daim1l - has
firstly to arrive at the idea of using paper

i nstead of plastics, then he has to realize that
a continuous web of paper can be used in a
packagi ng machi ne whi ch was concei ved for using a
plastic filmand finally he has to nodify the
machi ne so as to adapt it to the use of a paper
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web.

Even if it were to be assuned that the ideas of
repl aci ng plastics by paper and of using a

conti nuous paper web are obvious, it should be
considered that a plurality of further steps are
necessary to arrive at a machine adapted to
process a paper web as defined in Caiml.

Firstly, the skilled person has to arrive at the
I dea of using glue applicators and particularly
of using hot-nelt glue applicators for the
transverse seals. This choice is not the sole
possibility the skilled person has in order to
cl ose the transverse edges of the package.
Indeed, it is possible to close the transverse
edges of the package either by punching, as

poi nted out by the respondent during the ora
proceedi ngs, or by using a web of paper having
adhesi ve stri ps.

The description of docunent D16 refers to a
"transverse sealer and cutter indicated

di agrammatically at 60" (see colum 3, lines 11
to 15) in Figure 1. Figure 1, which is defined as
"a diagrammati c side el evation of the tube-

form ng nmachi ne" shows - on the |eft-hand side of
the reference sign 60 - a first circle provided
with a rectangul ar extension having its | ower
side in contact wwth the upper paper web and a
second circle provided with a rectilinear
extension intersecting the paper web. Thus, it
can be understood that the first circle
represents the transverse sealer and the second
circle the cutter. Docunent D16 neither refers to
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gl ue appl ying devices nor discloses how the
transverse seal er works. In other words, docunent
D16 does not disclose the transverse sealer as a
device for applying pressure to the paper web so
as to ensure that the two |ayers of paper stick

t oget her.

If it were assuned that transverse edges of the
paper form ng the package are previously glued,
then it could be assuned that the first circle
shown in Figure 1 represents a roll provided with
a protrusion by neans of which the necessary
pressure can be exerted so as to ensure that the
previously glued edges stick together. Wth this
assunption, it has to be understood that the
protrusi on cooperates with a fixed surface

| ocat ed underneath the sheet of paper.

As was argued by the respondent during the ora
proceedi ngs, a roll cooperating with a fixed
surface to press a continuously noving paper web
coul d damage t he paper. Besides, the arrangenent
of a pair of rolls as defined by features K, K1
and K2 reduces the risk of damagi ng the paper in
so far as the paper web is acconpani ed by the two
rotating protrusions while pressure is exerted on
the glued area of the paper web.

Theref ore, docunent D16 neither suggests the use
of a pair of rolls arranged as defined by feature
K2 nor indicates the technical advantages which
are obtained by using a pair of rolls instead of
a single roll
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Thus, even if it were to be assuned that on the
basis of the information derivable from docunents
D7 to D12 it would be obvious to replace the heat
sealers with glue applicators, it still would not
be obvious to arrive at a nmachi ne having feature
K2.

The opposition division held in the decision under
appeal that the docunment DO (GB-A-222 108) cited in the
description of the patent had to be seen as the cl osest
prior art and considered that the way of wapping the
obj ects as disclosed in this docunent was so different
fromthe clained subject-matter that the ground for
opposition under Article 100(a) EPC did not prejudice

t he mai nt enance of the patent.

These findings of the opposition division were not
chal | enged by the appellant. The board sees no reasons
to disagree with these findings.

Havi ng regard to the above comments, the skilled person
woul d not arrive in an obvious way at the clained
solution on the basis of the information content of the
above nentioned docunents.

The docunents filed with the letter of 13 April 2001

Docunment D15 is an European Patent Application claimng
the date of priority of 5 August 1991. During the
witten phase of the proceedi ngs, the appell ant
referred to the finding of the opposition division that
the patent in suit was not entitled to the clained
priority of 10 October 1990 but had to be considered as
being filed on 18 Septenber 1991 and therefore based on
docunent D15 an objection of |ack of novelty under
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Article 54(3) EPC. However, this objection was no
| onger mai ntained by the appellant during the ora
pr oceedi ngs.

In any case the board does not consider this docunent
as rel evant.

The appellant referred during the oral proceedings to
docunent D16, which was nentioned in the Search Report
of the application fromwhich the patent in suit
derives, in order to indicate that the use of pressure
rolls as transverse sealers was known. Therefore, this
docunent has been considered by the board (see

section 8.1.1 above).

Docunment D20 relates to a nethod for making stuffed
envel opes froma continuous web of paper in which glue
is firstly applied transversely on the web to provide
glue strips, a stuffer is fed transversely of the paper
web between the transverse glues strips, the transverse
glue strips are closed and a longitudinal strip of glue
is applied. Thus, this docunent concerns a different
concept with respect to the clainmed subject-matter
according to which the objects are wapped by the paper
web.

In any case, this docunent does not disclose the
arrangenent of a pair of rolls as defined by feature
K2. Therefore, this docunent is not considered as being
nore rel evant than the docunents referred to in the
above sections 7 and 8.

The public prior use alleged by the appellant during
t he previous opposition proceedi ngs
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Wth the statenent setting out the grounds of appeal,
the appellant stated that the argunentation of |ack of
novelty based on the alleged public prior use referred
in the above section Il (1 paragraph) was no | onger
mai nt ai ned. Therefore, the board has no reason to
consider this alleged public prior use.

11. The public prior uses alleged by the appellant with the
letter of 13 April 2001

11.1 Wth the letter dated 13 April 2001, ie nineteen nonths
after the filing of the statenent setting out the
grounds of appeal and about one nonth before the ora
proceedi ngs, the appellant also filed docunents D17 to
D19 and D21 to D25 and on the basis of these docunents
all eged two further public prior uses.

11.2 Docunents D17 to D19 and D21 refer to a first all eged
public prior use.

In particular, docunents D17 and D18 refer to tests
conducted by M Brockdorff in order to develop a

conti nuous paper wap nmachi ne. These tests were
conducted on a nmachine SITMA C-80 of the type descri bed
in the brochure D17a as well as on a Pol yw ap- machi ne
of the firm Buhrs-Zaandam of the type described in the
brochure D17b and in the manual D21. According to the
appel l ant these nmachines were very simlar to the

devi ce disclosed in docunent D4. According to the
docunents D17 and D18, for this devel opnent

M Brockdorff filed on 30 April 1990 the patent
application GB-A-2 252 540 (docunent D17c) which was
publ i shed on 12 August 1992.

Accordi ng to docunents D17 and D19 the technol ogy

2103.D Y A
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described in the patent application D17c was discl osed
by M Brockdorff before the publication date of
docunent D17c and before the filing date of the patent
in suit.

Therefore, the content of docunent Dl17c is decisive in
order to determ ne what coul d have been di scl osed.

Thi s docunment concerns a nmachine for form ng paper
around a pre-collated sets of |oose inserts for mailing
so as to enclose them at high speed on a conti nuous
basis. Mre particularly, this docunent discloses a
machi ne for maki ng envel opes froma conti nuous web of
paper in which a pattern of hot nelt glue is on the
paper web, inserts are fed transversely of the paper
web, an envelope flap is forned and is glued by a

pl ough turn and finder wheel mechanism Thus also this
docunent - anal ogously to docunent D20 - concerns a
different concept with respect to the clai med subject-
matter according to which the objects are wapped by

t he paper web. Mreover, this docunment does not

di scl ose the arrangenent of a pair of rolls as defined
by feature K2.

Therefore, the alleged public prior use based on
docunents D17 to D19 and D21 is disregarded
(Article 114(2) EPC), since it is not relevant.

Docunents D22 to D25 relate to the second all eged
public prior use which concerns a machi ne call ed

"Envel oper". According to the appellant, the

"Envel oper”, which was suitable for processing paper as
packagi ng material, was nmade publicly available from

2 July 1991, ie before the filing date of the patent in
suit.
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The "Envel oper" is a nachi ne devel oped by the

appel lant's firm (Buhrs-Zaandam). In this respect, it
has to be noted that docunent D22 (D22a) contains the
m nutes of the hearing of the witnesses O Bruinsm and
W Oten before the Dutch Court in The Hague

on 14 February 2001 in a civil court proceedi ngs

bet ween Buhrs-Zaandam BV and another firm Two

decl arations of the witnesses are attached to the

m nutes, the declaration of M Bruinsnma being dated

31 Cctober 1996, that of M Oten being dated

6 Novenber 1996. Thus, it has to be assuned that the
appel | ant was aware of this public prior use before the
date of filing of the opposition notice (18 Septenber
1997). However, this public prior use was only all eged
wth the letter of 13 April 2001.

During the oral proceedings the appellant justified the
late filing of this prior use essentially by arguing as

fol | ows:
(1) It was preferred to rely on "external" evidence.
(i) It was not realized that this public prior use

coul d be inportant because the patent in suit
claimed a priority date preceding the date on
whi ch the "Envel oper" was nade available to the
public.

According to the board, argunent i) cannot justify a
late filing. Argunent ii) cannot be accepted because
the appellant argued already with its notice of
opposition dated 18 Septenber 1997 that the patent in
suit was not entitled to the clainmed priority date.
Therefore, the evidence concerning this alleged public
prior use as well as a request of taking of evidence by
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hearing the above nentioned w tnesses coul d have been
filed earlier, for instance either with the notice of
opposition or at least with the statenent setting out
t he grounds of appeal.

Mor eover, on the subject of docunents D23 to D25 the
follow ng has to be noted:

(1) The appellant did not refer to docunment D23 as
relating to the "Envel oper”. According to the
appel l ant this docunent "refers to the Buhrs-
Zaandam Pol yw ap machi ne and indicates that it
offers all the choices: anobngst others
fil mwappi ng and/ or paperw appi ng, conbi ned or
i ndependent" (see letter dated 13 April 2001,
page 11). Thus, this docunent is not relevant.

(i) During the oral proceedings the appellant stated
t hat neither docunent D24 nor the video D25 was
made available to the public before the priority
date of the patent in suit.

Therefore these docunents are to be di sregarded
(Article 114(2) EPC).

Havi ng regard to the insufficiency of the reasons the
appel | ant gave for the filing of the evidence relating
to this alleged public prior use at this |ate stage of
the proceedings as well as to the content of this

evi dence, the board is not persuaded that it is proper
to introduce it into the proceedings. Therefore, also
the second all eged public prior use is disregarded
(Article 114(2) EPC).

Therefore, the patent can be naintai ned on the basis of
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the respondent’'s request.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in the follow ng version
Clains 1 to 5 as filed during the oral proceedings;
Description, colums 1 to 4, as filed during the ora
pr oceedi ngs;
Figures 1 to 4, as granted.

The Regi strar: The Chai r man:

G Mgouliotis C. Andries
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