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Summary of Facts and Subm ssi ons

2588.D

The appeal lies fromthe decision of the Opposition
Division to maintain as granted the European patent
No. O 495 852 with the title "Mdified biological
material".

G anted clains 1 and 18 read as foll ows:

"1. A graftable aninmal cell or tissue of a donor
species; wherein the cell or tissue is associated with
one or nore honol ogous conpl enent restriction factors
whi ch can be used in a recipient species to prevent the
conpl ete activation of conplenent, and wherein the
donor species is a discordant species with respect to
the recipient species.”

"18. The use of an animal cell or tissue derived froma
donor species and of one or nore honol ogous conpl enent
restriction factors (HCRFs) which can be used in a

reci pient species to prevent the conplete activation of
conpl ement; wherein the donor species is a discordant
species with respect to the recipient species; in the
preparation of tissue graftable into the recipient
speci es wi thout hyperacute rejection.”

Clains 2 to 17 related to further features of the cell
or tissue of claiml1l. Cains 19 and 20 related to
further features of the use of claim18.

The Opposition Division came to the conclusion that the
argunents put forward by the Appellant (Qpponent) under
Article 100(b) EPC (lack of sufficient disclosure;
Article 83 EPC) did not conply with the requirenents of
Rul e 55(c) EPC and, thus, that the opposition was
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partially inadm ssible (ie as far as it was based on
said ground). Wth reference to the grounds under
Article 100(a) EPC, the Opposition Division decided
that the subject-matter of the granted clains was novel
and inventive.

L1, The Appel |l ant | odged an appeal agai nst the above
deci sion, paid the appeal fee and submtted a statenent
of grounds of appeal.

| V. Oral proceedings were held on 18 Septenber 2002.

V. The Appellant's argunents in witing and during oral
proceedi ngs which are relevant to the present decision
can be summari zed as foll ows:

- Wth reference to the adm ssibility of the
opposition under Article 100(b) EPC, the case |aw
of the Boards of appeal (T 212/97 of 8 June 1999
and T 65/00 of 10 October 2001) established that
there was not any basis in the EPC for the concept
of partial adm ssibility of oppositions. Hence,
the Opposition Division was wong not to have
assessed the opposition under Article 100(b) on
its nerits.

- Moreover, the finding of the Qpposition Division
that the objection under Article 83 EPC had not
been properly substantiated was not correct.
| ndeed, three technical reasons had been given.
Thus, the facts of the present case were
distinctly different fromthose dealt with in
decision T 16/87 (QJ EPO 1992, 212) where the
Opponent s expressed doubts that the invention was
sufficiently disclosed in the description part of

2588.D Y A
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the patent, yet did not put forward any technical
submi ssions relating to why what was descri bed
could not be put into practice. The herein

provi ded argunments were sufficient to satisfy the
requi rements for an adequate substantiation of a
ground of appeal as defined in decision T 222/85
(QJ EPO 1988, 128).

The case should be remtted to the first instance
for exam nation not only of sufficiency of

di scl osure but also of the other grounds under

whi ch the patent in suit had been opposed. |ndeed,
the Qpposition Division may finally decide that
there is sufficiency of disclosure in relation to
a set of clains different fromthe granted one and
this woul d | eave open the questions of novelty and
inventive step in relation to this new set of

cl ai ns.

The decision of the Opposition Division in respect
of the adm ssibility of the opposition under
Article 83 EPC anounted to a substanti al

procedural violation that nmerited rei nbursenent of
t he appeal fee.

The Respondent (Patentee) answered essentially as
fol | ows:

In earlier decision T 182/89 (QJ EPO 1991, 391),
the then conpetent Board held that a nere
statenent by the Opponents that the results
described in the patent in suit could not be
repeated was i nadequate to di scharge the burden of
proof which lay upon themand that, if this

i nsufficiency of disclosure had been the only
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ground for opposition, there wuld have been good
reasons for rejecting the notice of opposition as
i nadm ssi ble. This conclusion was directly

rel evant to the present case and, therefore, the
OQpposition Division had been right in refusing to
consider Article 83 EPC as a ground for the
appeal .

- It was clear to all that the Opposition Division
had sinply expressed itself in an awkward nmanner
when qual i fying the opposition under
Article 100(b) EPC as inadm ssible. Wat they
real ly nmeant was that the reasons given for |ack
of sufficient disclosure were not adequately
substantiated. It was a fact that the Appellant
had only provided nere hints on a nunber of
possi bl e attacks agai nst sufficiency of disclosure
and that the case on insufficiency had not been
made out in such a way that the Patentee could be
in a position to respond.

- In decision T 16/ 87 (see supra), the necessity for
t he OQpponent of furnishing the results of tests
showi ng that the invention could not be reproduced
was enphasi zed. Decision T 222/85 (supra) set as a
condition for an adequate substantiation that the
contents of the notice of opposition be sufficient
for the Opponent's case to be properly understood
on an objective basis, this latter criteria
inmplying that it should be understandabl e not only
for the Patentee but also for the Opposition
Division and for the public. In case T 204/ 91 (of
22 June 1992), it was found that "the patentee and
t he OQpposition Division had to be put in a

2588.D Y A
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position of understanding clearly the nature of
the objection submtted as well as the evidence
and argunents in its support”. As none of these
conditions were fulfilled here, it nust be
concl uded that the Opposition Division made the
correct decision on adm ssibility.

- If the Board did not agree to this, the case had
to be remtted to the first instance for a further
exam nation of sufficiency of disclosure. Oher
grounds of opposition could not be considered as
t hey had al ready been deci ded upon. Even if
sufficiency of disclosure was accepted in relation
to another set of clainms than the granted one, the
scope of these new clains could not be wi der than
that of the granted clainms and, therefore, the
deci sion already reached that the requirenents of
Articles 54 and 56 EPC were fulfilled had to

apply.

- The Opposition Division had commtted no
substantial procedural violation but sinply nmade
an error of judgnment in considering that the
argunents given by the Appell ants agai nst
sufficiency of disclosure were insufficient.

The Appel l ant requested that the decision under appeal
be set aside and that the European patent be revoked.

In the alternative, that the case be remtted to the
first instance for the exam nation of the ground of
opposition under Article 83 EPC and that in case of any
change of clains the exam nation of the patentability
requi renents be conti nued.
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The rei nbursenent of the appeal fee was al so requested.

The Respondent requested that the appeal be dism ssed
and that the patent be naintained.

In the alternative, it was requested to remt the case
to the first instance for exam nation only under
Article 83 EPC and that the request for the

rei nbursenent of the appeal fee be rejected.

Reasons for the Decision

Rule 56 EPC, admissibility of the opposition

2588.D

In its decision of 27 April 1999, the Qpposition

D vision found that the Appellant's argunentation with
regard to lack of sufficient disclosure did not conply
with the requirenents of Rule 55(c) EPC because he had
only expressed doubts that the invention could not be
carried out, without providing the results of tests in
this respect (point 4 of the decision). The Opposition
Di vi sion concluded therefromthat the opposition was
partly inadm ssible ie that it was inadm ssible insofar
as the ground of appeal under Article 100(b) EPC was
concer ned.

I n the European Patent Convention, the adm ssibility of
an opposition is governed by Rule 56 EPC, "Rejection of
the notice of opposition as inadm ssible”, which rule
states in paragraph (1):

"(1) If the Opposition Division notes that the notice
of opposition does not conply with the provisions of
Article 99, paragraph 1, Rule 1, paragraph 1, and
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Rul e 55, sub-paragraph (c), or does not provide
sufficient identification of the patent against which
opposition has been filed, it shall reject the notice
of opposition as inadm ssible unless these deficiencies
have been renedi ed before expiry of the opposition
period.".

It is clear fromthe heading of Rule 56 EPC as wel | as
fromits wording that the concept of "inadm ssibility"
is only applicable to the notice of opposition as a
whol e. And, indeed, this is confirmed by the case | aw
in decision T 212/97 (supra, point 3.1 of the
decision), it is stated that an opposition nust
fulfill, anongst other requirenents, those of

Rule 55(c) EPC in that it nust contain a statenent of
the extent to which the European patent is opposed and
of the grounds on which the opposition is based as well
as an indication of the facts, evidence and argunents;
the fulfilment of this latter requirenent in respect of
one of the grounds of opposition being enough to render
adm ssi bl e the opposition as a whole. In decision

T 65/00 (supra), it is once nore enphasi zed that
"nowhere in the EPC is there any basis for the concept
of partial adm ssibility of oppositions.™

In the present case, it was never argued that the
grounds for opposition under Article 100(a) EPC were
not adequately substantiated and it is also the Board's
opinion that they were. It is, therefore, concluded
that the opposition as a whole is adm ssible.

It is clear fromthe Mnutes of the oral proceedings
before the Qpposition Division (points 4.1 to 4.3) that
the adm ssibility of the opposition under Rule 55(c)
EPC was the only matter which was di scussed at the oral
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proceedings in relation to Article 100(b) EPC and t hat
t he Opponents were given no opportunity to devel op the
argunents with respect of Article 83 EPC which they had
presented in witing (points 9.1 to 9.3 of the notice
of opposition). For this reason, it nust be concl uded
that the Opposition Division did not decide the issue
of sufficiency of disclosure on its nerits. Therefore,

t he case nust be sent back to the first instance for
this assessment to be carried out.

Remttal to the first instance

2588.D

Sufficiency of disclosure is a prelimnary essenti al
step in the assessnent of patentability insofar as it
woul d be purposel ess to assess the novelty and
inventive step of a clainmed subject-matter which could
not be reproduced on the basis of the information given
in the patent specification. Consequently, the issues
of novelty and inventive step of a clainmed subject-
matter should only be assessed once this subject-matter
has been found reproduci bl e.

In the present case, the subject-matter in relation to
whi ch sufficiency of disclosure is achieved wll be
deci ded by the Opposition Division upon return of the
case to the first instance (see point 3, supra). From

t heir decision depends the very existence of a
potentially patentable set of clainms. It is the novelty
and inventive step of this set of clainms which need to
be investigated in order to reach any concl usion on
patentability.

In this respect, the Respondents argued that the
OQpposition Division had no right to reconsider the
novelty and inventive step of the clained subject-
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matter as it has already reached a decision in this
respect. They al so argued that the subject-matter of
any subsequent set of clainms in relation to which
sufficiency of disclosure is accepted woul d necessarily
have the sane or a narrower scope than that of the
granted set of clainms and, that, therefore, the

deci sion already reached on novelty and inventive step
woul d still apply.

Thi s position cannot be shared for the reasons already
gi ven under points 4 and 5 above. Indeed since no
assessnment on sufficiency of disclosure was nmade, a new
assessnment of the Qpposition Division on novelty and

i nventive step cannot be excl uded.

Substantial procedural violation

10.

2588.D

According to decision J 6/79 (Q EPO 1980, 225), the
expression "substantial violation" is to be understood
as nmeaning that the Rules of Procedure have not been
applied in the manner prescribed by the EPC. The
further case |law (see for exanple, J 21/98, QJ EPO
2000, 406 and T 682/91 of 22 Septenber 1992) points out
that a procedural violation could not be considered
substantial if it did not play a decisive part in the
decision or if it did not adversely affect anyone.

In the present case, the decision by the Opposition
Division that the opposition was partly inadm ssible
means that Rule 56 EPC was not correctly applied. It
had as a consequence that the Appellant was adversely
affected since no discussion was all owed on sufficiency
of disclosure. Mreover, the overall procedure was
significantly | engthened as the Board of Appeal could
not decide on all issues which nmay otherw se have been
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pending in front of it. For these reasons, the Board

concl udes that a substantial procedural violation did
occur which, in accordance to Rule 67 EPC, justifies

t he rei mbursenent of the appeal fee.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside;

2. The case is remtted to the first instance with the
order to consider all grounds of opposition originally

subm tted;
3. The request for reinbursement of the appeal fee is
gr ant ed.
The Regi strar: The Chai rwonman:
P. Crenona F. Davi son- Brunel
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