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Summary of Facts and Subm ssi ons
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This is an appeal against the decision of the Exam ning
Division to refuse application No. 94 200 004.3 on the
ground that claiml did not conply with Article 84 EPC
because it did not contain all the technical features
essential to the invention and was not supported by the
descri ption.

In the statenent of grounds of appeal the appell ant
argued that claiml1l nmet the requirenents of Article 84
and Rules 29(1) and (3) EPC. In particular, the wording
of claiml1l was said to be supported by the description.
On the Examning Division's interpretation of the
invention it would be necessary to restrict the nunber
of conversion units to the specific nunber of four
shown in the preferred enbodi nent, an unreasonabl e
limtation. The appellant also drew attention to the
Exam ning Division's approach in assessing support for
claim1l, nanely a notional claimbased on the "problem
sol uti on approach" agai nst which the actual claim1l was
conpar ed.

In a communi cati on on behalf of the Board the
rapporteur took the viewthat it was nore profitable to
consider claiml1l in the light of the commbn genera
know edge in the art than to enter into a debate on
support or "essential features"; extracts fromtwo
books were cited as representive of the comon genera
know edge:

D5: Bellany: "Digital Tel ephony", WIley, New York
1982, pages 21, 22, 221, 222
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D6: Noll: "Introduction to Tel ephones & Tel ephone
Systens", Artech House, Boston, 1991, pages 124 to
127

It was not clear to the rapporteur that what was
clai med involved an inventive step having regard to the
conmon general know edge.

Oral proceedings were held on the 27 Septenber 1999, in
the absence of the appellant. Prior to these
proceedi ngs the appellant indicated in a submn ssion
received by fax that he would not be attending the
proceedi ngs. He al so questioned the absence in the
rapporteur's conmuni cati on of any di scussion of
Article 84 EPC, the basis for the Exam ning Division's
rejection of the application, and the introduction of
two docunents not previously cited in the prosecution
of the application. It was argued that the subject-
matter of claim1l involved an inventive step since the
under | ying problem on which the application was based
was not known in the prior art.

The appellant's main request as set out in the
statenent of grounds of appeal is that the Exam ni ng
Di vision's decision be set aside and that "processing
of the application is continued", which the Board
under stands as a request that the application be
remtted to the Examning Division for examnation to
conti nue, on the basis of the foll ow ng docunents:

d ai ns: 1 to 12 as received on 17 Novenber 1998

Descri ption: pages 2 to 6 as originally filed,

pages 1 and la as received on



VI .

2420.D

- 3 - T 0651/ 99

17 Novenber 1998

Dr awi ngs: Sheet 1 as originally filed.

| ndependent claim1 of the main request reads as
fol | ows:

"A tel ephone network conprising a nunber of tel ephone
sets (1) connected to an exchange, a first kind of

i nformati on between the tel ephone sets and the exchange
bei ng sent in such a shape that therefor a conversion
unit is required and the tel ephone sets (1) being

coll ected in groups, characterized by

- a nunber of conversion units (19) arranged for
each group, the nunber being greater than one,

- a first swtch unit (21) connected between the
nunber of conversion units arranged for a group
and the exchange and a second switch unit (15)
connected between the nunber of conversion units
for the group and the tel ephone sets of the group,
and

- control neans (17) controlling the first and
second switch units and assigning to information
of the first kind, which is to be forwarded, a
signal path between a tel ephone set of the group
and t he exchange through a conversion unit
i ncluded in the nunber of conversion units, which
conversion unit is not already occupied."

Claim7 is a further independent claimdirected to a
t el ephone exchange arranged to have tel ephone sets
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connected to it and having substantially the sane
features as claim1.

VII. In accordance with a first auxiliary request the clains
of the main request are replaced by clains 1 to 10 as
received on 10 May 1999. Caim1l of this request reads
as foll ows:

"A tel ephone network conprising a nunber of tel ephone
sets (1) connected to an exchange, a first kind of

i nformati on between the tel ephone sets and the exchange
bei ng sent in such a shape that therefor a conversion
unit is required and the tel ephone sets (1) being
collected in groups, characterised by

- a nunber of conversion units (19) arranged for
each group, the nunber being greater than one and
| ess than the nunber of tel ephone sets (1) in a

group,

- a first switch unit (21) connected between the
nunber of conversion units arranged for a group
and the exchange and a second switch unit (15)
connect ed between the nunber of conversion units
for the group and the tel ephone sets of the group,
and

- control neans (17) controlling the first and
second switch units and assigning to information
of the first kind, which is to be forwarded, a
signal path between a tel ephone set of the group
and t he exchange through a conversion unit
included in the nunber of conversion units, which
conversion unit is not already occupied."

2420.D Y A
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Caim6 of this request is an independent claim
directed to a tel ephone exchange arranged to have

t el ephone sets connected to it and having substantially
the sane features as claim 1.

A second auxiliary request consists of clains 1 to 5 of

the first auxiliary request.

Reasons for the Deci sion

1.2

2420.D

Background to the application

In local-l1oop digital tel ephone comunications seri al
signal s are passed between the individual subscriber
and an exchange over the usual tw sted pair. These
signal s consi st both of data and control information,
requiring separate processing. A problem which arises
is that the control information nust be converted at or
near the exchange fromthe serial formsent over the
twsted pair to a parallel formused in the exchange or
in an exchange line board. The use of an individua
serial-to-parallel converter (and vice versa) for each
subscri ber raises costs, whilst sharing one such
converter between a plurality of subscribers runs the
ri sk of contention between subscribers and consequent
bl ocki ng.

This problemis solved by providing a nunber of
converters to be shared between a | arger nunber of
subscribers; claim1l of the main request refers to the
subscribers (or in the | anguage of the claim"tel ephone
sets") being collected in groups with a nunber of
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conversion units arranged for each group, the nunber
bei ng greater than one. Switch units (nultiplexers) are
arranged between the subscribers and the converters,
and between the converters and the exchange. Since each
subscri ber has access by way of the nultiplexer to a
plurality of converters the |ikelihood of contention is
reduced.

Claim1 of both auxiliary requests differs fromclaiml
of the main request in specifying that the nunber of
conversion units is not only greater than one but |ess
than the nunber of telephone sets or subscribers in a

gr oup.

I nventive step

The Board, nmaking use of its powers under

Article 114(1) EPC introduced into the proceedi ngs
extracts fromtwo books, D5 and D6, which are
considered to represent the common general know edge in
the tel ephone network art at the clained priority date.
The cited passages fromthese docunents deal with the
probl em of the efficient use of resources in the
standard anal og tel ephone network. To this end
concentrators are provided which enable a | arger nunber
of subscribers to be connected to a smaller nunber of

i nes. The probability of blocking of any individua
subscri ber can be cal cul ated fromthe percentage of use
by the subscriber and the nunber of |ines provided for
a group of subscribers, and can be arranged to be at an
acceptably low |l evel. The extracts from D5 and D6 nake
cl ear that such concentration is standard practice in

t he anal og tel ephone art.
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The application acknowl edges as known a digital system
in which a plurality of subscribers are connected to a
single series/parallel converter. It solves the
resulting problemof contention by providing a
plurality of converters for a group of subscribers. As
di scussed above however, this is what is done in the
rel ated problem of resource allocation in anal og
systens. In the Board' s view the skilled person,
starting out fromthe acknow edged digital telephone
system and faced with the appellant's probl em of
contention between individual subscribers would w thout
the exercise of invention apply the conmobn genera

know edge in the anal og tel ephone art and in doing so
woul d arrive at exactly the arrangenent cl ai ned.

The subject-matter of claim1l of the nain request
accordingly | acks an inventive step.

Claim1 of the auxiliary requests nerely adds to
claim1l of the main request that the nunber of
conversion units is |less than the nunber of tel ephone
sets in a group; the above analysis is based on this
prem se, so that the subject-matter of claim1l of each
of the auxiliary requests also | acks and inventive

st ep.

The above comments on claim 1l of each request apply
equally to claim7 of the main request and claim6 of

the first auxiliary request.

There being no other requests, it follows that the
application nust be refused.

The Board considers it appropriate to comment on the
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obj ection raised by the Examning Division which led to
refusal of the application. The Exam ning D vision's
reasoning i s based on the problemas set out above but
then goes on to refer to the "probl emsol uti on approach
formul ated in the description” and to define what the
Exam ni ng Di vi sion sees as the "essence of the

I nvention". Based on what it sees as the "essence of
the invention" as derived by the "probl emsol ution
approach"” the Exam ning Division concludes that claim1l
| acks an "essential technical feature". The primary
reason for refusal of the application is therefore that
claim1l "does not neet the requirenent follow ng from
Article 84 taken in conbination with Rules 29(1) and
(3) EPC that any independent claimnust contain all the
technical features essential to the invention"

The Board considers that this approach confuses two
entirely separate issues, nanely inventive step and
support. In an analysis of inventive step the so-called
"probl emsol ution approach” is a recognised tool in

det erm ni ng whet her or not clained subject-matter woul d
be obvious to a person skilled in the art. Its
application to the question of whether a claimis
supported by the description is based on a

m sunder st andi ng of what constitutes an "essenti al
feature". The Board w shes in this connection to draw
attention to its decision T 1055/92, point 5 of the
Reasons:

"During proceedings before an Exam ning Division, it
of ten happens that pertinent docunments are cited with
the result that the core of a clained invention has to
be changed and al so the correspondi ng problemto be
sol ved appears in nodified form In such cases often



-9 - T 0651/ 99

new essential features nust be added to the claimin
order to identify clearly the solution and to
di stinguish the invention fromthe prior art".

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg

2420.D



